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REPORT OF THE SWEDISH TRADEMARK LAW COMMITTEE 
A Summary 


By Claés Uggla* 


The Swedish Trademark Law Committee, which has been at 
work to prepare a new Trademark Act, published its long awaited 
Report in the beginning of March 1958.** The Swedish Report 
forms a volume of 464 pages in which the present legal situation 
is presented in detail and the proposed new legislation minutely 
explained against the background of international conventions and 
foreign trademark legislation.: The readers of this journal will 
find many references in the Report to the familiar abbreviation 
TMR in the numerous footnotes. They will also see prominent 
American authorities frequently cited; names such as DapHNE 
LrEps, CaALLMANN, DERENBERG, and Lippy, to name but a few, will 
be found at the bottom of many pages. The reader should certainly 
get, I think, the impression that this Report has not been worked 
in a watertight compartment. 


The following is a very free translation of parts of the sum- 
mary published in the Report. 


The present Swedish Trademarks Act gives protection in 
principle only to registered trademarks. A certain protection can 
be obtained for unregistered marks mainly under the Act against 
unfair competition. The proposed new Act will cover both regis- 
tered and unregistered marks. The protection acquired by the use 
alone, provided such use has established the mark in the minds 


* Chief of the Trademark and Administrative Sections of the Swedish Patent 
Office, Member and former Secretary in Chief of the Trademark Law Committee, Stock- 
holm, Sweden. 

** The work has been conducted in close cooperation with similar Committees in the 
other Scandinavian Countries. In Denmark and Norway corresponding reports have also 
been published; in Finland a Government bill may be expected in due course. 

1. Férslag till Varumarkeslag. Stockholm, 1958. The “Summary” is printed on 
pages 384-388. 
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of the purchasers as the trade symbol of the owner, is placed on 
an equal footing with protection obtained by registration. This 
is the principle of the Committee’s solution of this ever-present 
chief problem in trying to adjust the trademark law. In practice, 
however, it is recognized, and indeed recommended, that registra- 
tion should give special advantages as compared with the protec- 
tion acquired by the mere use of a mark. Thus the owner of a 
registration can rely on his certificate as prima facie evidence of 
his exclusive right, whereas a manufacturer whose mark is not 
registered will have to produce material evidence as to the extent 
of his use in order to show that the mark is established. Besides 
privileges of this kind, that lie in the nature of things so to speak, 
the new Act will give special favorable treatment to the registrant. 
As an example it may be mentioned that after five years a regis- 
tration will become incontestable in respect of certain forms of 
cancellation claims. 


A trade symbol that is in use but which is neither registered 
nor established will be protected to the extent that no party other 
than the user may have it registered if he has knowledge of the 
prior use. On the other hand the mere adoption of a mark does 
not create an exclusive right in it. An exception from this rule is 
made in respect of the name and firm name (trade name) of per- 
sons engaged in business (“natural trade symbols’). Such names 
will be protected—as is already the case—independently of regis- 
tration or establishment in the market. 

In the new Act service marks will in every respect be treated 
in the same way as ordinary trademarks. This is achieved by 
including service marks in the definition of trademarks. Conse- 
quently service marks will be registrable and will be protected 
otherwise in precisely the same manner as other trademarks. 


The “definition of trademarks” covers devices, words, letters 
and numerals as well as the distinctive get up of goods. All these 
types can be registered. In the case of letters, numerals and get 
up this is a novelty in comparison with the present law. However, 
the trademark register will not be opened to trade symbols other 
than trademarks as just defined. Slogans and signs of a get up 
character other than the packaging, decoration, shape or color of 
goods are consequently unregistrable. This somewhat hetero- 
geneous group will get its protection only by use amounting to 
establishment. An intermediate position is given to marks consist- 
ing of letters and numerals. These are trademarks and therefore 
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in principle registrable, but under a special proviso registration 
may take place only when they have become established. (This 
provision is intended to counteract an unhappily widespread dis- 
position on the part of business people to adopt unnecessarily 
letter and numeral marks.) 

A general requirement for protection is distinctiveness. Marks 
that are descriptive of the kind, quality, quantity, geographical 
origin ete. are deemed to be without a distinguishing capacity. 
However, it is expressly provided that, when assessing the dis- 
tinctiveness of a mark, all the factual cireumstances shall be taken 
into consideration, and in particular the length of time of the 
use of the mark and the extent of such use. This will make it 
possible to recognize legally the particular meaning that the use 
can import to an otherwise descriptive mark, a secondary meaning 
hitherto not recognized in Swedish trademark law. This secondary 
meaning will make registration possible even where the mark in 
itself is descriptive. 

A somewhat more liberal practice than the present one with 
regard to descriptiveness is recommended by the Committee. This 
recommendation applies also to the distinctive character of device 
marks where practice under the present law has been strict. 

At present there is no Classification of Goods. The Commit- 
tee, however, proposes that a Classification of Goods and Services 
be introduced. Furthermore, it is recommended that the Inter- 
national Classification of Goods, already, in use in England, 
France, and Italy, to name but a few countries, be adopted. At the 
same time the Committee urges that the Nice Arrangement of 1957 
regarding this Classification be adhered to by Sweden. This 
agreement foresees the completion of the Classification with a 
number of classes for services (and it seems likely that in this 
respect the present Classification of Services in use in the United 
States will be embodied in the system). It is suggested that old 
registrations be fitted into the classification as they come up for 
renewal, which means that their classification will be spread over 
a period of roughly ten years. 

Another novelty in the new Act is that applications will be 
published on notice for opposition before they are granted. This 
procedure is felt to be of importance because of the added weight 
attached to the use of trademarks irrespective of registration. It 
will add to the security of registrations granted and at the same 
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time make for conformity with patent application procedure where 
publication for opposition is already in practice. 

The exclusive right in a trade symbol implies that no party 
other than the owner may use a confusingly similar symbol. Every 
form of use, including oral use, is covered by the right. Special 
provisions regulate the circumstances in which it may be used by 
others for non-original spare parts and accessories or for original 
goods repaired or reconditioned by someone other than the owner. 

As heretofore the exclusive right is valid only in respect of 
goods identical or similar to those for which the mark is registered 
or established by use. And confusing similarity will be considered 
to be a product of similarity of the marks as well as similarity of 
the goods covered by them. However, a further protection to some 
extent irrespective of similarity of goods, will by express provi- 
sion, be given marks that are exceptionally strongly established 
and well-known within wide circles of the general public (the 
“kopakK doctrine”), and the same may be the case in certain cir- 
cumstances with regard to other marks whose good will may be 
said to be of a specially sensitive nature (the “Rat Poison Doc- 
trine”). 

The Committee recommends that the so-called free assignment 
now be legally accepted. In fact such assignment has been preva- 
lent for a long time with no ill effects. The only bar to assignment 
under the new Act is that the mark must not lead to the deception 
of the general public. It has been left open whether and to what 
extent a free assignment of unregistered marks will in fact have 
the effect of conferring an exclusive right to the assignee. This 
will be a matter for the courts, in the consideration of which all 
the facts will have to be taken into account. 

In the new Act express rules will be provided for the licensing 
of trademarks and the registration of licenses. As in the case of 
assignments, deception of the public constitutes a bar to licenses. 
Moreover the new Act will contain certain other provisions in- 
tended to supplement private agreement on points not sufficiently 
clarified, such as relicensing by licensees etc. 

The proposed new Act further contains certain general pro- 
visions against deception by means of trademarks, and there is a 
provision to bar registration of deceptive marks. Such a mark, if 
registered nonetheless, may be canceled by a court which may 
issue an injunction against the use of a deceptive symbol, whether 
registered or not. 
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A problem in the trademark law that has been much discussed 
in Sweden and to which the Committee has given a great deal of 
attention is the so-called “degeneration of trademarks,” i.e. the 
transformation of a private owner’s individual mark into a generic 
term for a certain commodity irrespective of its commercial origin. 
The Committee has reluctantly found itself unable to come to 
any conclusion other than that, when such a transformation has 
taken place, no private right in the mark can subsist. In such cases 
the new Act will allow cancellation proceedings to be taken at a 
court of law. However it is very strongly emphasized in the 
Report that only the most conclusive evidence showing that the 
mark has totally degenerated will make an action lie. This view is 
thought to coincide with the current opinion of this problem in 
most countries. A novelty in the new Act is that the owner 
of a registered trademark may demand of the editors of dic- 
tionaries and handbooks that his mark should not be mentioned 
therein unless its character as a trademark be clearly indicated. 

The question whether the use of a mark should be a pre- 
requisite of any exclusive rights therein has been given a good 
deal of thought by the Committee. Though the Committee has 
found that this undoubtedly is a sound principle, no proposal in 
this direction was brought forward. Instead it is suggested that 
the effects of the classification system should first be examined, 
and only if this system does not ease the present congestion of the 
register, should the principle of compulsory use be tried. It is 
recognized by the Committee that in certain cases defensive marks 
and marks to be kept in stock for future use may be perfectly 
legitimate. 

The Committee has been urged by certain quarters to formu- 
late special provisions with regard to trademarks to be used for 
pharmaceuticals. The various problems in this particular field 
have been thoroughly looked into by the Committee. The results, 
however, of these deliberations show that any special rules that 
may be required are not really of a trademark law nature and that 
they should not have a place in the Trademarks Act. 

A separate statute will apply to collective marks. This, how- 
ever, contains only a few special provisions, the rules applying to 
ordinary trademarks being in most cases equally applicable to 
collective marks. As an example, it may be mentioned that the 
principle of free assignment is extended to collective marks with 
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no other limitation than the general reservation against assign- 
ments that lead to the deception of the customers. 

The Committee recommends that the new legislation be enacted 
in such time that it may become effective as from the 1st January 
1960. However it is now believed that there will be some delay 
on the parliamentary level, and that consequently the new Acts 
will not come into force until 1961. 
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UNFAIR TRADE IN THE SIMULATION OF RIVAL GOODS 
—THE TEST OF COMMERCIAL NECESSITY* 


By John J. Galbally** 


The personality of goods plays a vital role in the art of mer- 
chandising. By the personality of goods is meant not merely the 
attractive or eye-pleasing dress of an article, but the striking get- 
up, the unusual characteristic—the eye-catcher. An oddly shaped 
container, an exotic wrapping or the unique appearance of the 
article itself can impart this personality. It proclaims to the 
prospective buyer: “I am different.” It prompts him to recall on 
second meeting: ““There is a familiar article.” Thus, personality 
breaks down sales resistance to the unknown. In short, personality 
sells. 

At least two phenomena of recent years have added signifi- 
cantly to the importance of personality. The first is commercial 
television. Advertising has turned from audio techniques to video. 
No longer are the nation’s buying habits conditioned by the care- 
fully modulated voice of an announcer saying: “When you need 
toothpaste, ask for ‘Glister’.” Today the animated toothpaste tube 
walks into our living room, dances for us and personally tells us: 
“The next time you’re at your drugstore, pick me up.” What the 
radio age did for the trademark by way of giving it a new dimen- 
sion as an advertising device, television has more than done for 
personality. 

A second important innovation of the last decade or so has 
been the trend toward “serve yourself.” Merchandise of almost 
every description is being displayed for the customer’s own selec- 
tion. The result is that more buying is being done by sight and 
less by sound than ever before in history. By way of corollary, 
this sets the stage for “passing off” without the necessity of any 
overt deception on the part of the retail merchant. An imitation of 
a familiar article is simply placed in the usual display case and 
“serve yourself” becomes “deceive yourself.” 

How has the law kept pace with these marketing develop- 
ments? Has it encouraged merchandising enterprise by protecting 
the personality of goods against copying by the commercial free 
rider? 


* Reprinted by permission from the Villanova Law Review, Vol. 3, No. 3, April, 


1958. 
** Member of the Philadelphia and American Bar Associations; Staff Attorney for 
Smith, Kline & French Laboratories. 
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The law protects the appearance of goods only to the extent 
that their appearance has acquired a secondary meaning. That 
is to say, copying will be enjoined only where the copied feature 
“has acquired generally in the market a special significance iden- 
tifying the .. . goods” as coming from a particular source.’ This 
notion of public recognition is expressed by the term “secondary 
meaning.” This is true even of “nonfunctional” features, features 
which do not affect the “purpose, action or performance, or the 
facility or economy of processing, handling or using” the goods.’ 
One might call them the “personality” features of goods. 

Thus the law in effect says to the legitimate businessman 
seeking to establish a trade in an unpatented product: “No matter 
how distinctively you dress your article, no matter how fancifully 
you shape it or color it, no matter what sort of unique external 
elements you combine in an effort to give your goods personality, 
you are fair game to the copyist. That is, unless you have the good 
fortune—to say nothing of the resources—to escape falling prey 
until the buying public has become so familiar with the appearance 
of your article that all goods of that appearance are identified 
with you as their source. Then, and only then, will the law take 
a hand. Copying will then be enjoined in the interest of preventing 
confusion among consumers who otherwise might buy the copy 
in the mistaken belief that they are buying your product.” 

This startling, but by no means exaggerated proposition must 
surely give the entrepreneur pause. He must reflect upon the fact 
that in the introductory stage of a product, when promotion costs 
are heaviest and sales returns leanest, when protection is most 
needed against sales diversion, no protection is afforded. Perhaps, 
he consoles himself, it might be possible to shorten the time neces- 
sary for the product to acquire this “secondary meaning” if an 
intensive advertising campaign is undertaken. But how justified 
is the expense of a promotional blitz when success depends upon 
a fortuitous—and highly unlikely—cirecumstance, namely, that the 
copyist will delay until it is too late? 

Add to this the fact that during the critical period between 
introduction and public recognition, the law exhorts the copyist: 
Be quick! Get your imitative product on the market before the 
original has had an opportunity to acquire secondary meaning. 
Capitalize on your competitor’s ingenuity immediately or run the 
risk of losing the chance forever. 


1. RESTATEMENT, TorTs § 741(b) (1938). 
2. Id. at § 742. 
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At this point the businessman—and his lawyer—might well 
inquire: How in the name of unfair competition does the law get 
that way? What interest is served in thus inviting imitation at 
the expense of ingenuity and industry? Is not the obvious effect 
to encourage rather than curb sharp business practices? * 

The answer is given that copying is permitted in the interest 
of free competition. “The privilege to engage in business and to 
compete with others implies a privilege to copy or imitate the 
physical appearance of another’s goods.”* And so it does, up to 
a point. If, for example, red is the natural color of widgets, manu- 
facturer A’s prior use of that color cannot be allowed to limit B’s 
right to make red widgets. B’s ability to offer effective competi- 
tion in the sale of widgets would obviously suffer if he were put 
to the additional expense of giving his product an artificial color. 

Similarly, if a demand exists for widgets of a particular size 
because that size is convenient, B must be given an equal right with 
A to satisfy the demand by making widgets of that particular size. 
And this, even though A may have been the first to recognize the 
demand and even though he may have created the demand.° 

However, we are here considering non-functional personality 
features. Not the natural but the arbitrary color red; not the 
convenient, but the fanciful size or shape. What considerations 
of competitive effectiveness make the copying of these features 
permissive? 

The point could no doubt be made that the number of suitable 
colors, sizes and shapes available to successive manufacturers of 
a particular product is limited, and that to permit the appropria- 
tion of these forms would confer a monopoly upon the first few 
appropriators.® The answer is that the late comer need not, in 
this case, be precluded from selecting a color or shape already in 
use. Under such circumstances, where compelling competitive con- 








3. Admitting that the theory of secondary meaning “is most severely tested by say- 
ing that this would make the diligent thief immune,” the only answer which the Sixth 
Circuit could offer was, “[T]here can be no larceny, unless the title or possessory right 
of the first holder is better than that of the second taker. ...” Upjohn Co. v. Wm. 8. 
Merrill Chemical Co., 269 Fed. 209, 214, 11 TMR 87 (6th Cir. 1920). 

4. RESTATEMENT, TorTs, Introductory Note to Ch. 35, Topie 3, p. 622; West 
Point Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581, 45 TMR 795 (6th Cir.), cert. 
denied, 350 U.S. 840 (1955). 

5. See Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 28 TMR 569 (1938) ; 
Flagg Mfg. Co. v. Holway, 178 Mass. 83, 59 N.E. 667 (1901). 

6. This argument is effective in cases where trademark registration of a color 
is sought, since the effect of registration is to confer a monopoly in that color. See 
A, Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 201 U.S. 166 (1906). 
For a case in which the argument was made as applied to the color of a container, see 
Chun King Sales, Inc. v. Oriental Goods, Inc., 136 F. Supp. 659, 46 TMR 542 (S.D. Cal. 
1955). 
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siderations would exist, copying would be permitted. The require- 
ment of commercial necessity would here be satisfied. 

By what stretch of the imagination, however, is a bubble gum 
manufacturer limited in his ability to compete for the bubble gum 
market if denied the right to copy the unconventional cylindrical 
form of his competitor’s product?” Or a manufacturer of garden 
rakes similarly limited unless he is permitted to ape the fanciful 
details of handle contruction first adopted by another rake pro- 
ducer? * Ora drug manufacturer limited if prevented from putting 
his laxative preparation up in wafers of the same distinctive shape 
and color as a competitor? ® It might as well be argued that free- 
dom of competition demands that every tap room operator be 
given the right to call his establishment THE sToRK CLUB.” 

Perhaps it is time for the courts to take a critical look at, 
instead of merely quoting, Judge Learned Hand’s famous state- 
ment, made forty years ago in the Crescent Tool case:* “The 
defendant . . . may copy the plaintiff’s goods slavishly down to 
the minutest detail ... [so long as] he does not represent himself 
as the plaintiff in their sale.” 

In point of fact, the earlier cases of product and label copying 
furnish little, if any, basis for the Hand pronunciamento. The 
concept of privileged copying in the absence of secondary meaning 
is not discernible in the cases prior to 1911.** Indeed, the term 
“secondary meaning” was not introduced into the law of product 
copying until six years later, by Judge Hand himself, in the same 
Crescent Tool case. Prior to 1911 the test of permissive copying 
was quite simply: Could the copying be justified on the basis of 
actual commercial necessity? ** In other words: Did the imitator 








7. Gum, Inc. v. Gumakers of America, Inc., 136 F.2d 957, 33 TMR 381 (3d Cir. 
1943). 

8. American Fork §& Hoe Co. vy. Stampit Corp., 125 F.2d 472, 32 TMR 149 (6th 
Cir. 1942). 

9. Upjohn Co. v. Wm. S. Merrill Chemical Co., 269 Fed. 209, 11 TMR 87 (6th Cir. 
1920). 

10. If there is any doubt as to the outcome of this argument, see Stork Restaurant, 
Inc. Vv. Sahati, 166 F.2d 348, 38 TMR 431 (9th Cir. 1948). 

11. Crescent Tool Co. v. Kilborn § Bishop Co., 247 Fed. 299, 301, 8 TMR 177 (2d 
Cir. 1917). 

12. There should be mentioned here the 1870 Illinois case of Candee, Swan v. 
Deere § Co., 54 Ill. 439, which held that the defendant had an absolute right to copy 
plaintiff’s plows, “even to the ‘curve of the mould-board’ and ‘the tip of the handles’— 
in the minutest, as well as in the most important parts.” It is doubtful, however, that 
even a clear showing of secondary meaning would have induced this court to enjoin 
the copying, for, in the words of the opinion, “what can be more odious and oppressive 
than the monopoly of the manufacture and sale of plows?” 

13. Nims uses the phrase “commercial necessity” in discussing the case of George 
G. Fox Co. v. Hathaway, 199 Mass. 99, 85 N.E. 417 (1908). He comments: “This is 
a test which might well be applied far oftener than it is.” Nims, UNFAIR COMPETITION 
AND TRADE MarRKS 382 (4th ed. 1947). 
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have a legitimate reason for the copying or was he simply trying 
to generate consumer confusion in the hope of diverting sales from 
his competitor? 

Thus, in the well-known case of Enterprise Mfg. Co. v. 
Landers, Frary & Clark,“ decided in 1904, an injunction was 
granted against the slavish copying of plaintiff’s well-known coffee 
mills. The court could find no reason for defendants’ imitation 
other than “an intent to appropriate the trade of their competitor.” 
Similarly, in 1905 the Supreme Judicial Court of Massachusetts 
enjoined the copying of the shape and appearance of plaintiff’s 
unwrapped loaves of bread on the ground that no commercial 
necessity existed for the copying. 


“TI]f the defendants had required the use of this combination 
for the successful prosecution of their business, they would 
have had a right to use it.... But the evidence shows that the 
defendants had no occasion to use this combination, and there- 
fore were not justified in producing an imitation of the plain- 
tiff’s loaves.” *° 


16 


Other cases of this period prohibited the copying of labels,’® con- 
tainers’’ and commercial articles’*® on the same bare ground, 
namely, that no bona fide need for the copying existed. 

Conversely, copying was permitted where commercial consid- 
erations justified it. In Globe-Wermcke Co. v. Fred Macey Co.,” 
decided in 1902, defendant’s imitation of the sizes, styles, material 
and finish of plaintiff’s bookcases was held permissive, since other- 
wise “it would be impossible [for the defendant] to construct and 
sell a bookcase having the most desirable characteristics.” And in 
1904 an injunction was refused in a case involving the copying of 
a syringe on the ground that the copied features were “essential 
to the successful practical operation [and served] to promote its 
efficiency.” ”° 

The point is that these early cases recognized no “right of 
copying.” The burden was not upon the originator of the distine- 








14. 131 Fed. 240, 241 (2d Cir. 1904). 

15. George E. Fox Co. v. Hathaway, 199 Mass. 99, 102, 85 N.E. 417, 418 (1908). 

16. Collinsplatt v. Finlayson, 88 Fed. 693 (S.D.N.Y. 1898); Societe Anonyme Vv. 
Western Distilling Co., 43 Fed. 416 (E.D. Mo. 1890); Wirtz v. Eagle Bottling Co., 50 
N.J. Eq. 164, 24 Atl. 658 (1892). 

17. N. K. Fairbank Co. vy. R. W. Bell Mfg. Co., 77 Fed. 869 (2d Cir. 1896) ; 
Royal Baking Powder Co. v. Davis, 26 Fed. 293 (E.D. Mich. 1885). 

18. Rushmore vy. Manhattan Screw & Stamping Works, 163 Fed. 939 (2d Cir. 
1908); Yale & Towne Mfg. Co. v. Adler, 154 Fed. 37 (2d Cir. 1907); Putnam Nail Co. 
v. Bennett, 43 Fed. 800 (E.D. Pa. 1890). 

19. 119 Fed. 696, 704 (6th Cir. 1902). 

20. Marvel Co. v. Pearl, 133 Fed. 160, 161 (2d Cir. 1904). 
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tive article to establish public recognition as a condition to relief 
against copying. Rather, it was incumbent upon the imitator to 
show that his copying was commercially justifiable. 

The concept of privileged copying probably first appears in 
the case of Rathbone, Sard & Co. v. Champion Steel Range Co.,” 
decided by the United States Sixth Cireuit Court of Appeals in 
1911. There the plaintiff sought an injunction against the close 
imitation of the design of its natural gas heaters. The defendant, 
it appeared, had actually used parts of the plaintiff’s stove to make 
molds from which it cast its own heater, introducing certain minor 
changes in appearance. Plaintiff’s own model, it happens, was 
relatively new and consequently had not achieved wide public 
recognition. Relief was denied. The actual ground for the denial, 
it seems clear, was that the design of the stove played an important 
part in consumer acceptance, hence copying of that feature by a 
competitor was justified on the basis of commercial need. The 
opinion states: 


“In our opinion, defendant’s intent, as shown by the rec- 
ord, in copying complainant’s cut and patterns, was not to 
derive a benefit from complainant’s name and reputation, but 
to avail itself of a design which, by imitating it, defendant 
has confessed is attractive and desirable.” * 


As we have seen, this holding is entirely consistent with the rea- 
soning of the earlier cases. 

For some reason, Judge Knappen saw fit to say, without the 
benefit of any cited authority: 


“(T]he case before us is ... one of alleged unfair competition, 
predicated upon the simulating of the dress of a competitor’s 
product. And in such case it is clear that identification in the 
mind of the purchaser of such distinctive dress, as belonging 
to the complaining manufacturer, is necessary... .”* 


Only one explanation of this statement suggests itself. Judge 
Knappen, in his study of the earlier product copying cases, appar- 
ently discovered that all those in which relief was granted had 
one fact in common. In each, the copied article was a well-known 
product. Here, he concluded, was the common denominator. Judge 
Knappen fell victim to a fallacy reminiscent of the familiar: Post 


21. 189 Fed. 26, 1 TMR 259 (6th Cir. 1911). 
22. Id. at 33, 1 TMR at 269. 
23. Id. at 32, 1 TMR at 267. 
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hoc, ergo propter hoc.* He reasoned: A fact, therefore a condition 
precedent. It was also true, he might have considered, that the 
successful party in each of these cases was a manufacturer, each 
was denominated plaintiff in the lawsuit, and each was represented 
by an attorney. Yet it would be absurd to say that any of these 
factors was a condition precedent to the granting of injunctive 
relief against the copying. 

The presence of the other fact which these cases had in com- 
mon, namely, a well-known product, is understandable on grounds 
unrelated to any finding of unfair competition. The originator of 
each product was losing sales to a copyist. And the obvious reason 
was that purchasers were buying the copy in the mistaken belief, 
predicated on the appearance of the article, that they were buying 
the plaintiff’s original. This necessarily implies that the latter’s 
product was “well-known” to the deceived purchaser. But why 
else had the originator incurred the expense of a lawsuit in the 
first place? Businessmen do not sue to vindicate theoretical rights. 
What the cases really had in common was the hard fact of actual 
or threatened sales diversion. But if this was a condition prece- 
dent, it was a condition to the bringing of the suit, not to the relief 
granted. 

While it is true, therefore, that Judge Learned Hand did not 
originate the doctrine of “privileged copying,” it is to him that 
credit must go for giving it a vitality which has sustained it for 
more than forty years. For it was Judge Hand who first saw in 
the earlier product copying cases, exemplified by the Enterprise 
case, an application of the trademark doctrine of secondary mean- 
ing to the copying of “nonfunctional” features of goods. 


“The cases of so-called ‘nonfunctional’ unfair competition, 
starting with the ‘coffee mill case,’ Enterprise Mfg. Co. v. 
Landers, Frary é Clark, 131 Fed. 240, 65 C.C.A. 587, are only 
instances of the doctrine of ‘secondary’ meaning. All of them 
presuppose that the appearance of the article, like its descrip- 
tive title in true cases of ‘secondary’ meaning, has become 
associated in the public mind with the first comer as manufac- 
turer or source, and, if a second comer imitates the article 
exactly, that the public will believe his goods have come from 
the first, and will buy, in part, at least, because of that decep- 
tion. Therefore it is apparent that it is an absolute condition 
to any relief whatever that the plaintiff in such cases show 


24. Freely translated, for any whose Latin dictionary may be out of reach: After 
this, therefore because of it. 
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that the appearance of his wares has in fact come to mean 
that some particular person—the plaintiff may not be indi- 
vidually known—makes them, and that the public cares who 
does make them, and not merely for their appearance and 
structure.” * 


Thus, Hand concluded: 


“The defendant has as much right to copy the ‘nonfunc- 
tional’ features of the article as any others, so long as they 
have not become associated with the plaintiff as manufacturer 
or source.” *° 


Here then, in 1917, is the first clear articulation of the concept that 
one is privileged to mimic the nonfunctional features of a com- 
petitor’s article.” 

However, one point has been lost sight of by the courts in 
applying the Crescent Tool doctrine to the imitation of the purely 
“personality” characteristics of goods. This is the fact that the 
term “nonfunctional” meant something quite different in 1917 than 
it does today. To Judge Hand at the time of the Crescent Tool 
opinion the word conveyed the limited notion of “nonoperational.” 
This is clear from another Hand opinion, written a year earlier 
in the case of Champion Spark Plug Co. v. A. R. Mosler & Co.” 


‘““[N]or does it seem an entirely adequate answer to say that 
the features enjoined are nonfunctional. It is only when 
the mechanical operativeness of the thing is certainly all that 
determines the buyer’s choice that such a criterion is safe.” 


This is the meaning consistently assigned to the term “nonfunc- 
tional” by the pre-1917 cases from the time of its first discovered 
use by an appellate court nine years earlier.” Indeed, it was traced 
during this period® to the patent law, where operativeness was 
the only meaning which could be intended. 


me ng Crescent Tool Co. v. Kilborn & Bishop Co., 247 Fed. 299, 8 TMR 177 (2d Cir. 
1917). 

26. Ibid. 

27. It is a curious fact that the opinion does not cite Rathbone, Sard § Co. v. 
Champion Steel Range Co., discussed in text at note 21. 

28. 233 Fed. 112, 116, 6 TMR 406 (S.D.N.Y. 1916). (Learned Hand was a District 
Judge at the time of both the Champion Spark Plug and the Crescent Tool cases.) 

29. The term first appears in Rushmore v. Manhattan Screw § Stamping Works, 
163 Fed. 939 (2d Cir. 1908). See also Margarete Steiff v. Bing, 206 Fed. 900, 3 TMR 
475 (2d Cir. 1913); Rushmore v. Badger Brass Mfg. Co., 198 Fed. 379, 2 TMR 489 (2d 
Cir. 1912). 

30. Coca-Cola Co. v. Gay-Ola Co., 200 Fed. 720, 3 TMR 1 (6th Cir. 1912). 
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We see, then, that all that Judge Hand was saying in the 
Crescent Tool case was: A second comer has as much right to copy 
the nonoperational features of competing goods as those which 
are operational so long as no secondary meaning can be claimed. 
It is quite a different matter to say, as the law of nonfunctional 
unfair competition now says, that absent secondary meaning one 
is free to copy even those characteristics which have no effect upon 
“purpose, action or performance, or the facility or economy of 
processing, handling or using” the goods.” 

Another point which has been generally overlooked in connec- 
tion with Crescent Tool lies in Judge Hand’s reference to the 
original secondary meaning cases, which arose in the field of trade- 
marks. These cases involved geographical and descriptive trade- 
marks. In the one case,* a starch manufacturer located in a town 
called Glenfield claimed the right to call his product GLENFIELD 
starch to the exclusion of another starch maker of the same town. 
In the other case,** a manufacturer of camel hair cloth sought to 
appropriate the exclusive right to call his belting product by the 
name CAMEL HaIR. The courts decided these cases in a rather 
ingenious way. Each of the words in question, it was said, had 
not one, but two meanings as applied to the goods in question. 
The first was its literal, dictionary sense (made in Glenfield; made 
of camel hair). In addition, however, each had acquired an added 
or “secondary” meaning, denominating the product of a particular 
manufacturer (original GLENFIELD starch; original CAMEL HAIR 
belting). It was therefore ruled that to the extent the word con- 
veyed the first of these meanings, its use was open to both manu- 
facturers. To the extent of its secondary meaning, however, its 
use was foreclosed to all but the originator of the new meaning. 

If a true analogy is to be found in these original secondary 
meaning cases to instances of product copying, the parallel would 
appear to be the copying of functional rather than nonfunctional 
features. The conflict which these cases presented grew out of the 
fact that the disputed words were actually necessary to tell pro- 
spective purchasers something about the goods themselves. Each 
had a “function” in connection with the goods.* 


31. RESTATEMENT, TorTS § 742 (1938). 

32. Wotherspoon v. Currie, L.R. 5 H.L. 508 (1872). 

33. Reddaway v. Banham [1896], A.C. 199. 

34. It is possible for geographical words to be used in an arbitrary or nongeo- 
graphical sense, e.g. Vienna bread. In such cases of “nonfunctional” use, appropriation 
is possible without proof of secondary meaning. See DERENBERG, TRADEMARK PROTECTION 
AND UNFAIR TRADING 346 (1936). 
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It was this function, moreover, which dictated the limit of 
permissive use of the words. To the extent that the word was 
needed to acquaint potential buyers with the goods, to tell them 
where they were made or what their ingredient was, the second 
comer’s use was held permissive. To the extent that his use could 
only result in confusion as to source, his use was enjoined. But is 
this anything more than the test of commercial necessity ?* 


Conclusion 


It is perhaps too much to hope that the courts will find their 
way back, after forty years of Crescent Tool influence to the 
standards of commercial necessity. On the other hand, there are 
signs which offer hope.** There is evident a general dissatisfaction 
among the courts with the artificial requirement of secondary 
meaning as applied to the purely fanciful features of an article. 
The courts are obviously straining in a variety of ways to reach 
results more in keeping with commercial reality.*’ Practically 
speaking, New York and California have abandoned the secondary 
meaning test.** 

If these are hopeful signs, however, they are not without their 
disturbing side. The difficulty is that while the courts are gradually 
turning away from the test of secondary meaning, they are looking 
to no single standard in its place. The concern here is not with 
academic considerations such as preserving the mosaic of the law. 
It is rather with the confusion and uncertainty which will inevi- 
tably beset businesses everywhere. Consider the manufacturer of 
a product with national distribution. The situation is becoming 
such that his goods are open to differing degrees of copying in 
different geographical areas. What is unfair competition in Cali- 
fornia is privileged copying in Michigan.* Sales returns will soon 
become a jurisdictional matter. 


35. See Handler & Pickett, Trade-Marks and Trade Names, 30 Cotum. L. REv. 
168 (1930). 

36. Some courts, notably those in New York and California, have recently begun 
to apply a test which, if not the test of commercial necessity, achieves the same sound 
result. Santa’s Workshop v. Sterling, 282 App Div. 328, 122 N.Y.S.2d 488 (3d Dep’t 
1953) ; Haeger Potteries v. Gilner Potteries, 123 F. Supp. 261 (S8.D. Cal. 1954). See 
also Flint v. Oleet Jewelry Mfg. Co., 133 F. Supp. 459, 45 TMR 1178 (S.D.N.Y. 1955) ; 
Fancee Free Mfg. Co. v. Fancy Free Fashions, Inc., 148 F. Supp. 825, 47 TMR 610 
(S.D.N.Y. 1957) ; Hesse v. Grossman, 47 TMR 1484 (Calif. D. Ct. App. 1957). 

37. One device used is to shorten the time ordinarily required before the goods will 
be deemed to have acquired secondary meaning. See Noma Lites, Inc. v. Lawn Spray, 
Inc., 130 F. Supp. 124, 45 TMR 570 (E.D.N.Y. 1955). 

38. See note 32, supra. 

39. Compare the Flint case, supra, note 32, with West Point Mfg. Co. v. Detroit 
Stamping Co., supra, note 4. 
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The concern here is also for the practitioner of unfair competi- 
tion law. When courts abandon known rules in favor of vague and 
subjective standards of ethics and morality, the practice of law 
becomes hazardous. Judges become as unpredictable as juries. 
Business decisions, however, must be predicated on the reasonable 
predictability of legal consequences. Business clients demand 
answers. And it is difficult to know the answers when they depend 
upon a court’s notions of what is fair and what is unfair. 

Finally, when courts feel strongly impelled toward a partic- 
ular result, unsound law is frequently a consequence. To illustrate, 
the United States Court of Appeals for the Second Circuit recently 
decided a case involving the copying of the appearance of the 
expensive atmos clock.*® The holding of the case, in which the 
imitation was enjoined, is found in the following, taken from the 
opinion: 


“[S]ome customers would buy [the imitator’s] cheaper clock 
for the purpose of acquiring the prestige gained by displaying 
what many visitors at the customers’ homes would regard as a 
prestigious article. [The imitator’s] wrong thus consisted of 
the fact that such a visitor would be likely to assume that the 
clock was an Atmos clock.” (Emphasis supplied.) 


We are witnessing in this and other cases a natural revulsion 
to the idea of privileged copying. Here is a classic illustration of 
the maxim that hard cases make bad law. The case is made hard 
because of an artificial concept of secondary meaning which serves 
no purpose in the struggle of competition. Bad law need not be 
the result. The courts need only revitalize the older and eco- 
nomically sounder principle of commercial necessity. 





40. Mastercrafters Clock & Radio Co. v. Vacheron & Constantin-Le Coultre Watches, 
Inc., 221 F.2d 464, 466, 45 TMR 702 (2d Cir. 1955). 
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LEGISLATIVE CHANGES* 
THE TEXTILE FIBER PRODUCTS IDENTIFICATION ACT** 


The Textile Fiber Products Identification Act (Public Law 
85-897), which was signed September 2, 1958, is designed to take 
up where the Wool Products Labeling Act of 1939 and the Fur 
Products Labeling Act of 1951 left off. The purpose of the Act is 
to protect producers and consumers against misbranding or false 
or deceptive advertising of textile fiber products, except as already 
covered by the Wool Products and Fur Products Labeling Acts. 

Both textile fiber products which are ready for consumer use, 
and textile fiber products which require further processing or finish- 
ing before they are ready for consumer use come within the juris- 
diction of the Act. 

In addition to the requirement that the labels and advertising 
of any textile fiber product disclose the fiber content by its generic 
name in the order of predominance by weight, the Act provides 
that it shall be unlawful and an unfair method of competition to 
use any deceptive trademark in connection with a designated 
generic name, or to designate by the generic name or trademark 
any fiber or group of fibers present in an amount of five percent 
or less by weight of the total fiber content. Furthermore, it is 
considered to be false or deceptive advertising if the name or 
symbol of any fur bearing animal is used in the advertisement 
of any textile fiber product, unless such product or the part thereof 
in connection with which the name or symbol of a fur bearing 
animal is used, is a fur or fur product within the meaning of the 
Fur Products Labeling Act. It is provided, however, that where a 
textile fiber product contains the hair or fiber of a fur bearing 
animal, the name of such animal, in conjunction with the word 
“fiber,” “hair” or “blend” may be used. 

If any advertisement makes any disclosure or implication of 
fiber content the advertisement must contain a statement of the 
fiber content to the extent permitted under the Act in order of 
predominance by weight, however the percentages need not be 
stated. 

Harvey H. Hannah, Chief of the Division of Wool, Fur and 
Flammable Fabrics, is quoted in a press release of the FTC dated 


* See notice printed in 48 TMR 1112. 
** Prepared by Oliver P. Howes, Jr., associated with the law firm of Nims, Martin, 


Halliday, Whitman & Williamson, New York. 
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September 9 as identifying the following as some of the more 
important provisions of the Act: 


“The Act provides that prior to the time textile fiber prod- 
ucts become ready for use by the ultimate consumer, they must 
be invoiced as to fiber content in each marketing transaction, 
in order to establish a complete chain of truthful content dis- 
closure from the raw fibers to the finished consumer product. 
The required fiber content disclosure must also be accompanied 
by the name or identification of the person or concern re- 
sponsible for its designation. 

* * * 

“Imported textile fiber products are subject to the same 
invoicing, labeling, and advertising requirements as are Ameri- 
ean goods. However, subsection 4(b)(4) of the Act requires, 
with respect to imported textile fiber products, disclosure of 
the name of the country where such product was processed or 
manufactured. 

“The Act provides for guaranties through which inter- 
mediary marketers of textile fiber products may protect them- 
selves from misbranding charges, where representations re- 
ferred to in the guaranty are relied upon in good faith. 

“Expressly exempt from the provisions of the Act under 
Section 13 are certain products whose fiber content disclosure 
Congress felt was unnecessary... .”* 


The Act is to become effective in March of 1960. At present 


the FTC is in the process of preparing rules and regulations for 
its administration and enforcement. Inquiries concerning the Act 


and 


the suggested data for consideration in the drafting of the 


proposed regulations should be addressed to the Federal Trade 
Commission, attention of Harvey H. Hannah, Chief, Division of 
Wool, Fur and Flammable Fabrics, Bureau of Investigation, FTC. 


* 





Among the products excluded are: upholstery stuffing; outer coverings of furni- 


ture, mattresses, and box springs; linings or interlinings; filling or padding; and stiffen- 
ings incorporated primarily for structural purposes; trimmings; backings of, and 
paddings or cushions to be used under floor coverings; sewing and handicraft threads; 
bandages, surgical dressings; waste materials not intended for use in a textile fiber 
product; textile fiber products incorporated in shoes or overshoes or similar outer foot- 


wear; 


textile fiber products incorporated in headwear, handbags, luggage, brushes, lamp- 


shades, or toys, catamenial devices, adhesive tapes and adhesive sheets, cleaning cloths 
impregnated with chemicals, or diapers. 
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CHANGE IN THE JURISDICTION OF DISTRICT COURTS IN CIVIL ACTIONS 
WITH REGARD TO THE AMOUNT IN CONTROVERSY 
AND DIVERSITY OF CITIZENSHIP* 


The jurisdiction of the district courts has been changed by an 
Act approved July 25, 1958 which amends U.S.C. Title 28, Sections 
1331 and 1332 by increasing the amount in controversy from $3000 
to $10,000,* and providing that except when express provision is 
otherwise made in a statute, when the plaintiff is finally adjudged 
to be entitled to recover less than the $10,000, computed without 
regard to any set-off or counterclaim, and exclusive of interest and 
costs, the District Court may deny costs to the plaintiff and, in 
addition, may impose costs on the plaintiff. Section 1332 was fur- 
ther amended to provide that for the purposes of this section and 
section 1441, a corporation is deemed to be a citizen of any state by 
which it has been incorporated and of the state where it has its 
principal place of business, and that the word “States” now in- 
cludes the Commonwealth of Puerto Rico. Additional sections of 
the Act provide that a civil action in any state court, arising under 
the workmen’s compensation laws of such state may not be removed 
to any district court and that the Act applies only to those actions 
commenced after the date of its enactment. 


1. Regardless of the amount claimed, the federal courts are expressly given original 
jurisdiction without limitation, as to the amount claimed in a great many areas of 
federal law—such as in copyright, patent and trademark cases. 

* Prepared by Bert A. Collison, associated with the law firm of Nims, Martin, 
Halliday, Whitman & Williamson, New York. 
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RULES OF PRACTICE IN TRADEMARK CASES 


The Patent Office has promulgated a number of important 
amendments to the “Rules of Practice in Trademark Cases” which 
will become effective on January 1, 1959, unless otherwise pro- 
vided. 

The amendments as adopted were published in the Federal 
Register, October 10, 1958, pages 7847-7850, and will be printed in 
full in the November issue of The Trademark Reporter together 
with comments prepared by Robert B. Whittredge, Chairman of 
the Lawyers Advisory Committee. 

The amendments as originally proposed were printed in 48 
TMR 425 (April, 1958). 
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Trademark Statistics 


Registrations issued 
Principal Register .......................----. 
Supplemental Register -................... 


See. 12(c), publications .......................... 
Bee. &, ateenvets Gree ................................ 


See. 8, cancellations 
Cancellations, other 


Not available. 


Cumulative 
January—September 
1958 1957 


16,666 15,964 








10,653 12,319 
601 748 








11,254 13,067 


2,406 2,700 
331 624 

9,026 9,320 

3,854 4,854 
124 * 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Dutch Guiana 


Renunciation of Madrid Arrangement 


The Dutch government has withdrawn the adherence of Dutch 
Guiana (Surinam) to the Madrid Arrangement for the Inter- 
national Registration of Trademarks. The renunciation will 
become effective on April 21, 1959. 


France 
Evolution of Mark into Generic Term 
The Cour de Cassatiom, in a decision dated February 6, 1957, 
has held that the fact that a registered trademark subsequently 
becomes so well-known that it acquires a generic character in the 
estimation of the public does not deprive the trademark owner of 
his rights under his registration. 


Verbal Infringement 


Defendant sold bottles of perfume bearing labels showing only 
a letter or numeral. However, he assured his customers that the 
coutents of the various bottles were equivalent to such famous 
perfumes as ARPEGE, MA GRIFFE, and others. 

The Court of Paris upheld the defendant’s acquittal by the 
lower court in an action for trademark infringement on the ground 
that, while defendant’s course of conduct might have constituted 
unfair competition, it was not infringement within the meaning 
of the trademark law. An essential ingredient of infringement, 
said the Court, was the physical use of the mark on the product. 


Germany (Federal Republic) 
Applicant’s Liability for Damages 


Defendants applied for registration of the trademark cavepor. 
They maintained the application in the face of a request for with- 
drawal by plaintiffs, owners of a prior registration on CaA-D’oRo. 
Plaintiffs filed opposition and were sustained. 

Plaintiffs then instituted action in court to recover their 
costs. The court, in granting their petition, held that: 


(1) failure of the Patent Office to assess costs in an opposi- 
tion does not disentitle the successful party to costs, since 
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the Patent Office’s power to assess costs is merely dis- 
cretionary ; 


(2) the mere filing of an application for a trademark similar 
to a prior registered mark violates the registrant’s rights 
and makes the applicant liable for damages if he has acted 
willfully or negligently ; 

(3) failure to search prior to filing constitutes negligence for 


the purpose of subjecting the applicant to liability for 
damages. 


Decision dated July 23, 1958 of the State Court at Hamburg. 


Similarity of Goods 


Plaintiffs, as possessors of the extremely well-known trade- 
mark of an anchor device in respect of rugs and blankets, sought 
to enjoin defendants’ use of a similar anchor device in respect 
of upholstered furniture. They argued that, since the goods were 
“related,” were sold side by side in the same stores and had to 
match each other in the interest of tasteful home decoration, con- 
sumers would be led to believe that their goods and the goods of 
the defendants originated from the same source. The Supreme 
Court admitted these claims, but held that the goods were not 
similar within the meaning of the trademark law, in view of the 
finding by the lower courts that rugs and blankets on the one hand 
and upholstered furniture on the other were not, in fact, produced 
by the same manufacturers. 

Plaintiffs further argued that, even if the goods were not 
similar, they were entitled to the injunction as a protection against 
the dilution of their extremely well-known mark. The Supreme 
Court ruled against the plaintiffs on this point also, holding that 
their claim to protection against dilution was negated by the fact 
that, while theirs was the only anchor device well-known as a 
trademark for their particular goods, this device was widely used 
as a trademark on various other kinds of goods. 

Decision of the German Supreme Court of February 14, 1958, 
reported at 1958 GRUR 393. 


What Constitutes a Trademark 


An application was filed, in respect of “cords used for making 
fishing nets,” for a picture mark consisting of the representation 
of a segment of cord consisting of several strands woven together, 
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one of these strands being green and thus resulting in a regular 
green pattern on the surface of the cord. 

The rejection of the application was upheld by the Appeal 
Senate of the German Patent Office on the grounds that (1) the 
alleged mark was not a trademark within the meaning of the law, 
because, being an integral part of the goods, it could not be “ap- 
plied to” the goods; (2) the mark was not distinctive. 

This decision has been severely criticized in Germany in view 
of the fact that the Patent Office has previously accepted for 
registration such trademarks as colored cable threads, stripes in 
glass tubing and colored designs on hose pipe, and on the basis 
that the mark applied for is distinctive in respect of the goods 
applied for, since such marking is not customary for these goods. 
Decision dated November 22, 1957 of Appeal Senate 2b of the 
German Patent Office, as reported in 1958 GRUR 293. 


Great Britain 


Trademark Infringement and Passing-Off 


The facts underlying the long and bitter controversy over the 
ownership of the British company, Adrema Ltd., and the trade- 
mark apREMaA are set forth in our previous report at 47 TMR 31. 
The German company, Adrema Werke GmbH, having lost the 
trademark in Great Britain and ownership of the British company 
is now being sued by the British company for trademark infringe- 
ment and passing-off. 

The German company had obtained a list of the British com- 
pany’s customers from a former employee of the British company. 
To each of the firms on this list the German company sent a circular 
describing its office machines and supplies which were described as 
“Manufactured by Adrema Werke GmbH of Berlin.” These cir- 
culars made it clear that the German company would not be using 
the trademark aprema and there was a postscript reading “we are 
not connected with any other concern marketing addressing ma- 
chines and supplies in the United Kingdom.” The German com- 
pany offered to submit to an injunction restraining them from 
the use of the trademark apremMa provided they would be allowed 
to use their own name, Adrema Werke GmbH of Berlin. The 
British company would not accept this offer and Danckwerts, J., 
granted the injunction requested by the British company restrain- 
ing the German company from using the word apREeMa as a trade- 
mark or as part of their trading name. The Judge also ordered the 
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German company to return the list of the British company’s 
customers. 

With respect to the cause of action for trademark infringe- 
ment, the German company contended that it could not be liable 
to such a cause of action because of bona fide use of its own name 
and in support of this contention referred to, among others, the 
case of Baume & Mercier, reported herein at 48 TMR 814. How- 
ever, the Judge held that the infringement claim should succeed 
because the use of the name by the German company was not 
bona fide. 

(1958) R.P.C. 323. 


Peru 
Geographical Trademarks 


The following Decree has been issued by the President of 
Peru: 


“Considering: 


That the experience has shown the convenience of attenu- 
ating the indiscriminate prohibition against registering geo- 
graphical names, as provided for in Article 3 of the Supreme 
Decree dated July 9, 1909: 

That in accordance with the administrative doctrine and 
jurisprudence, the prohibition of registering geographical 
names should be limited to the cases in which, considering 
the circumstances, such names may indicate the origin of the 
products differentiated by such names, or may cause public 
confusion or deception ; 

That it is suitable to establish precise rules on the matter 
in order to avoid uncertainty ; 


DECREEs: 


The prohibition against registering names or geograph- 
ical denominations by themselves, as contained in Article 3 
of the Supreme Decree dated July 9, 1909, is limited to the 
cases in which such names would indicate origin of the corre- 
sponding products or when they may suggest to the public 
the idea of such origin, either genuine or false origin. There- 
fore, geographical names can be registered when, considering 
the articles to which the trademark is to be applied, such 
names would constitute only fanciful denominations. 

Given at the Government House, Lima, on August 16, 
1958.” 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 


Connors, Francis P. 
Trade Marks—Lanham Act—Liability of Retail Seller for Good Faith Sales of 
Goods with Infringing Trade Mark. (Villanova Law Review, Vol. 3, No. 3, April, 
1958, pp. 372-380.) 

Handley, K. R. 
The Commonwealth of Australia Trade Marks Act of 1955. (The Sydney Law Re- 
view, Vol. 2, No. 3, March, 1958, pp. 509-531.) 








How to Integrate Design Research with Advertising. (Printers’ Ink, September 5, 1958, 
pp. 68-70.) 

Howard, Robert. 
Some Recent Developments in the Law of Trade-Mark Infringement and 
Competition. (Texas Bar Journal, Vol. 21, No. 6, June 22, 1958, pp. 
432-435.) 


Klitzke, Ramon A. 
The Proposal to Withdraw from the International Convention for the Protection of 
Industrial Property. (Journal of the Patent Office Society, Vol. 40, No. 8, August, 
1958, pp. 553-580.) 
Deals mainly with patent problems. 

Mendes, Louis. 
Technical Exchange and License Agreements. (Law Institute Journal, Vol. 32, No. 
4, April 1, 1958, pp. 105-110; Vol. 32, No. 5, May 1, 1958, pp. 129-131.) 
A new trend in international trade which is an increasingly important aspect of 
overseas direct investment in Australia is discussed by the author. 
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National Brands Show that Strong Aid to Dealers Can Subdue Private Labels. ( Printers’ 
Ink, October 3, 1958, pp. 82-83.) 
Private label products have higher profits than national brands; they gain consumer 
loyalty for retailers. 


Smith, Joseph M. 
Federal Jurisdiction—Injunction to Protect Trade Name—Determination of Amount 
in Controversy. (Villanova Law Review, Vol. 3, No. 3, April, 1958, pp. 344-354.) 
Unfair Competition and Common Law Trade-Marks: State or Federal Jurisdiction? (De 
Paul Law Review, Vol. 7, No. 2, Spring-Summer, 1958, pp. 227-242.) 
Worthington Corporation. 
Worthington Corporation Adopts New Marketing Philosophy, Builds Capacity for 
Growth. (Printers’ Ink, October 3, 1958, pp. 41-42, 44; October 10, 1958, pp. 45-46.) 


LEGAL NOTES 


Sears, Roebuck & Co. v. All States Life Insurance Co. 
Trade-Marks & Trade-Names—Lanham Act—Noncompetitor Infringement and Un- 
fair Competition. (Villanova Law Review, Vol. 3, No. 3, April, 1958, pp. 424-427.) 





United States v. Guerlain, Inc. 
Importation Control Under Tariff Act Section 526: Trademark Privileges and Anti- 
trust Policy. (The Yale Law Journal, Vol. 67, No. 6, May, 1958, pp. 1110-1130.) 








* Copies of these articles and legal notes are available for reference in the Association’s 
library. 
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KELITE CORPORATION v. KHEM CHEMICALS, INC. et al. 
No. 55 C 2273 —D. C.,N. D. Ill., E. Div. — January 10, 1958 


REMEDIES—UNFAIR COMPETITION—BASIs OF RELIEF—TRADE SECRETS 
Written contracts in which employees agreed, in consideration of employment, 
not to disclose or use any information or data of the employer to the employer’s 
detriment, are not in restraint of trade or lacking in mutuality. Moreover, apart 
from such contracts, the employees were bound, as a matter of law, to maintain 
the secrecy and confidence of their employer regarding its trade secrets which they 
learned in the course of the fiduciary relationship between employer and employees. 
Where defendants, past employees of plaintiff, wrongfully disclosed and used 
its trade secrets, i.e. secret formula and customer lists, in violation of an express 
contract and of the fiduciary duty imposed by law, plaintiff was entitled to a 
permanent injunction against such conduct. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—ACCOUNTING 
Despite lack of evidence that plaintiff’s loss was due to defendant’s wrongful 
use of its trade secrets, an accounting was granted to determine the cause and extent 
of such loss. 


Action by Kelite Corporation v. Khem Chemicals, Inc., Steven Karas, 
Edward F. Karas, Terrell W. Fondren, Harian 8. Walkup, Ralph M. 
Johnson, Jr., and Lawrence S. Dwyer for patent infringement and mis- 
appropriation of trade secrets. Defendants object to master’s report. 
Objections overruled. 


Carlson, Pitzner, Hubbard & Wolfe, C. Frederick Leydig, Jr., and John 
L. Parker, of Chicago, Illinois, for plaintiff. 

Johnson, Colmar, O’Meara & Brow and James J. O’Meara, of Chicago, 
Illinois, for defendants. 


Knocu, District Judge. 

This matter came on to be heard on objections of defendants to the 
report of the Special Master filed herein on the 18th day of September, 1957. 

The Court has had the benefit of argument of counsel on briefs, 
has studied the entire record and the authorities to which counsel refer, 
and is fully advised in the premises. 

It is the considered conclusion of the Court that objections to the 
Special Master’s findings of fact numbered 33, 36, 37, 38, 39, 41, 42, 43 
and 45; and to conclusions of law numbered 2, 3, 4, 6, 7, 8, 10, 14, and 15; 
are without merit and they are hereby overruled. In support of their 
objection (numbered 10) to the report in its entirety, defendants cite two 
clerical errors in the report. These are obvious and unlikely to mislead 
any careful reader. As the Court finds these mere harmless error, objec- 
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tion numbered 10 is hereby overruled, in so far as it calls for striking the 
entire report, and is hereby sustained, in so far as it corrects clerical error. 
This report is in all other respects confirmed. 
The following are the Findings of Fact and Conclusions of Law made 
by the Special Master and confirmed by this Court: 


FINDINGS OF Fact 


From all of the pleadings, the weighing of the testimony of the wit- 
nesses who appeared, the evidence, arguments and briefs of the parties, the 
Special Master makes the following Findings of Fact: 


I. JURISDICTION 


1. Plaintiff Kelite Corporation (hereinafter called Kelite of Cali- 
fornia), is a California Corporation, and has been engaged since 1937 in 
the business of manufacturing and selling proprietary chemical composi- 
tions useful in industrial cleaning and metals finishing application. 


2. The defendant Khem Chemicals, Ine. is an Illinois corporation 
organized and existing under and by virtue of the laws of the State of 
Illinois with principal offices in the City of Chicago, Illinois. 


3. The defendants Steven Karas, Edward F. Karas, Terrell W. 
Fondren, Harlan S. Walkup, Ralph M. Johnson, Jr. and Lawrence S. 
Dwyer are residents of the State of Illinois and all except Harlan S. 
Walkup reside in Cook County of said state. 


4. There is a diversity of citizenship between the plaintiff and the 
defendants and the matter in controversy is in excess of Three Thousand 
Dollars. 


5. This court has jurisdiction of the subject matter and the defen- 
dants Steven Karas, Edward F. Karas, Terrell W. Fondren, Harlan 8. 
Walkup, Ralph M. Johnson, Jr. and Lawrence 8. Dwyer, and the plaintiff 
has submitted to the jurisdiction of this court. 


6. Arthur R. Jackson, named as a defendant herein, has not been 
served with process and therefore this court does not have jurisdiction over 
the person of Arthur R. Jackson. 


II. THe PARTIES 


7. The defendant Khem Chemicals, Inc. was incorporated on the 
10th day of May 1954 at the instance of the defendants Steven Karas, 
Edward F. Karas and one William W. Hook and for the purpose as stated 
in the Articles of Incorporation of said corporation as follows: 


“The development, manufacture and sale of proprietary industrial 
chemicals for the purpose of water treatment, cleaning, rust and 





—— 
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corrosion prevention, and any aspects or operations relative to these 


fields.” 


8. The defendants Steven Karas, Terrell W. Fondren, Harlan 8. 
Walkup, Ralph M. Johnson, Jr. and Lawrence 8. Dwyer are former em- 
ployees of the plaintiff’s predecessor and are now employees of the 
defendants Khem Chemicals, Inc., which corporation has since September 
of 1954 been engaged in the manufacture and sale of industrial chemical 
products for sale to the Industrial Cleaner and Metal Finishing industry 
and in view thereof the defendants are engaged in competition with the 
plaintiff. 


III. Trape SECRETS AND CUSTOMER LISTS 


9. In 1938 Kelite of California entered into an agreement with the 
L. J. White Company of Chicago (hereinafter called White) under which 
the Chicago company was to acquire the right to use the formulae of 
Kelite of California’s chemical compositions and to sell product made there- 
from under the Kelite name in the mid-western portion of the United 
States. 


10. Under the terms of that agreement and the later revisions thereof 
made in 1942 and 1945, the Kelite of California formulae and manufactur- 
ing instructions were made available to White in return for payment of a 
fixed royalty payable to the Kelite Company based upon the Kelite products 
sold by it. 


11. The terms of the original agreement and each of the revisions 
provided that the formulae and the manufacturing instructions were to 
be handled by White in strict confidence and that the formulae were to 
be maintained in code. 


12. The sole consideration for the payment of royalties by White to 
Kelite of California was the right to use the formulae and to market 
products bearing the Kelite name. At the time the first agreement was 
entered into in 1939, Kelite had been in existence approximately only two 
years making somewhat questionable the value of the Kelite name in the 
mid-west, some two thousand miles from the place the name was originated 
such a short time previously. 


13. In 1942 by agreement White changed its name to Kelite Products, 
Ine. (hereinafter called Kelite of Chicago). 


14. Louie E. Sorensen who was the founder of Kelite of California 
has been its president throughout its history. 


15. William G. Nuelsen was president of the L. J. White Company 
and later president of Kelite of Illinois when the name was changed. He 
was president of Kelite of Illinois until May of 1955 when his company 
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merged with Kelite of California. He is presently a director of Kelite of 
California. 


16. Under the terms of the agreement existing between them, Kelite 
of Illinois paid to Kelite of California during the period of 1939 to 1955 
a total royalty for the use of the formulae and Kelite name, an amount 
in excess of $608,000.00. 


17. The formulae of the Kelite chemical compositions were developed 
by it as a result of a substantial expenditure of time and money and are of 
proprietary value. Many millions of dollars have been paid by its cus- 
tomers for such products over the twenty years of its business. 


18. Each of the individual defendants in this action except Edward 
Karas who is the brother of Steven Karas, the president of the defendant 
corporation, Khem Chemicals Inc., were at one time employed by Kelite 
of Illinois. Edward Karas was never employed by Kelite of Illinois or 
Kelite of California. At the time each of the defendants who were former 
Kelite employees, left Kelite, he occupied the following position: 

Steven Karas, Plant Manager, 9/10/45-11/21/52; Terrell W. Fondren, 
Chief Field Chemist, 9/20/50-9/11/54; Harlan 8. Walkup, Sales Super- 
visor, 5/8/44-8/13/54; Lawrence S. Dwyer, Sales Supervisor, 1/6/50- 
10/15/54; Ralph M. Johnson, Sales Engineer, 11/26/51-3/24/55. 


19. The positions held by the individual defendants at Kelite placed 
them in fiduciary positions and positions of trust in which they were under 
an obligation to have maintained the secret, proprietary information of their 
employer in a confidential manner. 


20. Defendants Steven Karas and Fondren while employed at Kelite 
in the capacities of Plant Manager and Chief Field Chemist respectively, 
had full access to the formulae of Kelite’s chemical compositions and the 
manufacturing techniques applicable to their production. 


21. The formulae of the chemical compositions of Kelite of California 
were coded from the start of the business. When those formulae were 
furnished to the White company under the terms of the 1939 agreement 
and at all times thereafter, they were maintained in code at Kelite of 
Illinois. 


22. Both defendants Steven Karas and Fondren knew the formulae 
were coded and used the same in code at all times throughout their em- 
ployment at Kelite. 


23. The raw material in the plant which was used to prepare composi- 
tions therefrom was labeled in code rather than by chemical name. 


24. Correspondence concerning the formulae whether it was inter- 
plant, i.e., between Chicago and Los Angeles or intra-plant at Chicago, 
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at all times employed the coded designations for the components. In addi- 
tion the code was used in oral conversations rather than using the proper 
chemical name. 


25. Defendants Terrell W. Fondren and Steven Karas knew that 
Kelite considered some of its formulae highly secret. 


26. Defendant Steven Karas was instrumental in incorporating the 
defendant Khem Chemicals, Inc., in May of 1954 and has been the presi- 
dent of that company since that date. 


27. The defendants Steven Karas, Terrell W. Fondren, Harlan S. 
Walkup, Ralph M. Johnson and Lawrence S. Dwyer signed documents, 
similar in substance, identified as PX 57 to 61 inclusive. Although such 
documents were in three separate forms, all provided, inter alia “In con- 
sideration of your (Kelite’s) agreement to employ or continue to employ 
me (it being understood that such employment may be changed from time 
to time, or may be terminated at your will), I agree as follows: (1) That 
I will not directly or indirectly disclose or use to your detriment, either 
during or after the period of my employment, any information or data 
of yourself, whether or not obtained or developed by me.” Although there 
is no evidence that these written agreements were accepted in writing by 
Kelite, except in the case of defendant Steven Karas, all five of the signing 
defendants proceeded to work for Kelite. 


28. On August 13, 1954, defendant Steven Karas went to Minneapolis, 
Minnesota where defendant Walkup was employed as Kelite’s Sales Super- 
visor and asked him to leave Kelite to head up defendant Khem’s sales 
organization. Walkup agreed and gave notice that day to Kelite. 


29. Walkup resigned as Sales Supervisor from Kelite on August 13, 
1954 to sell chemical compositions for Khem and not for the purpose of 
selling the “gadget,” as he characterized it. 


30. Walkup knew about Khem when Karas approached him on August 
13, 1954, having early in the month of July agreed to become an investor 
in Khem. 


31. Defendant Fondren, while Chief Field Chemist of Kelite, also 
agreed in early July of 1954 to invest money in Khem. 


32. There is no evidence in the record that any experiments were 
conducted on the so-called “gadget” or that such a device was even partially 
constructed. The defendant Khem was incorporated by defendant Steven 
Karas and others for the purpose of selling chemical compositions of the 
type here in issue and pursuant to the purposes set out in its Articles of 
Incorporation and not to sell the “gadget.” 


33. The formulae of the twenty-two Khem products designated (b) 
to (w) in paragraph 40 of the Amended Complaint have been copied from 
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the twenty-two formulae of the respective Kelite products set out opposite 
those Khem products in said paragraph 40, or are close enough to said 
Kelite formulae in each instance to rebut the contention of coincidence or 
independent discovery by Khem. 


34. Each of the Kelite formulae in issue has been established to have 
been in existence in the formula books of plaintiff and available to defen- 
dants Fondren and Steven Karas during all or part of their term of 
employment at Kelite. 


35. The Kelite formulae in issue were disclosed to defendants Steven 
Karas and Fondren under conditions of trust and confidence while said 
defendants were employed by plaintiff. 


36. Information regarding the names of the Kelite customers, the 
specific knowledge of what their problems were and the Kelite products 
which had been sold to them were trade secrets of value to the plaintiff. 
Such information was well known to each of the former Kelite salesmen 
for the Kelite territory which they covered. This information was main- 
tained confidential by Kelite. 


37. Whether defendants Johnson, Dwyer and Walkup, on leaving 
Kelite took with them written lists of the Kelite customers along with other 
vital information concerning the products they bought is not clearly 
shown in the record. Each of those defendants admitted that he remem- 
bered much of such information. The evidence contains testimony that 
certain of these defendants went to former Kelite customers for the purpose 
of offering a Khem product of the same type as the Kelite-product which 
they had previously sold to that customer. 


38. Fondren’s experience, qualifications and the time at his disposal 
were insufficient to enable him to experiment, do chemical research and 
develop the 22 formulae within the period of eleven months at Khem in 
which he claimed he had done so. The evidence shows that Fondren was 
employed by Kelite as a field chemist to explain and instruct salesmen, 
and to solve problems of customers. While at Khem he was obliged to 
keep the books and records of Khem and spend much time outside Khem’s 
office. Furthermore, the laboratory equipment and fagilities at Khem during 
these eleven months were wholly inadequate to permit the research and 
tests necessary to produce the formulae at issue. 


39. The finding of fact is hereby made that neither Terrell W. 
Fondren nor any other defendant nor any representative of Khem, devel- 
oped and produced the 22 formulae at issue. It is likewise a finding that 
all such 22 formulae and Kelite’s customer lists were trade secrets of 
Kelite in fact as well as in law and were so guarded and kept by Kelite, 
and that the use of these formulae and the sale of the products composed 
from them were in violation of the written agreements described in 
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paragraph 27 above and contrary to the fiduciary obligation and duty of 
the several defendants as trusted employees of Kelite. 


40. Kelite’s formulae for its products MD-1 and M-2 took a total of 
more than two years of research and development by one full time, highly 
competent chemist. 


41. The written employment contracts signed by each of the defen- 
dants who were former Kelite employees are not in restraint of trade or 
lacking in mutuality. They applied to such trade secrets or information 
as each signing employee of Kelite obtained while acting as such employee. 


42. The business of defendant Khem is based in large measure upon 
the sale of products made from Kelite’s secret formulae. 


43. The identity of Kelite’s customers and the knowledge of chemical 
compositions they purchased are trade secrets. 


IV. CONSPIRACY 


44. Much testimony and argument and a substantial portion of the 
briefs filed have been directed toward the allegations that there was a 
conspiracy by certain of the defendants to do the acts complained of by 
Kelite. After considering all of the evidence and the authorities cited by 
both sides, it does not appear that there was a concerted, pre-arranged 
unlawful plan to which the defendants directed their efforts against Kelite 
as alleged in the complaint and the finding is hereby made that Kelite 
has not proven the plan, existence and consummation of such a conspiracy 
by the defendants, as charged in the complaint herein, and that there- 
fore no such cojspiracy by the defendants, as alleged, has been proven by 
Kelite. 

V. THE PATENT 


45. The formulae of Khem product “803” which is the 23rd formula- 
tion at issue, has not remained the same throughout the period Khem has 
been in business. The evidence herein that “Khem 803,” as a chemical 
composition, is included within Claim 1 of United States Patent No. 
2,381,124, is clear and uncontroverted as to the authentic sample of said 
“Khem 803” offered in evidence. It is hereby found as a fact that Khem 
has infringed Claim 1 of United States Patent No. 2,381,124 by the manu- 
facture and sale of its product Khem 803. 


46. There is no evidence to justify any finding against Edward Karas 
and no service has been had on Arthur R. Jackson and it is respectfully 
recommended that both defendants be dismissed from this case. 


CONCLUSIONS OF LAW 


From consideration of the evidence, the printed briefs and the oral 
argument, the examination of the authorities cited and from independent 
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research made by the Special Master, the following conclusions of law are 
stated : 


1. This court has jurisdiction of the parties hereto and of the subject 
matter of this cause. 


2. The 22 Kelite formulae, listed in paragraph 40 of the Amended 
Complaint as (b) to (w) inclusive, were as a matter of law, unique and 
not known to the trade or public and were legal trade secrets and the 
property of Kelite at the time complained of by the plaintiff. 


3. The customer lists of Kelite were trade secrets at the time com- 
plained of by the plaintiff. 


4. The written agreements between Kelite and the five defendants who 
were found to have signed said contracts, were valid covenants by the five 
employees to hold in confidence and secrecy the information and knowledge 
of Kelite’s affairs, which they might learn while employed by Kelite. 


5. The same defendants were bound to maintain the secrecy and 
confidence of Kelite regarding its trade secrets as a matter of law arising 
out of the fiduciary relationship existing between said defendants and their 
employer Kelite, both during and after such employment. 


6. The 22 formulae at issue herein are, as a matter of both fact and 
law, the unique and novel property of Kelite. 


7. The defendants and each of them have been guilty of inequitable 
conduct in their wrongful appropriation of plaintiff’s confidential informa- 
tion and trade secrets. There has been no proof that the defendants have 
misappropriated any of Kelite’s technological procedures or secret methods 
of composition. 


8. Plaintiff is entitled to a permanent injunction against future acts 
of defendants based upon their said inequitable conduct. 


9. As an incident to the injunction the defendants should be divested 
of all copies of plaintiff’s secret chemical formulae now in their possession 
or control. 


10. Although there is no adequate or sufficient evidence in this record 
thus far to prove that the losses which Kelite claims to have suffered through 
the acts of the defendants resulted directly from such acts or that the 
reduction in Kelite’s business, as stated, could have occurred only from 
the defendants’ acts, there is, however, both legal and factual basis for 
ordering the accounting prayed for in the complaint, to determine whether 
such alleged damages were suffered as claimed, due to the acts of the 
defendants. Such accounting is legally due Kelite from the defendants 
to determine the issue of the amount of damages suffered by Kelite, if any, 
as the result of the wrongful conduct of the defendants or any of them. 
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11. The plaintiff has failed to prove its charges that the defendants 
or any of them have been guilty of conspiracy as charged in the Amended 


Complaint herein. 
12. Plaintiff is the owner of United States Letters Patent No. 2,381,124 
and is entitled to all right to recovery herein. 


13. United States Letters Patent No. 2,381,124 is valid. 


14. The defendants and each of them except Edward Karas and 
Arthur R. Jackson have infringed Claim 1 of United States Letters Patent 
No. 2,381,124 by their manufacture and sale of the Khem product “803.” 


15. Plaintiff is entitled to a permanent injunction against future 
infringement of United States Letters Patent No. 2,381,124 by each of the 
defendants, and to an accounting for damages occasioned by their past 


infringement. 





GAYLORD PRODUCTS, INCORPORATED v. 
GOLDING WAVE CLIP CO., INC. et al. 


No. 7673 —D. C., W. D. New York — February 7, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 


COURTS—PRELIMINARY INJUNCTION 
Plaintiff purchased debtor’s business who manufactured and sold hair wave 
clips, all-purpose clips, and rollers. Purchase included the good will, trademarks, 
trade names, equipment, and all other assets. Defendants whose bankrupt company 
was purchased by plaintiff formed new company, manufacturing and selling the 
same items in competition with plaintiff, using cards, labels, and boxes that are 
colorable imitations of plaintiff’s items for packaging the products, leading to 


confusion of purchasers. 
Plaintiff is entitled to temporary injunction from unfair competition and 


defendants are required to recall from sale all items whose use is enjoined. 


Action by Gaylord Products, Incorporated v. Golding Wave Clip Co., 
Inc., Mac, Kayn Brothers & Band, Inc., Irving Golding, and Stanley J. 
Rosenfeld for unfair competition. Plaintiff moves for temporary injunc- 
tion. Motion granted. 

Hodgson, Russ, Andrews, Woods & Goodyear (John E. Dickinson of coun- 
sel), of Buffalo, New York, for plaintiff. 
Moule, Miles & Cochrane (Raymond T. Miles of counsel), of Buffalo, New 

York, for defendants. 


MoreaN, District Judge. 
A Chapter XI proceeding was filed by Mervin Wave Clip Co., Inc., 


a wholly owned subsidiary and Smith Victory Corporation, the parent 
company, on May 14, 1956. At that time, a representation was made to 
the court that a debtor-in-possession proceeding was desirable to preserve 
a local industry and the jobs of some 200 employees. The debtor-in-posses- 
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sion proceeding was most unpleasant. The details are not pertinent here. 
Suffice to say, that a revised plan of arrangement was filed in July 1957, at 
which time the plaintiff herein and the debtor-in-possession made it plain 
to the court that the business was not to be continued, but the physical 
assets transferred to the plaintiff’s plant if and when a pending purchase 
from the debtor-in-possession was consummated. That purchase was not 
consummated. 

On August 5, 1957, the matter having been referred to the Referee in 
Bankruptcy, the Smith Victory Corporation and Mervin Wave Clip Co., 
Ine., were each adjudicated bankrupt. Thereafter, an appraisal was made 
and the duly appointed appraisers of Bankruptcy Court appraised the 
machinery and equipment, the inventory and the tools and dies (of no 
value in the event of liquidation) at $75,065.50, and the same items (tools 
and dies in a going business $25,000) at over $200,000 if the property was 
sold as a going business. This inventory did not include accounts receivable, 
orders on hand or good will. 

The auctioneer appointed in Bankruptcy Court noticed the sale of 
the entire operating business and all tangible and intangible assets of the 
Smith Victory Corporation and the Mervin Wave Clip Co., Inc., including 
machinery, tools and equipment, office furniture and equipment, all jigs, 
tools, dies and factors, good will, trade names, trademarks and patents, 
finished and unfinished inventories and 100% of the capital stock of the 
Mervin Wave Clip Co., Inc., subject to the confirmation of the Referee. 
Included in the detail was the item “approximately $30,000 unfilled 
customers’ orders.” 

The plaintiff in this case was the purchaser of everything at the bank- 
ruptcy sale except the accounts receivable. The defendant, Golding Wave 
Clip Co., Inc., is a corporation formed on or about August 13, 1957 and 
the defendant, Irving Golding, is its president and defendant, Stanley J. 
Rosenfeld, its vice-president. The defendant Mac, Kayn Brothers & Band, 
Ine., were the distributors for the bankrupt corporations and are the 
distributors for the defendant, Golding Wave Clip Co., Inc. The evidence 
is uncontradicted that Golding and Rosenfeld asked Irving Greene, execu- 
tive vice-president of plaintiff, during the pendency of the proceeding, 
if his company had any objection to their formation of a company to 
manufacture and sell similar items. They made similar inquiry of the 
Referee in Bankruptcy and this court. No one objected. Such approval, 
if it could be so termed, did not contemplate unfair competition. 

The item of $30,000 of unfilled customers’ orders was never verified, nor 
was any evidence adduced in this proceeding to show the detail of such 
orders. 

Plaintiff brings this action against all the defendants for breach of 
trust, wrongful interference with contract and other related interests, 
unfair competition and unfair trade, wrongful appropriation of property 
and unjust enrichment and conspiracy to commit such acts, alleging a 
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cause of action for compensatory and punitive damages. The plaintiff 
further demands a permanent mandatory injunction against each of the 
defendants directing that Golding Wave Clip Co., Inc., terminate its 
existence and cease doing further business and enjoining the other defen- 
dants from wrongfully interfering with the contracts and business rela- 
tionships of Mervin Wave Clip Co., Inc., and the plaintiff, and from 
representing that the defendants, or any of them, are successors to Mervin 
Wave Clip Co., Inc., and from copying, reproducing, using, infringing or 
imitating plaintiff’s cards and boxes, trademarks, trade names, designs and 
slogans; and engaging in unfair competition with the plaintiff. Alleging no 
legal relief possible from the claimed interference with its business, plain- 
tiff seeks a temporary restraining order because of alleged confusion in 
the trade. The MERVIN WAVE CLIP was a recognized article, as were the 
HOLLYWOOD HAIR ROLLERS. These are sold to beauticians in quantity; and 
are items, in each case, three on a card, sold to customers of large chain 
stores merchandising a variety of products. The evidence shows that the 
defendants Golding and Rosenfeld were planning a similar enterprise 
to that of Mervin Wave Clip Co., Ine., to commence after the adjudication. 
Each of these men testified and vehemently denied any planning in ad- 
vance, or any intentional or colorable imitation of the cards upon which the 
clips and rollers are displayed, or the boxes in which they are contained. 
It appears, however, that during the pendency of the debtor-in-possession 
proceedings, a shipment of aluminum was received at the debtor’s plant 
and purchased by Messrs. Golding and Rosenfeld and later fabricated by 
them. It also appears that while the quantity or detail is not clear, there 
were, as Rosenfeld testified, “unfilled orders lying around which had been 
abandoned.” The defendant, Mac, Kayn Brothers & Band, Inc., and the 
independent agents, who had formerly represented Mervin Wave Clip Co., 
Inec., in the last sixty days of the existence of that company, were unable 
to obtain delivery of completed orders. Defendants contend that because 
of the urgent demand for merchandise from the distributor and agents or 
factors, they decided to go into business. The individual defendants sim- 
ilarly deny any such thought until August 5, 1957. Despite this claim 
the dies, cards and boxes represent such a colorable imitation of the 
Mervin products, purchased by the plaintiff, insofar as the wave clips 
and hair rollers are concerned, as to constitute unfair competition. No 
evidence was presented as to trademarks or patents being in existence and 
the defendants contend that the original Mervin ecard to display the hair 
rollers was copied from a competitor long before the proceedings in this 
court. Because of questions of fact as to the alleged contract interference, 
no disposition of that will be made in this proceeding. As was said in 
Oakite Products v. Boritz, 161 Mise. 807 (26 TMR 654), citing Celotex Co. 
v. Chicago Panelstone Co., 49 F.2d 1051, 9 USPQ 358 (21 TMR 365), 
plaintiff does not appear to be entitled to a monopoly of certain terminology. 
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However, when corporate officers of a debtor-in-possession adopt and 
use marks, language and coloring on cards and boxes not sufficiently dis- 
similar to those of the plaintiff to prevent confusing similarity of such 
marks, cards and boxes as a whole, plaintiff is entitled to a temporary 
injunction. An ordinary person would be misled in the purchase of goods 
due to the similarity thereof, if they are not displayed side by side. See 
Martini & Rosst v. Consumers’-People’s Products Co., 57 F.2d 599, 10 
USPQ 156 (21 TMR 509). Without passing upon the individual defen- 
dants’ original intention, it is settled law that nobody has any right to 
represent his goods as the goods of somebody else. Dad’s Root Beer Co. v. 
Atkin, 90 F. Supp. 477, 85 USPQ 499 (40 TMR 562); Esso Standard Oil 
Co. v. Bazerman, 99 F. Supp. 983, 90 USPQ 52 (41 TMR 839). As was said 
in National Van Lines v. Dean, 237 F.2d 688, 111 USPQ 165 (47 TMR 198), 
while some loss of business has undoubtedly occurred to the plaintiff, it 
would be speculative. See Champion Spark Plug Co. v. Sanders, 331 U.S. 
125, 73 USPQ 133 (37 TMR 323). Reference was made to an abandonment 
of the trademark by the plaintiff’s vendor. There was no evidence whatever 
of any intention to abandon. National Lead Co. v. Wolfe, 223 F.2d 195, 
105 USPQ 462 (45 TMR 963). 

In this circuit, we are bound by the reasoning of Admiral Corp. v. 
Penco, Inc., 101 F. Supp. 677, 91 USPQ 316 (42 TMR 50), affirmed 203 
F.2d 517, 97 USPQ 24 (48 TMR 616). In accordance with the above 
opinion, therefore, we make the following: 


FINDINGS oF FAcT 


1. Plaintiff is a Delaware corporation, having a principal place of 
business in Chicago, Illinois. 


2. Defendant, Golding Wave Clip Co., Inc., and defendant, Mace, 
Kayn Brothers & Band, Inc., are each a New York corporation, the former 
having its office and principal place of business in the City of Buffalo, 
New York, and the latter in the City of New York, New York. 


3. Jurisdiction of this court is based upon diversity of citizenship. 


4. Prior to August 5, 1957, Mervin Wave Clip Co., Ine. (hereinafter 
“Mervin” ), having its principal office in Buffalo, New York, manufactured 
and sold hair wave clips, all-purpose clips and rollers. On August 5, 1957, 
Mervin was adjudicated bankrupt by the Referee in Bankruptcy in this 
eourt. By order of the court, the good will, orders on hand, trademarks, 
trade names, inventory, equipment and other assets of Mervin were sold 
at public auction on August 13, 1957. Plaintiff purchased the said assets 
at the sale. The court confirmed such purchase on September 25, 1957. 


5. Defendants, Irving Golding and Stanley J. Rosenfeld, were execu- 
tive vice-president and vice-president, respectively, of Mervin. Defendant. 
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Mac, Kayn Brothers & Band, Inc., was a sales agent and distributor for 
Mervin. The date on which each of the defendants terminated their rela- 
tionship with Mervin is in dispute, but is not relevant to the issuance of 
this preliminary injunction. 


6. Prior to the filing of the complaint herein, defendants Golding and 
Rosenfeld caused defendant Golding Wave Clip Co., Inc. (hereinafter 
“Golding Wave’), to be formed. Defendants Golding and Rosenfeld are 
president and vice-president, respectively, of Golding Wave. 


7. Golding Wave manufactured and sold hair wave clips, all-purpose 
clips and rollers in competition with the Mervin product manufactured 
and sold by plaintiff, and it continues to do so. Mac, Kayn Brothers & 
Band, Inc., has acted and continues to act as a sales agent and distributor 
for Golding Wave. Golding Wave has hired as sales agents throughout the 
country persons and organizations that are former sales agents of Mervin. 


8. Defendants sold and continued to sell goods to former customers of 
Mervin. Some goods are sold for resale to the public; other goods are sold 
to the beauty supply trade. 


9. Defendants have sold goods on cards and labels and in boxes and 
packages which are colorable imitations of plaintiff’s cards, boxes and 
packages. 


10. Defendants have used color schemes on their ecards and boxes 
which are colorable imitations of plaintiff’s color schemes. 


11. Defendants have designated their goods on price lists and boxes 
by style numbers, all of which are style numbers used by plaintiff to 
designate the corresponding items. 


12. Defendants have used the name Do-1T and po-ET to designate 
their all-purpose clip, which is a colorable imitation of DO-ALL, by which 
plaintiff has designated its all-purpose clip. 


13. Each of the aforesaid imitations and representations by defendants 
is likely to deceive and to confuse purchasers as to the source of defendants’ 
goods and is likely to continue to cause such confusion. 


14. Unless they are preliminarily enjoined from such imitations and 
representations, defendants could continue to sell their goods to customers 
who are likely to be deceived as to the source of such goods, and deprive 
plaintiff of such customers, and will destroy or substantially impair the 
good will, trademarks and trade names of plaintiff, all to plaintiff’s 
irreparable damage. 


CoNCLUSIONS OF LAW 


1. This court has jurisdiction of the parties and the subject matter 
of this action. 
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2. The aforesaid imitations and representations by defendants con- 
stitute unfair competition. 


3. The issuance of a preliminary injunction is necessary to prevent 
immediate and irreparable damage to the plaintiff for the reasons stated 
in Paragraph 14 of the Findings of Fact herein. 

Plaintiff is granted a preliminary injunction against all the defendants, 
their agents, employees and attorneys, and all persons in active consort or 
participation with them, immediately enjoining and restraining them pend- 
ing the determination of this action or until further order of this court. 


1. From using and from selling goods or in the cards and boxes of 
the color and design shown in Exhibits 1 through 7 annexed to this order. 


2. From using the slogans CREATION OF A MASTER HAIRDRESSER, THE 
HAIR DRESSERS CHOICE—THE WORLD OVER and THE HAIR DRESSERS CHOICE in 
connection with their business. 


3. From using the style numbers “200”, “300”, “400”, “500” and 
“325” in connection with hair wave clips manufactured or sold by them, 
as shown on Exhibit 8 annexed hereto. 


4. From using DO-IT or DO-ET in connection with all-purpose clips 
manufactured or sold by them. 


5. From using all other cards and packages or boxes which are 
colorable imitations, copies or reproductions of plaintiff’s cards, packages 
or boxes. This has no reference to size. 


6. Defendants, by the close of the next business day from the time 
of the service of a copy of this Order shall send prepaid telegrams to all 
persons and firms who appear in the records of the defendants as pur- 
chasers of their goods, who were formerly purchasers of Mervin Wave 
Clips and Hollywood Hair Rollers from Mervin Wave Clip Co., Ince., 
advising such purchasers to withdraw from sale or circulation and return 
to defendants all items whose use is enjoined herein. Defendants shall 
also advise all customers by wire: “To avoid confusion, be advised under- 
signed in no way connected with Mervin Wave Clip Co., Ine.” 


7. Defendants are enjoined from associating themselves with the 
Mervin name and from representing that the defendants or any defendant 
is a source of goods manufactured or formerly manufactured by Mervin. 

Provided, that plaintiff forthwith gives a bond in the sum of Twenty- 
five Thousand ($25,000.00) Dollars for the payment of such costs and 
damages as may be incurred or suffered by any party who shall be found 
to have wrongfully enjoined or restrained, and such bond shall be ap- 
proved by the court or by the Clerk of this Court. 

It is so ordered. 








| 
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NEW YORK LEAGUE OF LOCALITY MAYORS, INC. v. 
LOCALITY MAYORS OF NEW YORK STATE, INC. 


N. Y. Sup. Ct., Spec. Term, Queens Co. — April 9, 1958 


STATE STATUTES 
Section 964 of the New York State Penal Law provides a summary remedy 
to prevent misleading or deceiving the public as to the identity of a person, firm or 
corporation; it may be invoked only after a clear and convincing right to relief 
has been established and when there is conclusive evidence of intent to deceive. 
Thus, a mere similarity of names does not give a right to relief. 


Petition under section 964 of New York Penal Law by New York 
League of Locality Mayors, Inc. v. Locality Mayors of New York State, Inc. 
Petition dismissed. 

BRENNER, Justice. 

Petitioner moves, pursuant to Penal Law, section 964, to permanently 
enjoin the respondent from using the name LOCALITY MAYORS OF NEW YORK 
STATE, INC. or any simulation, derivation or approximation thereof in 
connection with its activities. 

Petitioner alleges that it is a membership corporation, having been 
organized in August, 1931, by a group of men of an unusually high-minded 
and philanthropic nature, banded together to assist unfortunates in their 
troubles; that these endeavors commenced in 1905 and as the group’s work 
grew in statute and dignity a certificate of incorporation was filed in 1931 
in the office of the Secretary of State, setting forth its objective to main- 
tain an organization for the performance of charitable, philanthropic and 
civic work and to affiliate and participate with other organizations and 
individuals with similar aims; that it has attracted to its ranks some of 
the City of New York’s most prominent men and it numbers many chari- 
ties as recipients of its gifts. 

It is further alleged that the certificate of the respondent corporation, 
which was approved on May 29, 1957, by a justice of this court, has for 
its purpose the holding of social functions for the social benefit of the 
members, their relatives and friends, the promotion and advancement of 
the interest of its members, morally, socially and intellectually, and the 
fostering of good fellowship and friendship among members; that although 
these are its stated objectives, it holds itself out as a charitable organiza- 
tion, as evidenced by an article in the New York World-Telegram on 
January 20, 1958, entitled “Local ‘Mayors’ Plan State-Wide Charities” in 
which it is set out that “The charitable group [respondent] plans to extend 
itself ‘from Buffalo to Montauk Point’ according to its temporary chair- 
man * * *.” Tt is then asserted that the respondent’s use of the name it 
adopted is simply to deceive the general public and for the expectation 
that an advantage would result to it by reason of the confusion of corpo- 
rate identities. 
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The respondent asserts that it was organized by a group of men who 
are members of the OLD TIME LOCALITY MAYORS ASSOCIATION, successor to 
OLD TIME LOCALITY MAYORS, INC., which was incorporated on May 6, 1940; 
that by reason of the failure of the OLD TIME LOCALITY MAYORS, INC., to file 
a “certificate of report of existence,” as required by section 57 of the 
Membership Law, on or before June 15, 1953, the corporation was deemed 
dissolved ; that thereafter the exact name was adopted by a corporation 
which filed a certificate of incorporation on January 27, 1956; that then 
the men who now comprise the membership of the respondent corporation 
decided to form the respondent corporation, and in view of the fact that 
numerous requests for affiliation had been received from individuals resid- 
ing in other parts of New York State, it was decided that the activities of 
the group should be extended and hence the corporate name LOCALITY 
MAYORS OF NEW YORK STATE, INC. was adopted, that respondent and the 
OLD TIME LOCALITY MAYORS never held themselves out to the public as being 
in any way connected or affiliated with the petitioner; that it is not a 
charitable corporation but that any charity with which respondent may 
be affiliated is the unpublicized and private charity on the part of its indi- 
vidual members. 


Section 964 of the Penal Law, under which this proceeding is brought, 
provides a summary remedy to prevent the misleading or deception of the 
public as to the identity of a person, firm or corporation. Snyder v. Kramer, 
168 N.Y.S.2d 79, 115 USPQ 199 (48 TMR 454). This newly enacted sum- 
mary proceeding, however, may be invoked only after a clear and convine- 
ing right thereto has been established, as indicated in Association of 
Contracting Plumbers of the City of New York v. Contracting Plumbers 
Association of Brooklyn and Queens, Inc., 302 N.Y. 495, 89 USPQ 629, 631 
(41 TMR 697), where the court stated (at p. 501) that the “wrong” to be 
righted “is in the use with intent” and concluded (at p. 502) that “the 
summary relief authorized should be invoked only when there is conclusive 
evidence of ‘intent’ ‘to deceive and mislead the public.’” It is thus clear 
that mere similarity of names does not in and of itself give rise to a right 
to summary relief under section 964 of the Penal Law. 


The basic allegation in the petition, that the respondent adopted its 
name with intent to deceive the general public, is sharply disputed. In 
addition to the respondent’s allegations referred to above, it is alleged by 
the respondent that it has “been overly careful to refute and deny any 
implications that there was any connection with the other group.” This 
issue does not lend itself to a summary disposition on conflicting affidavits. 
The importance of a disposition based on customary trial procedure is 
apparent, for non-elected neighborhood mayors appear to have acquired 
some status in the public eye, and by some uninformed persons might even 
mistakenly be regarded as clothed with authority competitive with that 
of duly elected mayors. Whether or not a profusion of locality mayors 
is good for the people, there is no positive factual proof of a violation of 
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section 964, nor can any inference be drawn that the adoption by the 
respondent of its name was calculated to deceive the public. Hence the 
grievance, the merits of which are not passed upon herein, calls for adjudi- 
cation in a plenary action. 

The petition is dismissed without prejudice to such other proceeding 
or action as may be appropriate. Submit order. 





MARSALLI'S BLUE RIBBON COFFEE CO. INC. et al. v. 
BLUE RIBBON PRODUCTS CO., INC. 


No. 17770 — Calif. D. Ct. App. Ist. D. —April 15, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Action by Marsalli’s Blue Ribbon Coffee Co. Inc. against Blue Ribbon Products 
Co. Inc. for declaratory judgment as to right to use trade name, and cross complaint 
by defendant. Evidence showed that Marsalli had operated a restaurant in San 
Francisco, and in this capacity purchased coffee from the defendant. Defendant 
has operated under its trade name for many years selling a high grade of coffee, 
with substantial sales and advertising along the west coast, and wide use of the 
name BLUE RIBBON on the goods and as a trade name. Plaintiff attempted to pur- 
chase an interest in defendant but was refused, and then organized the plaintiff 
company and entered into active competition selling coffee to restaurants and hotels 
throughout northern California. The trial court found that the words BLUE RIBBON 
had a secondary meaning in the coffee trade, indicating the product of defendant, 
and there was evidence of likelihood of confusion largely based on opinion evidence, 
but to which plaintiff did not object. The evidence shows that the selection of the 
words BLUE RIBBON by plaintiff was not coincidental but was based on an intention 
to trade on the reputation of defendant, and therefore the injunction granted by 
the trial court is affirmed. 

Use by plaintiff of the name MARSALLI as preface to the term BLUE RIBBON does 
not eliminate confusion. 


Action by Marsalli’s Blue Ribbon Coffee Co., Inc. v. Blue Ribbon 
Products Co., Inc. for declaratory judgment as to right to use trade name. 
Defendant filed cross-complaint against plaintiff and Charles Marsalli for 
unfair competition. Plaintiff and cross-defendant appeal from California 
Superior Court, San Francisco County from judgment for defendant. 
Affirmed. 


Robert E. Hatch and Leighton Hatch, of San Francisco, California, for 
appellants. 

Charles E. Townsend, Jr., and Raymond J. O’Connor (Townsend & 
Townsend and Stephen S. Townsend on the brief) of San Francisco, 
California, for respondent. 


Before Doouinea, Acting Presiding Justice, and Draper and Braziu, 
Justices. 


BRAZIL, Justice. 
The respondent is a corporation whose main business is coffee manu- 
facturing and the selling and distribution of high grade coffee to restau- 
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rants, hotels and institutions. Its principal office is in San Francisco, and 
it has branches in Oakland, Santa Rosa, Sacramento, San Jose, Chico and 
Reno, Nevada. Its general marketing area includes Washington, Oregon, 
Nevada and California, with the major portion of its business being centered 
in Northern California. Up until ten years ago, the company also engaged 
in retail selling on a house to house delivery plan, but now it has prac- 
tically no retail trade. Once in a while some one remembers the house to 
house sales and makes a purchase from a delivery truck. Its coffee prod- 
ucts, which make up 90% of its sales, have always been sold under the 
trade name of BLUE RIBBON COFFEE. 

The appellant Charles Marsalli has for many years operated a well 
known restaurant under his name, on Kearny Street in San Francisco. 
For more than five years before he incorporated Marsalli’s Blue Ribbon 
Coffee Co., Inc. in March 1956, he was a regular customer of respondent, 
buying coffee from that company under the name BLUE RIBBON COFFEE. 
Mr. Marsalli testified he had not done business with any other company 
in the area using or featuring the name BLUE RIBBON COFFEE, and that he 
did not know of anyone else who ever used that name in the sale of coffee. 

The corporate appellant was organized by Mr. Marsalli for the 
express purpose of selling coffee to restaurants, hotels and institutions in 
and about Northern California. The business office of this corporation 
was the same as that of Marsalli’s Restaurant. The officers are Mr. 
Marsalli, his attorney and the attorney’s secretary. No stock has yet been 
issued or sold, and the corporation has not actually engaged in selling or 
distributing coffee under the name of MARSALLI’s BLUE RIBBON or any other 
name. Before the formation of the corporation, Mr. Marsalli attempted 
to buy stock in respondent corporation, but was unable to make any such 
purchase or to acquire any interest in Blue Ribbon Products Company, Ine. 

The respondent sells coffee in one and five pound packages, either 
directly or through distributors in the general marketing area. It deals 
in top-grade coffee for which it commands the highest prices. For a great 
many years, it has featured the trade name in an extensive advertising 
campaign. Its average yearly sales of coffee for the last six years has been 
between one and a half million to two million pounds. The name BLUE 
RIBBON appears on all packages, on leased equipment such as urns and 
stoves, on its twenty-one delivery trucks, on calendars, on give away 
restaurant checks, and it is the name under which the company sponsors 
cocktail parties and the like for the trade. 

Shortly after the incorporation of the appellant company, it filed this 
action for declaratory relief by which it requested a declaration of its 
right to the use of the term BLUE RIBBON for its prospective sale of coffee. 
The respondent answered and cross-complained for an injunction to 
prevent Mr. Marsalli and Marsalli’s Blue Ribbon Coffee Co., Inc. from 
using the expression BLUE RIBBON in any manner dealing with the sale 
of coffee in its general marketing area. From a judgment in favor of 
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defendant and cross-complainant, the plaintiff and cross-defendants have 
appealed. The appellants were enjoined from transacting business under 
the name of MARSALLI’S BLUE RIBBON COFFEE CO., INC., from using BLUE 
RIBBON Or BLUE RIBBON COFFEE in any manner whatsoever in California, 
Oregon, Washington, Nevada or Arizona, and they are required to destroy 
all material such as labels, stencils, packages, etc., which incorporated the 
words BLUE RIBBON Or BLUE RIBBON COFFEE. The appellants do not complain 
of the wide scope of the injunction (e.g., the State of Arizona is not once 
mentioned in the evidence), but are insistent that they have a right to use 
the prohibited words in their prospective coffee sales, and that no injunc- 
tion at all is justified by the facts and the law of this case. 

Appellants assert that, as there is no conflict in the evidence, only a 
question of law is presented; that in such a situation the appellate court 
proceeds anew without being required to give any weight to the decision of 
the trial court. In support thereof, they cite Moore v. Wood, 26 Cal. 2d 
621. The situation is not the same for here there was evidence produced by 
both sides even though it produced practically no factual controversy. 
In the Moore ease, it is said: “The record includes no evidence offered or 
received for the purpose of showing the intention of the parties as to their 
agreement, therefore, the construction of the contract by the trial court 
presents a question of law which this court must determine.” Estate of 
Norris, 78 Cal. App. 2d 152, Estate of Platt, 21 Cal. 2d 343, and Moffatt v. 
Tight, 44 Cal. App. 2d 643, also cited by appellants in support of their 
contention, hold only that an appellate court is not bound by a construc- 
tion of a will, contract or document which is based solely on its terms with- 
out the aid of evidence. The appellants have evidently overlooked the fact 
that even with uncontradicted evidence there are inferences to be drawn, 
interpretations to be made and witnesses to be believed or disbelieved. 
An appeal of a case, where evidence is received in the trial court, would 
not become one solely of law just because the appellant refused to cross- 
examine a witness or call one of his own. 

The approach to the problems involved must therefore be according 
to the rule as stated in Berniker v. Berniker, 30 Cal. 2d 439, 444, that 
“an appellate court (1) will review the evidence in the light most favorable 
to the respondent; (2) will not weigh the evidence; (3) will indulge all 
intendments and reasonable inferences which favor sustaining the finding 
of the trier of fact; and (4) will not disturb the finding of the trier of fact 
if there is substantial evidence in the record in support thereof.” 

Appellants claim there is no distinction between this case and Apple- 
baum v. Senior, 316 P. 2d 410, 115 USPQ 243 (48 TMR 344) (decided by 
this court in October 1957), and that “Inasmuch as your opinion in Apple- 
baum, supra, notes there was no evidentiary conflict, your decision in that 
case should be applied—without reservation or distinction—to the present 
one, regardless of the injunction having been denied by the trial court in 
one instance and granted in the other.” The law of the two cases being 
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the same, the results should be alike unless the facts be different. And they 
are. All of appellants’ remaining contentions can be reviewed by a con- 
sideration of the differences in the two cases, as well they might by 
considering the similarities between this case and either Moffat v. Koftinow, 
104 Cal. App. 2d 560, or Del Monte Special Food Co. v. Calif. Packing 
Corp., 34 F. 2d 774, 3 USPQ 15 (19 TMR 443). 

In the Applebaum case, the plaintiff sought to enjoin the use of the 
words JUNIOR BOOT SHOP, which defendant Senior used in connection 
with his own name in the conduct of a retail children’s shoe store in 
Walnut Creek. The plaintiff operated two retail children’s shoe stores 
in San Francisco and one in San Anselmo under the name of JUNIOR BOOT 
sHoPp. He and one Mullany had earlier operated a store of children’s shoes 
in San Francisco under the name JUNIOR BOOT SHOP with a branch store 
using the same name in San Mateo County. Mr. Applebaum had bought 
all the stock in the operating corporation from Mullany and his wife 
under an agreement by which the Mullanys received the San Mateo store 
with the right to use the name JUNIOR BOOT SHOP in San Mateo County. 
Mr. Senior started his business in 1951 in Walnut Creek and called his 
store SENIOR’S JUNIOR BOOT SHOP at the suggestion of his former employer, 
Mr. Mullany, who thought the paradoxical title would be a catchy name 
for the store. The plaintiff knew all along that defendant was using this 
name, and he made no objection until several years later; in fact there 
were occasions when plaintiff and defendant exchanged shoes when one 
or the other did not have a particular shoe in stock. It is a reasonable 
inference from such conduct that even plaintiff did not believe that con- 
fusion of the public resulted, or that Mr. Senior was guilty of any unfair 
business practice. 

Here the court found that there was a secondary meaning in the coffee 
trade to the words BLUE RIBBON, while in the Applebaum case the court 
held that no such meaning in the words JUNIOR BOOT sHOP had _ been 
acquired in Contra Costa County. The cases are first distinguishable 
because of the trial court’s finding of fact. Mr. Marsalli and his corporation 
propose to sell their coffee in the same trading areas as that occupied by 
respondent. The area of appellants’ trade would necessarily be embraced 
within the general marketing area in which respondent’s products were 
well and favorably known under the trade name of BLUE RIBBON COFFEE. 
In the other case the court held that there was support in the record for 
the finding that the term JUNIOR BOOT sHOP had not acquired a secondary 
meaning in Contra Costa County in which place respondent’s activities 
were generaily confined. The cited case deals with two similar retail 
businesses (and a third one exists close by in San Mateo County) in 
different counties, each with limited trading areas. It is quite apparent 
also that there is essentially a difference between a wholesale or semi- 
wholesale business and a retail business, for in the latter the personality of 
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the operator of the store has far more significance than is found in the 
former which necessarily operates in a much larger territory. 

While not a deciding factor, the two cases are further distinguished 
in that there is more than mere coincidence to justify the name SENIOR’s 
JUNIOR BOOT SHOP. There appears no good reason for using the words BLUE 
RIBBON in a contemplated competing business operating in the very same 
area. The English language affords many other apt expressions for the 
use of appellants in their new enterprise. In the Applebaum case, the 
respondent was using his own name to make an interesting and appealing 
combination of words; he was not in direct competition with the appel- 
lant; and the court found that his conduct was not an unfair business 
practice and that it was not likely to cause confusion in the minds of the 
public dealing with these two business adversaries. 


“The question of unfair competition is one of fact for the trial 
court and depends in the last analysis on whether the public is likely 
to be deceived [citations] * * *. Since the court could properly con- 
clude that the name JUNIOR BOOT SHOP was not generally identified 
with plaintiffs’ business among the public of Contra Costa County its 
findings above summarized are supported by the evidence and the 
inferences properly to be drawn therefrom.” Applebaum v. Senior, 
115 USPQ at 244-245 (48 TMR 243). 


The same rule applied to this case results in a different conclusion by 
the trial court, because the findings of fact are not the same. In each case 
there is substantial evidence to support the finding of fact. 

Three witnesses, familiar with the situation, testified that the use of 
the words BLUE RIBBON in the sale and distribution of coffee by the appel- 
lants would lead to confusion in the trading area long serviced by the Blue 
Ribbon Products Co. The appellants did not object to the questions as 
calling for the conclusion of a witness, move to strike the answers nor 
cross-examine the witnesses on the subject of their expressed opinions. 
It is reasonable to assume that these omissions on appellants’ part were 
purposeful and not from oversight. The appellants, while claiming no 
confusion can arise from the use of a term like BLUE RIBBON, which any- 
body knows relates to something top-grade or to a prize winner, are them- 
selves apparently a bit confused. In their briefs they refer to the respon- 
dent as the Blue Ribbon Coffee Co., Inc., instead of Blue Ribbon Products 
Co., Ine. It is but another indication that BLUE RIBBON is the respondent’s 
trade name; that people dealing with coffee believe that BLUE RIBBON 
COFFEE is the respondent’s product without being much concerned with 
any other word that may appear in the company’s name. 

In Moffat v. Koftinow, supra, the court affirmed a judgment enjoining 
the defendant, who had for several years before operated as the Manteca 
Veal Co., from using the word Manteca in the sale of meat products, because 
the word had gotten a secondary meaning as a trade name. Like BLUE 
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RIBBON, the word MANTECA is not a fanciful expression unrelated to the 
quality of the product sold. While neither expression could qualify as a 
trademark (Bus. & Prof. Code, § 14242e), they can, if the facts warrant, 
be appropriated as a trade name if a secondary meaning has been acquired. 
The Moffat case in at least two particulars is less favorable to the prevail- 
ing party than the instant case. There the party enjoined was actually 
in business and had been using the word Manteca in its name, and, sec- 
ondly, Moffat & Co. was alleged to have been guilty of laches in that it 
waited such a long time after knowledge before it did anything about it. 

The fact that appellant intends always to preface the term BLUE 
RIBBON with his own name, Marsalli, does not require a finding that confu- 
sion and unfair competition is thereby eliminated. “It is obvious that the 
requirement that subject matter be added to the words in question to the 
effect that there was no connection between the two businesses would be 
ineffective. It would be fraught with the practical danger of abuse in the 
many and varied ways that the words are used in a business such as adver- 
tising, answering telephone calls and the like.” Kastern Columbia, Inc. v. 
Waldman, 30 Cal. 2d 268, 271, 74 USPQ 114, 115 (37 TMR 586). 

In this case we find the appellants, having bought coffee under the name 
of BLUE RIBBON from respondent for many years, trying unsuccessfully to 
buy into the respondent company, having never heard of anybody other 
than respondent using the term in the coffee business and who must cer- 
tainly have known of respondent’s reputation for high quality coffee, 
suddenly deciding to go into direct competition with the respondent and 
using the very two words that respondent had for more than forty years 
used to favorably identify its product. The choice of these two words must 
surely be attributable to something more than sheer coincidence. Under 
the circumstances it is difficult to find any justification for permitting 
appellants to use those words at all in their proposed business whether 
alone or in conjunction with other words. 

While injunction may in many cases be an extraordinary remedy, 
to be issued with great caution and only on a clear showing (Wilkins v. 
Oken, 157 A.C.A. 661, p. 664), the admonition is scarcely applicable here 
for the appellants have not as yet started business; the respondent asks 
for no damages—all it asks is for the court to prevent the use of just 
two words. This leaves appellants with a myriad choice of words, 
equally as effective as the two they want to use, except perhaps for the 
unjustified purpose of confusing the public, the coffee trade or the re- 
spondent’s customers. It is unlikely that appellants would be so insistent 
if respondent had over the years somehow created an impression in the 
coffee trade that BLUE RIBBON stood for poor rather than good quality. 

“This thought that a newcomer has an ‘infinity’ of other names to choose 
from without infringing upon a senior appropriation runs through the 
decisions.” Stork Restaurant v. Sahati, 166 F. 2d 348, 361, 76 USPQ 374, 
384 (38 TMR 431). 
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For an elaborate discussion of about every contention an appellant 
can make to upset an injunction preventing the use of a trade name, 
reference is made to the case last cited. 

Judgment affirmed. 


HMH PUBLISHING CO., INC. v. 
PLAYBOY RECORDS, INC. et al. 


No. 57 C 2059—D. C., N. D. Illinois, E. Div. — April 28, 1958 


REMEDIES—INFRINGEMENT—EVIDENCE 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 

Plaintiff publishes monthly magazine PLAYBOY for which it has trademark 
registration and also sells phonograph records under same mark. Defendants sell 
phonograph records under the name PLAYBOY RECORDS. 

If defendants used mark prior to plaintiff’s first use, then there is no infringe- 
ment. If plaintiff’s use was prior to that of defendants’, plaintiff is entitled to 
recover for infringement of its registered mark. Since complaint does not show 
which party used mark first on phonograph records therefore, question cannot be 
determined on motion to dismiss complaint. 

Under Act of 1946 fact that products are unrelated is not determinative with 
respect to existence of cause of action for trademark infringement. Similarity of 
goods is factor relevant to question of likelihood of confusion, but likelihood of 
confusion is now ultimate criterion. Complaint at bar contains sufficient allegations 
for trademark infringement on plaintiff’s magazine. 

REMEDIES—U NFAIR COMPETITION—DEFENSES 
STATE STATUTES—ILLINOIS 

Defendants’ contention that complaint does not state cause of action for unfair 
competition is based on lack of competition between magazine and the records. 
Plaintiff’s claim is based upon theory of unfair competition. Under Illinois law 
question is whether defendants’ conduct will cause confusion in the trade and the 
purchasing public. Palming off is no longer the test and competition is not requisite. 


Action by HMH Publishing Co., Inc. v. Playboy Records, Inc., John 
Carlo, and James Dawson for trademark infringement and unfair com- 
petition. Defendants move to strike complaint. Motion denied. 


William J. Friedman, Maurice Rosenfield, and Samuel W. Kipnis, of 
Chicago, Illinois, for plaintiff. 


Painter, Esserman & Lehmann, of Chicago, Illinois, for defendants. 


HorrMan, District Judge. 

This is an action for trademark infringement and unfair competition, 
brought by HMH Publishing Co., Inc., against three defendants—Playboy 
Records, Ine., John Carlo and James Dawson. An order of default was 
entered against James Dawson on January 28, 1958, and the remaining 
two defendants have now filed a motion to strike the complaint on the 
ground that it is legally insufficient. 

The complaint states that the plaintiff publishes a monthly magazine, 
with nation-wide distribution, sold under the name PLAyBoy, and that it 
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also sells phonograph records in intrastate and interstate commerce under 
the same designation. The complaint further asserts that the plaintiff 
obtained a certificate of registration for the trademark PLAYBOY on its 
magazine on December 28, 1954, as well as a like certificate for its records 
on October 1, 1957. 

The defendant Playboy Records, Inc., is said to have been organized 
by the defendant John Carlo, on or about August 8, 1956, to sell phono- 
graph records in interstate commerce under the name PLAYBOY RECORDS. 
Allegedly, the defendants’ purpose in using this designation was to repre- 
sent their product as sold or sponsored by the plaintiff. 

The plaintiff states that its magazine, PLAYBOY, has had large sales, 
and that both its magazine and records have been extensively advertised 
under the trademark PLAYBOY. As a result, the plaintiff asserts, the pur- 
chasing public associates with the plaintiff any magazine or record bearing 
the mark PLAYBOY and assumes that these products emanate from, are 
sold by, or are approved or sponsored by the plaintiff. The conduct of the 
defendants, it is said, will therefore cause confusion in the trade, leading 
the purchasing public to buy the defendants’ records under the mistaken 
belief that they are authorized, sold or manufactured by the plaintiff. 
Accordingly, the defendants’ conduct is said to constitute trademark in- 
fringement as well as unfair competition, causing extensive injury to the 
good will of the plaintiff. Both damages and injunctive relief are sought. 

The defendants’ motion to strike the complaint, which will be treated 
as a motion to dismiss under Rule 12(b) of the Federal Rules of Civil 
Procedure (see Boerstler v. American Medical Ass’n, 16 F.R.D. 487), 
challenges the sufficiency of the complaint to state a cause of action for 
either trademark infringement or unfair competition. In deciding this 
motion, several principles must be respected concerning the liberality 
with which pleadings are to be construed under the Federal Rules of Civil 
Procedure. Thus, the allegations of a complaint must be viewed in the light 
most favorable to the plaintiff, and all facts well pleaded must be accepted 
as true. Chicago & Northwestern Ry. Co. v. First Nat. Bank of Waukegan, 
200 F.2d 383. A complaint cannot be dismissed unless it appears to a 
certainty that the plaintiff would be entitled to no relief under any state 
of facts which could be proved in support of his claim. Carroll v. Morrison 
Hotel Corp., 149 F.2d 404; United States v. American Linen Supply Co., 
141 F. Supp. 105. 


TRADEMARK INFRINGEMENT 


The defendants’ first contention is that the complaint fails to state a 
cause of action for infringement of plaintiff's trademark on phonograph 
records. The defendants argue that even though they do not have a reg- 
istered mark, they were first to apply the designation PLAYBOY to records 
and therefore have not infringed the plaintiff’s later-acquired trademark. 
The plaintiff, on the other hand, contends that the complaint presents a 








1218 THE TRADEMARK REPORTER Vol. 48 T. M.R. 


question of fact with respect to whether plaintiff or defendants made 
first use of the mark on records, and that the complaint is sufficient on 
this point to withstand a motion to dismiss. 

The plaintiff’s position must be sustained. On the face of the com- 
plaint it appears that the plaintiff obtained a certificate of registration for 
the trademark PLAYBOY on its records on October 1, 1957. By statute it is 
provided that such registration is prima facie evidence of one’s exclusive 
right to a mark. 15 U.S.C. §1115(a). If the defendants in fact made use 
of the mark on their records prior to plaintiff’s first use thereof, then, as 
defendants contend, they have not infringed the plaintiff’s trademark. 
It is use or appropriation of a trademark, and not merely its adoption, 
which gives rise to an exclusive right to the mark. See United Drug Co. 
v. Theodore Rectanus Co., 248 U.S. 90, 97 (9 TMR 1); Columbia Mill Co. 
v. Alcorn, 150 U.S. 460, 463-464; Benrose Fabrics Corp. v. Rosenstein, 183 
F.2d 355, 86 USPQ 237. However, it does not appear on the face of the 
complaint which party first began to use PLAYBOY on phonograph records. 
And if the plaintiff’s use was prior to that of the defendants, the plaintiff 
can recover for infringement of its registered mark, even though the regis- 
tration was made subsequent to the time when both parties had started 
to use the designation. See New England Duplicating Co. v. Mendes, 190 
F.2d 415, 90 USPQ 151 (41 TMR 811). Accordingly, a question of fact 
is presented which cannot be determined on a motion to dismiss. The 
complaint charges that the defendants have infringed the plaintiff’s regis- 
tered trademark, and there is nothing on the face of the complaint to 
show that the mark is invalid. Consequently, the charge of infringement 
as to this mark states a claim upon which relief can be granted. 


The defendants’ next contention is that the complaint is legally insuffi- 
cient to charge infringement of the plaintiff’s trademark as used on the 
magazine, inasmuch as records and magazines are unrelated goods. The 
plaintiff has not argued this point, and it appears that the parties have 
given different constructions to the complaint in this respect. Paragraph 8 
of the complaint charges, in general terms, that: 


“The conduct of the defendants above alleged constitutes in- 
fringement of the plaintiff’s registered trademark Playboy and con- 
stitutes unfair competition with the plaintiff and an unfair and 
unlawful appropriation of the plaintiff’s good will, good name, fame 
and reputation.” 


It is not clear from this language whether the plaintiff is alleging 
infringement of its registered mark on PLAYBOY magazine, 0n PLAYBOY 
Records, or both. Assuming the construction of the defendants to be 
correct, however, I find that the complaint states a claim upon which 
relief can be granted for infringement of the plaintiff's magazine trade- 
mark, as well as its mark on records. The defendants’ contention that the 
complaint is insufficient in this respect because of the fact that magazines 
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and phonograph records are “unrelated” goods must be rejected; the fact 
that products are unrelated is not determinative with respect to the ex- 
istence of a cause of action for trademark infringement. The Trademark 
Act of 1905 restricted such causes to situations where a colorable imitation 
existed “in connection with the sale of merchandise of substantially the 


? 


same descriptive properties” as those set forth in the trademark registra- 
tion; however, the 1946 Act changed this test, providing for a cause of 
action where the colorable imitation “is likely to cause confusion or mis- 
take or to deceive purchasers as to the source of origin of such goods.” 
15 U.S.C. §1114(1)(a); Phileo Corporation v. F. & B. Mfg. Co., 170 
F.2d 958, 79 USPQ 376 (39 TMR 23). Similarity of goods is a factor 
relevant to the question of likelihood of confusion, but likelihood of confu- 
sion is now the ultimate criterion. Benrose Fabrics Corp. v. Rosenstein, 
183 F.2d 355, 86 USPQ 237 (40 TMR 664) ; Philco Corporation v. F. & B. 
Mfg. Co., 170 F.2d 958, 79 USPQ 376 (39 TMR 23). Under the 1946 
provision it has thus been held that a magazine publisher has a remedy 
against a manufacturer of slippers where the required element of likelihood 
of confusion is present. Esquire, Inc. v. Esquire Slipper Maunfacturing 
Co., 243 F.2d 540, 113 USPQ 237 (47 TMR 821). 

The complaint at bar contains sufficient allegations to state a cause 
of action for infringement of plaintiff’s trademark on its magazine. Para- 
graph 9 specifically states that the acts of the defendants 


“will lead to confusion in trade and will lead the purchasing public 
to buy records from the defendants or some of them in the mistaken 
belief that they are authorized, approved or sponsored by the plaintiff 
or are sold by the plaintiff or manufactured by the plaintiff.” 


UNFAIR COMPETITION 


The final contention of the defendants is that the complaint does not 
state a cause of action for unfair competition. This argument, like that 
concerning infringement of plaintiff’s mark on its magazine, rests upon the 
contention that the plaintiff’s magazine and the defendants’ records are 
unrelated goods. 

The plaintiff’s claim as based upon the theory of unfair competition 
is governed by the law of Illinois. Independent Nail & Packing Co. v. 
Stronghold Screw Products, Inc., 205 F.2d 921, 98 USPQ 172 (44 TMR 
46), certiorari denied, 346 U.S. 886, 99 USPQ 491. Prior to 1943 there 
was some doubt as to whether the law of unfair competition in Illinois was 
restricted to cases of “palming off” in which the goods of the parties were 
competitive, or whether the doctrine applied as well to unrelated classes of 
goods. In that year, however, the question was resolved in the case of Lady 
Esther, Ltd. v. Lady Esther Corset Shoppe, Inc., 317 Ill. App. 451. There 
it was held that a cosmetic company could enjoin use of its name by a corset 
shop, the court holding that competition was not necessary between the 
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goods of the parties. The court stated that the doctrine of unfair competi- 
tion affords relief to a plaintiff. 


“where the defendant’s conduct is likely to cause confusion of 
the traders so that the public believes or is likely to believe that the 
goods of the defendant are the goods of the plaintiff, or that the plaintiff 
is in some way connected with or is a sponsor of the defendant. In such 
situation relief will be granted although there is no competition. 
| Citing authorities. |”’ 317 Ill. App. at page 455. 


Decisions subsequent to the Lady Esther case have consistently held 
that in Illinois a cause of action for unfair competition is stated where 
confusion in the trade, as defined in the Lady Esther case, is alleged, the 
courts noting that “palming off” is no longer regarded as essential to the 
claim. See, e.g., Independent Nail & Packing Co. v. Stronghold Screw 
Products, Inc., 205 F.2d 921, 98 USPQ 172 (44 TMR 46), certiorari 
denied, 346 U.S. 886, 99 USPQ 491; Continental Casualty Co. v. Beardsley, 
151 F. Supp. 28, 113 USPQ 181 (47 TMR 511); Elastic Stop Nut Corp. 
of America v. Greer, 62 F. Supp. 363, 67 USPQ 257 (35 TMR 353); 
National Nut Co. of California v. Kelling Nut Co., 61 F. Supp. 76, 65 
USPQ 104. 

Moreover, by statute enacted in 1955, Illinois law now specifically 
provides that, 


“Every person, association, or union of workingmen adopting 
and using a mark, trade name, label or form of advertisement may 
proceed by suit, and all courts having jurisdiction thereof shall grant 
injunctions, to enjoin subsequent use by another of the same or any 
similar marks, trade name, label or form of advertisement if there exists 
a likelihood of injury to business reputation or of dilution of the 
distinctive quality of the mark, trade name, label or form of advertise- 
ment of the prior user, notwithstanding the absence of competition 
between the parties or of confusion as to source of goods or services; 
except that the provisions of this section shall not deprive any party 
of any vested lawful rights acquired prior to the effective date of this 
Act.” Ill. Ann. Stat. ¢. 140, § 22 (Supp. 1957). 


The broad language of this provision, together with the holdings of 
the Lady Esther case and decisions subsequent thereto, makes it clear that 
under Illinois law a cause of action for unfair competition may be brought 
even though the products involved in the suit are non-competitive and 
unrelated. 

Paragraph 9 of the complaint alleges that the defendants’ conduct 
will cause confusion in the trade, leading the purchasing public to think 
that the defendants’ records are connected in some way with the plaintiff. 
Accordingly, the complaint is legally sufficient when tested by the require- 
ments for an unfair competition action as outlined in the Lady Esther case. 

The motion of the defendants to strike the complaint, treated as a 
motion to dismiss for failure to state a claim upon which relief can be 
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granted, is denied. The defendants, Playboy Records, Inc., and John 
Carlo, are ordered to file their answer to the complaint on or before May 9, 
1958. 





SKIL CORPORATION v. BARNET 
Mass. Sup. Jud. Ct.— May 7, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
CourRTS—INJUNCTION 

Plaintiff, owner of registered mark SKIL SAW for electric hand tools and acces- 
sories seeks to enjoin defendant from using the name SKILL BUILT TOOL COMPANY 
and mark SKILL BUILT for thermometers and charcoal grills which are sold through- 
out Massachusetts in stores carrying plaintiff’s products. 

Plaintiff is awarded injunctive relief, since SKIL as applied to power tools, 
accessories and related hardware has acquired secondary meaning in Massachusetts 
for persons trading in or purchasing such items, and there is reasonable probability 
that defendant even in absence of actual competition may detract from the repu- 
tation created by plaintiff in connection with its trade name and mark. 

REMEDIES—U NFAIR COMPETITION—BASIS OF RELIEF—DILUTION 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 
Plaintiff’s marks SKIL and SKIL SAW have established secondary meaning in the 





field of tools, and is entitled to limited relief against defendant’s action which is 
likely to result in the dilution of the distinctive quality of plaintiff’s marks. 

But risk of damage to plaintiff is not sufficient to demand defendant to abandon 
trade name SKILL BUILT TOOL COMPANY but is required to use a prefix in connection 
with these words such as his own name or the name of the town where he conducts 
his business. 

COMMON LAW TRADEMARKS—DESCRIPTIVE TERMS 
CoMMON LAW TRADEMARKS—SECONDARY MEANING MARKS 
SKIL is misspelling of English word in common use. Being used in somewhat 





imaginative sense it is not merely descriptive as applied to electric power tools and 
can constitute valid trademark and is entitled to protection from infringement and 
unfair competition at least to the extent that it has acquired secondary meaning. 


Bill in equity by Skil Corporation v. James R. Barnet for unfair 
competition. Plaintiff appeals from decree of Superior Court, Suffolk 
County, Massachusetts dismissing bill. Reversed. 


Gerald May, of Boston, Massachusetts, for plaintiff. 
Robert S. Sanborn, George P. Dike, and Joseph O’Connell, of Boston, 
Massachusetts, for defendant. 


Before WILKINS, Chief Justice, and SPALDING, WILLIAMS, COUNIHAN, and 
CurTTER, Justices. 


CuTTeEr, Justice. 

This is a bill in equity to enjoin the defendant from using the trade- 
mark SKILL BUILT and the name SKILL BUILT TOOL COMPANY and for an 
assessment of damages and accounting. The trial judge made findings, 
stated below. From a final decree dismissing the bill, the plaintiff appeals. 

The plaintiff has branch offices in thirty-three States. Starting in 
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1924 it, or a predecessor corporation, sold portable electric saws under 
the trademark skiL saw and “for at least the past ten years” it has had 
“a complete line of portable electric hand tools and accessories,” all of 
which are sold under the trademark skit. The trademark SKIL SAW was 
registered in the Patent Office in 1925 and “the registration * * * is sub- 
sisting.” The mark skIL was registered in Massachusetts in 1947. See 
G. L. (Ter. Ed.) e¢. 110, § 8. 

The defendant engages in business in Wellesley as an individual under 
several names. He “registered the business style SKILL BUILT TOOL COMPANY” 
with the town clerk in 1953. In 1954 he began a radio advertising cam- 
paign for an indoor outdoor thermometer, selling for $3.98 at retail, on 
which he uses the trademark SKILL BUILT. In 1955 he applied this mark 
to a portable charcoal grill which sells at retail for $5.95. The defendant 
also sells hand saws which do not bear the trademark SKILL BUILT. The 
thermometer and broiler are sold throughout Massachusetts in many hard- 
ware stores carrying the plaintiff’s sk1L products. 

The judge’s principal conclusions were (a) that the “plaintiff and 
the defendant are not business competitors”; (b) that the thermometer 
and grill differ.from the plaintiff’s power tools; (c) that “if the word 
SkIL has obtained a secondary meaning * * * it has applied only to the 
plaintiff’s power tools”; (d) that no evidence was offered by the plaintiff 
of “injury to its business reputation or dilution of the distinctive quality 
of its trademark”; (e) that “the only testimony of confusion was that 
of three people * * * in Massachusetts” by events occurring after the bill 
was filed; (f) that, “except in two isolated instances,” SKILL BUILT “has not 
misled anybody, and * * * is not likely to mislead those * * * [among] 
whom the parties * * * look for business”; and (g) that the “defendant 
has not attempted to pass off his goods as the plaintiff’s or to deceive 
the public” into thinking “that they are * * * [dealing] with the plaintiff.” 


1. The judge filed his findings of fact and order for decree on Novem- 
ber 29, 1956. He resigned from the Superior Court on December 1, 1956. 
The plaintiff contends that it was thereby deprived of a report of material 
facts under G. L. e. 214, § 23, as appearing in St. 1947, ¢e. 365, § 2. The 
findings were obviously the facts relied upon by the judge in framing his 
order for a decree. See Fields v. Paraskis, 318 Mass. 726, 727-728. If the 
judge had adopted these findings as a report under § 23 (see Acacia 
Mutual Life Ins. Co. v. Feinberg, 318 Mass. 246, 247), the plaintiff at most 
could have requested the judge to amplify his findings. He would not 
have been bound to do so. Adams v. Adams, 308 Mass. 584, 587. Colby v. 
Callahan, 311 Mass. 727, 728. See Berman v. Coakley, 257 Mass. 159, 
161-162; Plumer v. Houghton & Dutton Co., 277 Mass. 209, 214-215. Com- 
pare Birnbaum v. Pamoukis, 301 Mass. 559, 561-562. 

Since the evidence is reported, we must decide the case according to 
our judgment as to the facts, giving due weight to the judge’s findings. 
Lowell Bar Association v. Loeb, 315 Mass. 176, 178. See Carroll v. Markey, 
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321 Mass. 87, 88. Little, if any, of the oral testimony seems conflicting and 
much evidence was documentary. We thus are more nearly than in many 
cases in as good a position as the trial judge to appraise the evidence. See 
Bratt v. Cox, 290 Mass. 553, 557-558; Berry v. Kyes, 304 Mass. 56, 57-58. 
See also First National Stores Inc. v. First National Liquor Co., 316 
Mass. 538, 540, 62 USPQ 215, 216; Mendelsohn v. Leather Manuf. Corp., 
326 Mass. 226, 236-237; Mellon National Bank & Trust Co. v. Commissioner 
of Corporations & Taxation, 327 Mass. 631, 632. In view of the scope of 
the available review, the plaintiff has not been prejudiced by the fact 
that the findings were not technically a report under § 23. 


2. There was no direct competition between the parties on like prod- 
ucts. On this account, the plaintiff might not have been entitled to injune- 
tive relief under the Massachusetts authorities prior to the enactment of 
St. 1947, c. 307 inserting a new § 7A in G. L. e. 110, despite suggestions in 
265 Tremont Street, Inc. v. Hamilburg, 321 Mass. 353, 356-358, 74 USPQ 
73, 75 (87 TMR 583), that the trend of decisions was then away from 
any requirement of direct competition as a basis for relief from unfair 
competition. See Silbert v. Kerstein, 318 Mass. 476, 479-482, 66 USPQ 168, 
170-171 (35 TMR 297) ; National Fruit Product Co., Inc. vy. Dwinell-Wright 
Co., 47 F.Supp. 499, 509, 55 USPQ 199, 210 (32 TMR 516) (D. Mass.), 
aff'd sub nom. Dwinell-Wright Co. v. National Fruit Product Co., Inc., 
140 F.2d 618, 60 USPQ 304 (34 TMR 128) (1st Cir.).* 

The plaintiff, however, seeks relief under § 7A, which reads: “Like- 
lihood of injury to business reputation or of dilution of the distinctive 
quality of a trade name or trademark shall be a ground for injunctive 
relief in cases of trademark infringement or unfair competition notwith- 
standing the absence of competition between the parties or of confusion 
as to the source of goods or services.” The legislative history of the section 
throws little light upon its purpose,? and thus far the Massachusetts courts 
have had little occasion to consider the section. See 265 Tremont Street, 
Inc. v. Hamilburg, 321 Mass. 353, 356-358, 74 USPQ 73, 75 (37 TMR 583) ; 
Healer v. Bloomberg Bros., Inc., 321 Mass. 476, 74 USPQ 142 (37 TMR 
775) ; Jays Inc. v. Jay-Originals Inc., 321 Mass. 737, 742, 76 USPQ 238, 
240; Mann v. Parkway Motor Sales, Inc., 324 Mass. 151, 157, 81 USPQ 264, 





1. See also older cases as to likelihood of confusion, such as First National Stores 
Inc. Vv. First National Liquor Co., 316 Mass. 538, 539, 541-542, 62 USPQ 215, 216-217; 
Thomas Kerfoot & Co., Ltd. v. Louis K. Liggett Co., 67 F.2d 214, 215, 21 USPQ 503, 
505 (23 TMR 455) (1st Cir.) ; Coca-Cola Co. v. Snow Crest Beverages, Inc., 64 F.Supp. 
980, 990, 68 USPQ 437, 446-447 (36 TMR 70) (D. Mass.). 

2. See 1947 House Doc. Nos. 656 and 1865, the latter of which would have pro- 
hibited the use “for the first time, as a business name, trademark, or label * * * [of] any 
unique symbol or coined or peculiar word or words,” used and recorded in Massachusetts 
by others, without the consent of the owner. 1947 Senate Bill No. 528 changed the 
language to the substantially broader form now found in §7A. See Food Fair Stores, 
Inc. v. Food Fair, Inc., 83 F.Supp. 445, 450, 79 USPQ 114, 118 (38 TMR 1085) (D. 
Mass.) ; Derenberg. The Problem of Trademark Dilution and the Antidilution Statutes, 
44 Cal. L. Rev. 439, 452-459; Note, 27 B. U. L. Rev. 489. 
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267 (39 TMR 474); New England Telephone & Telegraph Co. v. National 
Merchandising Corp., 335 Mass. 658, 666.° 

Section 7A has been considered more comprehensively by the Federal 
courts. In Food Fair Stores, Inc. v. Food Fair, Inc., 83 F.Supp. 445, 450- 
451, 79 USPQ 114, 118-119 (38 TMR 1085) (D. Mass.), it was held (1) 
that § 7A created a new ground of injunction and also substantive rights; 
(2) that “the statute was * * * designed to make the Massachusetts law 
go at least as far as the unfair competition rules laid down in federal 
courts before * * * Erie Railroad Co. v. Tompkins, 304 U.S. 64 * * * 
and as far as the Restatement of Torts”; (3) that the reference to “likeli- 
hood of injury to business reputation” in the statute authorized relief 
(notwithstanding the absence of direct competition) against a person 
borrowing a plaintiff’s trade name; even though the borrower “does not 
tarnish it, or divert any sales by its use’; “even though [the] defendant’s 
* * * |product] is of premier quality and even though only a few average 
customers would be confused”; and (4) that the statutory words “likelihood 
of dilution of the distinctive quality of a trade name” authorized the 
protection by injunction of “not merely a distinctive trade name such as 
a coined word but also the * * * characteristic quality inherent in any 
valid trade name after it has acquired a distinct secondary meaning.” The 
Court of Appeals (177 F.2d 177, 88 USPQ 14) affirmed the District Court’s 
decree prohibiting the defendant from using the name Food Fair in con- 
nection with its Brookline retail grocery store unless such words were 
prefaced by a descriptive word or words to distinguish it from connection 
with the plaintiff’s out-of-State stores. See Libby, McNeill & Libby v. 
Libby, 103 F.Supp. 968, 970, 93 USPQ 358, 359 (42 TMR 644) (D. Mass.). 

Esquire, Inc. v. Esquire Slipper Manuf. Co. Inc., 139 F.Supp. 228, 
109 USPQ 30 (46 TMR 577) (D. Mass.), involved the efforts of the 
magazine ESQUIRE to enjoin the use of that name in connection with the 
defendant’s corporate name and its men’s slipper business. The judge 
declined to enjoin under § 7A use of the word ESQUIRE in the defendant’s 
corporate name partly because of the defendant’s assurances that it would 
discontinue the use of the name on merchandise. The Court of Appeals 
(243 F.2d 540, 546, 113 USPQ 237, 241, 47 TMR 821) vacated the judg- 
ment of the District Court and ordered an injunction entered prohibiting 
the defendant from using the name ESQUIRE on products in violation of 
its assurances. It also construed § 7A as permitting, but not as requiring, 
injunctions grounded on dilution consistently with the “traditionally 
flexible equity practice of granting or withholding injunctive relief in the 
exercise of sound judicial discretion” (page 544, 113 USPQ at 240).* 


3. Mass. Adv. Sh. (1957) 507, 514. 

4. Other Federal cases discussing § 7A are: R. P. Hazzard Co. v. Enicrson’s Shoes, 
Inc., 89 F.Supp. 211, 217, 84 USPQ 336, 341 (40 TMR 228) (D. Mass.), and Sterling 
Brewers, Inc. v. Cold Spring Brewing Corp., 100 F.Supp. 412, 416, 909 USPQ 242, 245 
(41 TMR 990) (D. Mass.) ; Q-Tips, Inc. v. Johnson §& Johnson, 108 F.Supp. 845, 866- 
867, 95 USPQ 264, 280 (43 TMR 64) (D. N.J.), see S. C. on appeal 206 F.2d 144, 
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For present purposes, it is sufficient to state that § 7A goes at least 
as far as the Food Fair, Libby, and Esquire cases suggest, without deter- 
mining what are the limits of its applicability. Under § 7A, injunctive 
relief is permissible in the present case, if the plaintiff has proved (a) that 
SKIL as applied to power tools, accessories, and related hardware, although 
not a unique trade name, has come to have a secondary meaning in Massa- 
chusetts as referring to the plaintiff’s products, for persons trading in or 
purchasing such items; and (b) that there is reasonable probability that the 
defendant, even in the absence of actual competition with the plaintiff, by 
use of the name may detract from the reputation created by the plaintiff 
in connection with its trade name or mark.® In addition, on general 
equitable principles, any possibility that the defendant may confuse the 
public as to the source of the goods sold by him may be given consideration. 


3. Skil is obviously a misspelling of an English word in common use, 
and would not be a valid trademark, if the word “skill” in its application 
to the plaintiff’s product would not be. See Restatement: Torts, § 725. 
Compare greater protection given to wholly coined names, Nims, Unfair 
Competition & Trademarks (4th ed.) § 202. Skil, however, is applied in a 
somewhat imaginative sense to inanimate tool which, apart from their 
users or manufacturer, are not related to skills. It thus is more than 
merely descriptive (compare Randolph Refining Corp. v. Shapiro, 333 
Mass. 506, 509, 108 USPQ 349, 350 (46 TMR 455) and ean constitute a 
valid trademark, which is entitled to protection from infringement and 
from unfair competition, at least to the extent that it has acquired a 
secondary meaning. See Reading Stove Works, Orr, Painter & Co. v. 
S. M. Howes Co., 201 Mass. 437, 438 (SUNSHINE as applied to stoves) ; 
Jenney Manuf. Co. v. Leader Filling Stations Corp., 291 Mass. 394, 397- 
399, 26 USPQ 185, 186-187 (25 TMR 521) (arro as applied to gasoline) ; 
Grills v. Miller, 322 Mass. 21, 27-28, 76 USPQ 240, 243 (38 TMR 345) 
(SEALSKIN apparently assumed to be valid as applied to cosmetic cream) ; 
Restatement: Torts, § 715, comment c; Nims, Unfair Competition & Trade- 
marks (4th ed.) § 203. See also, Chafee, Unfair Competition, 53 Harv. L. 
Rev. 1289, 1293-1294, 1297. Compare Lusta-Foame Co. v. Wm. Filene’s 
Sons Co., 66 F.Supp. 517, 519, 70 USPQ 170, 172 (36 TMR 250) (D. Mass.). 


98 USPQ 86 (44 TMR 39) (3d Cir.), cert. den. sub nom. Johnson § Johnson v. Q-Tips, 
Inc., 346 U.S. 867, 99 USPQ 491; Dobeckmun Co. v. Boston Packaging Machinery Co., 
139 F.Supp. 321, 323, 107 USPQ 350, 352 (46 TMR 538) (D. Mass.). See Pep Boys- 
Manny, Moe, § Jack vy. Pilavin, 77 USPQ 265, 267 (38 TMR 681) (D. Mass.) ; Cole 
of California, Inc. v. Colette of California, Inc., 79 USPQ 267, 269 (39 TMR 42) (D. 
Mass.); Callmann, Unfair Competition & Trademarks (2d ed.) § 84.2. 

5. With respect to the so called “dilution” problem, see Deering, Trademarks on 
Non-competitive Products, 36 Ore. L. Rev. 1, 17; Derenberg, Tenth Year of Trademark 
Act of 1946, 47 Trademark Rep. 879, 951-954; Middleton, Some Reflections on Dilution, 
42 Trademark Rep. 175, 181-184; Middleton, Some Aspects of Trademark Dilution, 47 
Trademark Rep. 1023; Notes, 12 N.Y.U. Intra. L. Rev. 79, 84-92, 36 N.C.L. Rev. 105; 
Developments in the Law: Trademarks and Unfair Competition, 68 Harv. L. Rev. 814, 
843-856. 
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The judge did not make complete findings on the issue of secondary 
meaning. Accordingly, we find the facts set forth below, supplementing 
those, already summarized, found by the judge. 

The plaintiff has manufactured for at least fourteen years approxi- 
mately one hundred fifty different tools and about one thousand different 
accessories, including saws, blades, drills, sanders, grinders, trimmers, and 
polishers. These vary in price from less than one dollar for some accessories 
to over one hundred dollars for some more elaborate tools. 

The products are divided into (a) the builder’s line, sold generally 
through wholesalers who sell to retailers who in turn sell to carpenters, 
mechanics, and home users; and (b) the industrial line of heavy duty tools, 
sold to industrial supply houses. To each tool a metal name plate bearing 
the word ski and the plaintiff's corporate name has been attached since 
at least 1945. These words appear in all advertising material. The plain- 
tiff’s portable saws also bear the trademark SKILSAW. 

In the years 1946 to 1956, the plaintiff spent some $5,515,000 for 
advertising, including expenditures for space in magazines of both general 
(for example, Life, Saturday Evening Post, Popular Mechanics) and 
limited circulation and for catalogs, mailers, displays, mats supplied to 
retailers, booklets, and other printed advertising. Twenty-one Massachu- 
setts dealers in 1956 applied for advertising mats, apparently for use 
on their own account for retail advertising that they sold ski_ products, 
a matter of significance in showing that to them the name had value with 
respect to selling the plaintiff's products. In Massachusetts, besides a 
branch office, the plaintiff had sixty-one distributors handling its industrial 
line and eleven wholesalers selling its builder’s line to about eight hundred 
retail outlets, including hardware and appliances stores and garden centers. 
The plaintiff had gross sales in 1955 of about $17,000,000. New England 
sales amount to about $750,000 per year and Massachusetts sales to about 
$250,000. 

Established competitors of the plaintiff regard it as a leading and 
effective producer of tools and as one of the “names that have become a 
part of the hardware trade” like Stanley, Corbin, Yale, Black and Decker, 
and Millers Falls, whose products “qualitywise * * * are all in the top 
group.” They associate SKIL, in connection with items sold in hardware 
stores, with the plaintiff. The plaintiff has had some success in protecting 
its trademarks and name from use by others, particularly by voluntary 
action of alleged infringers with respect to competitive items. 

More adequate evidence of consumer and market attitude would have 
been helpful. See American Luggage Works, Inc. v. United States Trunk 
Co. Inc., 158 F.Supp. 50, 116 USPQ 188 (48 TMR 579) (D. Mass.). We 
conclude, however, that Skil as a trademark has acquired a secondary 
meaning in relation to power tools and accessories. This conclusion is 
consistent with the somewhat ambiguous finding of the trial judge and 
with the statement in the defendant’s answer that the plaintiff’s marks and 
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names “have acquired no secondary meaning except as applied to the 
portable electric power tools made by |the| plaintiff * * *.” (emphasis 
supplied). 

The defendant entered the hardware field in 1952. He has sold hand 
saws by mail and through door to door salesmen. Thermometers, grills, 
key identifiers, and anemometers he sells under the SKILL BUILT name, 
partly through hardware stores. The defendant in the first nine months 
of 1956 spent over $36,000 advertising grills and thermometers on the radio 
under the name SKILL BUILT. He also advertised by store counter cards, 
Catalogs, and mail flyers. 

There has been confusion, referred to in the judge’s findings, on occa- 
sions apparently not numerous, on the part of customers of the plaintiff 
and others as a result of the defendant’s activities. In addition there 
have been somewhat more numerous (about twenty-five in six months) 
telephone inquiries of the plaintiff about items mentioned in the defendant’s 
radio advertising. 


4. The fact that, in the limited field of tools and related products, 
the plaintiff's marks have an established secondary meaning is sufficient 
to lead us to grant carefully limited relief under § 7A against action of 
the defendant which is likely to dilute the distinctive quality of the plain- 
tiff’s marks in that field. In doing so we take into account, among others, 
the considerations listed below. See Restatement: Torts, § 731. (a) There 
is a substantial possibility that dilution of the distinctive quality of the 
plaintiff’s marks, in their special field, as well as some confusion, will 
result from the defendant’s actions even if there is now little actual 
confusion and damage. See Monroe Stationers & Printers, Inc. v. Munroe 
Stationers, Inc., 332 Mass. 278, 280-281, 105 USPQ 76, 78 (45 TMR 531) ; 
Restatement: Torts, § 730. This possibility is emphasized by the facts that 
the defendant’s items like the plaintiff’s are distributed partly through 
hardware stores; that in the defendant’s radio advertising the spelling 
differences between the plaintiff’s mark and the defendant’s trade name 
will not be apparent; and that the defendant uses the word “tool” in its 
trade name, although he sells no tools under that name. (b) The plaintiff 
used and registered its marks well before the defendant in 1953 made any 
use of the words SKILL BUILT. (c) Although skKIL as a mark is not as easy 
to protect as a more unique one, its secondary meaning can be protected to 
an appropriately limited extent. See Food Fair Stores, Inc. v. Food Fair, 
Inc., 177 F.2d 177, 185, 83 USPQ 14, 20 (39 TMR 894) (lst Cir.). 
(d) The risk of damage to the plaintiff's marks in their proper field is 
not sufficient to require the defendant to abandon the trade name SKILL 
BUILT TOOL COMPANY. These considerations, on balance, lead us to require 
that the defendants in selling and advertising tools and other products of 
a type ordinarily sold in hardware or tool stores, bearing the mark sKILL 
BUILT or described as made or distributed by the Skill Built Tool Company, 
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use as a prefix in connection with these words, and with equal emphasis, 
some other distinctive word such as his own name or the name of the 
town where his business is conducted, for example, “Barnet Skill Built 
Thermometer.” This limited relief will impose no unreasonable burden 
upon the defendant, who, unnecessarily (see Jays Inc. v. Jay-Originals 
Inc., 321 Mass. 737, 740-741, 76 USPQ 238, 240) even if unintentionally, 
moved into a position where he could do some “free riding” (see the 
Esquire cases, 1389 F.Supp. 228, 231, 109 USPQ 30, 33 (46 TMR 577), and 
243 F.2d 540, 545, 113 USPQ 237, 241 (47 TMR 821)) on the plaintiff's 
business reputation, to the damage of the plaintiff’s mark. 


5. This is not a case where the proof warrants an award of damages 
or an accounting of profits, if, indeed, the plaintiff still asks such relief. 

6. The final decree is reversed and a new final decree is to be entered 
consistent with this opinion. Neither party is to have costs of this appeal. 

So ordered. 





SOCIETE ANONYME DE LA GRANDE DISTILLERIE E. 
CUSENIER FILS AINE & CIE et al. v. 
JULIUS WILE SONS & CO., INC. 


No. 83-361 —D. C., S. D. New York — May 7, 1958 


CouRTS—FINDINGS 

Where defendant in a trademark infringement action denied the infringement 
and further asserted the invalidity of the plaintiff’s mark, the infringement issue 
was first disposed of in order to avoid deciding the possibly hypothetical issue of 
validity. 

REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

Under Section 32(1) of the Lanham Act, the touchstone of infringement is not 
similarity itself, but a similarity likely to cause confusion or mistake or to deceive 
purchasers. 

Likelihood of confusion is not susceptible to scientific determination, but is 
subjectively determined by the trial judge based on his visceral reactions. 

The trademarks in issue must be considered as entire units, since buyers do 
not stop to dissect marks and analyze component parts. In determining likelihood 
of confusion it is proper to consider similarity in appearance, sound, spelling, sug- 
gestion and manner of use, as well as the care likely to be exercised by prospective 
purchasers. However, where a part of the mark is of little or no trade significance, 
it is accorded less weight than the arbitrary portions of the mark. 

The marks FREEZOMINT and FRAPPEMINT, for creme de menthe, when considered 
in the light of the descriptiveness of the suffix “mint”, the essential dissimilarity 
of the remainder of the marks and the discriminating buying habits of purchasers 
of such products, are sufficiently different to avoid consumer confusion. 

REMEDIES—INFRINGEMENT—EVIDENCE 

Intent of defendant to capitalize on the reputation and good will of plaintiff 
would, if present, justify an inference of confusing similarity. 

Although evidence of actual confusion is not essential to a cause of action for 
infringement, lack of past confusion during six years of concurrent use is evidence 
that there is no likelihood of confusion. 
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Action by Societe Anonyme de la Grande Distillerie E. Cusenier Fils 
Aine & Cre and Browne Vintners Co., Inc. v. Julius Wile Sons & Co., Inc. 
for trademark infringement. Complaint dismissed. 


Mock & Blum (Alex Friedman, of counsel), of New York, N.Y., for 
plaintiffs. 

Levisohn, Niner & Cohen (Edwin Levisohn, of counsel), of New York, 
N.Y., for defendant. 


Irvine R. KavurMaNn, District Judge. 

The complaint in this action seeks injunctive relief and damages for 
trademark infringement and unfair competition. At the trial the cause 
of action based on unfair competition was withdrawn and the remaining 
issue relating to trademark infringement was tried on a stipulated set 
of facts. 

The plaintiff, Societe Anonyme De La Grande Distillerie E. Cusenier 
Fils Aine & Cie., a French corporation engaged in the manufacture of 
liqueurs, is the owner of the trademark FREEZOMINT which it has used to 
identify its creme de menthe cordial. Said mark was registered in the 
United States Patent Office on April 10, 1934 and was duly renewed on 
April 10, 1954. It has been used by the French plaintiff to identify its 
product in the United States since 1920. Figures produced at trial show 
that the importation and sale of FREEZOMINT in the United States if not 
substantial have been consistent over the years. Modest sums have also 
been expended for advertising from time to time and it would seem that 
the mark has achieved a respectable amount of good will. 

Browne Vintners Co., Inc., the sole and exclusive American distributor 
of FREEZOMINT has also joined in this action as a plaintiff. 

The defendant is a domestic distributor of liqueurs, whiskeys, wines 
and other alcoholic beverages and has since 1885 been continuously the 
exclusive distributor in the United States of all such products produced 
by P. Garnier of Paris, France, and sold in the United States. In addition 
defendant is the licensed producer in America of certain domestically 
made Garnier products which are produced in accordance with the original 
French formulae. These alcoholic beverages of domestic origin include 
a line of creme de menthe cordials, one of which bears the mark FRAPPE- 
MINT. It is plaintiffs’ contention that the designation FRAPPEMINT which 
has been used by the defendant since 1952 infringes their rights in the 
trademark FREEZOMINT. 

The defendant in its answer denies infringement and pleads as a 
separate defense that the trademark FREEZOMINT is descriptive as applied 
to creme de menthe, is in the public domain and is not the subject of 
exclusive appropriation. 

A determination on the issue of infringement may be dispositive of the 
immediate controversy without regard to the basic validity of the FREEzo- 
MINT trademark. If no infringement be in fact shown the issue raised by 
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the separate defense becomes academic and to determine the validity of the 
trademark FREEZOMINT if not infringed is to decide a hypothetical ques- 
tion. Cf. Altvater v. Freeman, 319 U.S. 359, 363, 57 USPQ 285, 288 (1943). 
I proceed then to the question of infringement. 

The touchstone of infringement is a similarity “likely to cause con- 
fusion or mistake or to deceive purchasers.” 60 Stat. 437 (1946) 15 
U.S.C.A. § 1114(1) (1952). It is not similarity itself which provides the 
basic test but whether such similarities as may appear from a comparison 
of the two marks will provoke confusion among the buying public. This 
determination that I am called upon to make—whether confusion is or 
is not likely to arise—does not readily lend itself to resolution by scientific 
appraisement or comparison. Rather, a finding on infringement is by neces- 
sity a subjective determination by the trial judge based on his visceral 
reactions as to the likelihood of confusion the allegedly infringing mark 
will create in the minds of the public. As noted by one court, in situations 
of this kind the Judge “can only contemplate, speculate and weigh the 
probabilities of deception arising from the similarities.” Colburn v. Puritan 
Mills, Inc., 108 F. 2d 377, 378, 48 USPQ 482, 484 (30 TMR 57) (C.C.A. 
7, 1939). 

Each of the two marks now before the court, FREEZOMINT and FRAPPE- 
MINT must, of course, be considered as an entire unit. The ordinary buyer 
does not stop to dissect the marks and analyze their component parts; if 
he is deceived it is attributable to the mark as a totality and not normally 
to any particular part of it. Syncromatic Corp. v. Eureka Williams Corp.., 
174 F. 2d 649, 650, 81 USPQ 434, 435 (39 TMR 571) (C.A. 7), cert. denied 
338 U.S. 829, 83 USPQ 543 (1949). But in determining the likelihood of 
confusion, similarity of the marks in appearance, sound, spelling and sug- 
gestion as well as the manner in which the marks are used and the degree 
of care likely to be exercised by prospective purchasers are all elements 
to be considered. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 
234 F. 2d 538, 548, 110 USPQ 462, 465 (46 TMR 1509) (C.A. 2, 1956) ; 
Grove Laboratories v. Approved Pharmaceutical Corp., 149 F. Supp. 86, 
90, 112 USPQ 286, 289 (47 TMR 488) (N.D.N.Y. 1957). In applying these 
standards of comparison it is well to note that while the marks are to be 
viewed as a whole, where part of the mark has little or no trade significance 
it is accorded less weight than the more arbitrary portions of the mark. 
Burton-Dixie Corp. v. Restonic Corp., 43 C.C.P.A. (Patents) 950, 234 F. 2d 
668, 110 USPQ 272 (1956) (46 TMR 1363) ; Magnaflux Corp. v. Sonoflux 
Corp., 43 C.C.P.A. (Patents) 868, 231 F. 2d 669, 109 USPQ 313 (46 TMR 
884) (1956). In the instant case the term MINT which is common to both 
marks, is concededly descriptive and common to the trade and even when 
joined with a more fanciful prefix is not likely to provide the source of 
confusion. 

As to a comparison of the distinctive portions of each mark, to wit, 
FREEZO and FRAPPE, they seem to be sufficiently dissimilar in sound, appear- 
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ance and spelling to avoid consumer confusion. To be sure they both have 
the same number of letters and both commence with the letters “Fr” but 
I don’t think these points of similarity warrant a finding that they are 
likely to be confused by the consumer, particularly when the likelihood of 
confusion is considered in the light of the buying habits of prospective 
purchasers of creme de menthe. As distinguished from mass produced low 
priced articles, the selection and purchase of a creme de menthe cordial 
generally involves an exercise of personal taste and purchasers of such 
liqueurs are apt to buy with a greater degree of sophistication and care 
than might be true in their purchase of other merchandise. Such a con- 
sideration is always relevant in appraising the likelihood of confusion. 
See LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F. 2d 115, 124, 70 
USPQ 429, 437 (36 TMR 27) (C.A. 2) (dissenting opinion), cert. denied 
329 U.S. 771 (1946); Restatement, Torts § 729(d), comment g (1938) ; 
3 Callmann, Unfair Competition and Trademarks § 81.2(a) (2 ed. 1950). 

Also relevant in a consideration of this issue is the intent of defendant. 
Where a defendant adopts his designation with the intent of capitalizing 
on the reputation and good will of plaintiff’s trademark such an intent may 
justify the inference that there is confusing similarity. Maternally Yours, 
Inc. v. Your Maternity Shop, Inc., 234 F. 2d 538, 543, 110 USPQ 462, 465 
(46 TMR 1509) (C.A. 2, 1956) ; Eastern Wine Corp. v. Winslow-Warren 
Ltd., 137 F. 2d 955, 960, 57 USPQ 433, 437-438 (33 TMR 302) (C.C.A. 2), 
cert. denied 320 U.S. 758, 59 USPQ 495 (1943); Restatement, Torts § 729 
b. comment f (1938). But such an intent has not been shown in this case. 
Indeed, it is completely absent. The defendant has used designations 
(ROSE MINT—STINGERMINT) similar in sound and construction to the one 
in issue to identify other creme de menthe cordials it has placed on the 
market and it seems to have constructed the word FRAPPEMINT in pursuance 
of this basic marketing pattern rather than out of a desire to divert 
prospective trade from plaintiffs’ product.’ 

That the likelihood of confusion between the two competing trade 
names is non-existent finds further support from the fact that no instances 
of confusion have occurred in the past. While I recognize that evidence of 
actual confusion is not essential to sustain the instant action the fact that 
during the period of over six years in which FRAPPEMINT has been on the 
market no one appears to have been actually deceived is strongly probative 
that there is no likelihood of deception or confusion. See Mishawaka Rubber 
d& Woolen Mfg. Co. v. Panther-Panco Rubber Co., 153 F. 2d 662, 665, 68 
USPQ 232, 234-235 (36 TMR 30) (C.C.A. 1), cert. denied 329 U.S. 722, 71 
USPQ 328 (1946) ; Eastern Wine Corp. v. Winslow-Warren Ltd., 137 F. 2d 
955, 959-60, 57 USPQ 433, 437 (C.C.A. 2), cert. denied 320 U.S. 758, 59 
USPQ 495 (1943). Nor can the plaintiffs seriously contend that the entry 





1. That the use of the name FRAPPEMINT does not evidence an intent to infringe 
finds further support in the fact that similarly constructed marks such as COCOMINT, 
ICEBERG MINT, VERAMINT and INVICTAMINT have long been employed by the trade. 
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of FRAPPEMINT upon the American market materially affected their own 
sales. On the contrary, the plaintiffs realized their greatest sales in the 
very year in which FRAPPEMINT made its advent. 

Though precedents are not particularly helpful in this area it is of 
interest to note that the designation CLOR-ams was held not to infringe 
CLORETs and the word SyRoco.u not to infringe CHERACOL. American Chicle 
Co. v. Topps Chewing Gum, 210 F. 2d 680, 101 USPQ 133 (44 TMR 1078) 
(C.A. 2, 1954) ; Upjohn Co. v. David Schwartz, 246 F. 2d 254, 114 USPQ 
53 (47 TMR 1230) (C.A. 2, 1957). The two marks in the instant case 
cannot be said to possess greater similarities than those discussed in the 
cases above where infringement was found lacking. 

Judgment for the defendant dismissing the complaint. 





THE PARKWAY BAKING COMPANY, INC. et al. v. 
FREIHOFER BAKING COMPANY et al. 


Nos. 12405-6—C. A. 3—May 21, 1958 


REGISTRABILITY—LICENSES 
Exclusive licensee of HOLLYWooD bread for Philadelphia area sells to National 
Stores in Philadelphia who in turn sells it in Allentown area which is area of Wm. 
Freihofer for same product. In retaliation Wm. Freihofer sells to subsidiary in 
Philadelphia. Rights of parties determined by terms of license which must be 
strictly construed, Nothing in license precludes bona fide sale within territory to 
purchaser who may make sales outside territory and therefore Parkway did not 
violate its license. 
TRADEMARK ACT OF 1946—SECTION 43 (a) 
Use by Freihofer Philadelphia subsidiary of label indicating it was licensed to 
sell HOLLYWOOD bread was a false representation and violation of Section 43(a) 
which provides a civil remedy by way of damages or injunctive relief against anyone 
using a false designation of origin, description or representation in connection with 
goods or services in commerce. Fact that false label was a mistake is no defense 
since section does not require that the act be willful or with intent to deceive. 
However, in order to justify damages there must be a showing of customer reliance 
on the false advertisement or label. The damage to Parkway was caused by Frei- 
hofer’s invasion of Parkway’s territory and not by false label according to the 
evidence. Injunctive relief does not require that purchasers be deceived but only 
that the false advertisement have a tendency to deceive but since the use of the 
false label had ceased prior to judgment by the trial court the issuance of an 
injunction is within the court’s discretion and the refusal to issue the injunction 
is not an abuse of discretion. 
CouRTS—CONFLICT OF LAWS 
While the Parkway license was signed in Philadelphia the corporate seal was 
affixed in Illinois and therefore federal court must apply the conflict of law rules 
of state where case is tried. Under Pennsylvania law interpretation of instrument 
must be in accordance with law of place of contracting and that is where the last 
act necessary for formation of contract occurred and therefore law of Illinois must 
be applied. 


Action by The Parkway Baking Company, Inc., and National Bakers 
Services, Inc. (involuntary plaintiff) v. Freihofer Baking Company 
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William Frethofer Baking Company and National Bakers, Inc. (additional 
defendants) for trademark infringement and unfair competition in which 
National Bakers Services, Inc., counterclaims against The Parkway Baking 
Company, Inc., and William Freihofer Baking Company for breach of 
contract. Plaintiff and involuntary plaintiff appeal from District Court 
for Eastern District of Pennsylvania from judgment for plaintiff in part 
and defendant in part. Affirmed. 
Case below reported at 47 TMR 1373. 


George B. Christensen, of Chicago, Illinois, for National Bakers Services, 
Ine. 

Henry N. Paul, Jr., of Philadelphia, Pennsylvania for The Parkway Baking 
Company, Ine. 

Joseph Gray Jackson, of Philadelphia, Pennsylvania, for Freihofer Baking 
Company and William Freihofer Baking Company. 


Before Biaas, Chief Judge, KALODNER, Circuit Judge, and Wricut, Dis- 
trict Judge. 


Biaas, Chief Judge. 

The Parkway Baking Company [Parkway] holds an exclusive license 
from the National Bakers Service, Inc. [National], the owner of a secret 
formula for the baking of a low calorie bread and of the trademark 
HOLLYWOOD, to bake and sell HOLLYWoop bread in the greater Philadelphia 
area... The William Freihofer Baking Company [William Freihofer] is 
National’s exclusive HOLLYWoop licensee in an area north of the Parkway 
territory in which lies the City of Allentown, Pennsylvania. The Freihofer 
Baking Company of Philadelphia [Philadelphia Freihofer], a subsidiary 
of William Freihofer and subject to the latter company’s control, is not 
licensed by National to use the HOLLYWoop trademark in any area. 

Prior to May 1956, both William Freihofer and Parkway sold HOLLY- 
woop bread to individual store units of the American Stores, a large chain 
grocery which operates stores in both the Parkway and William Freihofer 
territories. In May 1956 the American Stores desiring to purchase all of 
its Hollywood bread from a single source at one price entered into a 
requirements contract with Parkway. Under the terms of this contract, 
Parkway was to deliver HOLLYwoop bread to the platform of the American 
Stores’ warehouse which was located within the Parkway exclusive territory. 
Although this contract was entered into by Parkway with the knowledge 
that a substantial quantity of its bread would be reshipped by the American 
Stores to retail outlets in the William Freihofer Allentown territory there 
is no substantial evidence that this sales agreement was a subterfuge 


1. “A, The Company [National] shall (or hereby does): 1. Grant to the Bakery 
[Parkway] the use of its services and the exclusive right to bake and sell HOLLYWoop 
BREAD in the following territory. City of Philadelphia and territory five miles outside 
corporate limits; city of Camden, New Jersey and territory laying within a radius 
of 20 miles south of Camden City Hall, also 20 miles southeast and east, but 15 miles 
north and northeast, all in New Jersey.” 





1234 THE TRADEMARK REPORTER Vol. 48 T. M. R. 


entered into merely to enable Parkway to invade William Freihofer’s area. 
Nor is there any evidence that Parkway did or could exercise any control 
over American Stores. 

When Parkway’s HOLLYWoop bread appeared for sale and was sold 
in William Freihofer territory, William Freihofer immediately protested 
to National which requested Parkway to. stop these sales. Parkway, faced 
with the choice of continuing the platform deliveries to the American 
Stores’ warehouse or losing the American Stores business, continued the 
deliveries. William Freihofer then decided to retaliate. It entered an 
agreement with its wholly owned subsidiary, Philadelphia Freihofer, 
whereby HOLLYWOOD. bread was sold to Philadelphia Freihofer in Allentown, 
and would then be brought to the Philadelphia area and distributed 
throughout that territory by Philadelphia Freihofer. 

During this period of retaliation the William Freihofer HOLLYWoop 
bread was not wrapped in its customary wrapper bearing the designation 
WILLIAM FREIHOFER BAKING CO., ALLENTOWN, PA. but instead was wrapped 
with a label bearing the designation FREIHOFER BAKING CO., PHILADELPHIA, 
pa.* The trial court found that the disparity between the usual label and 
that used during’ the period of retaliation was caused by an error on the 
part of William Freihofer or the printer and was not consummated inten- 
tionally. This finding® is fully supported by the record. But the label 
indicated that Philadelphia Freihofer was licensed to. bake and sell Holly- 
wood bread. The two assertions were false. 

Accordingly, Parkway brought the present action against Philadelphia 
Freihofer alleging a violation of Section 43(a) of the Lanham Act, 60 Stat. 
441 (1946), 15 U.S.C.A. § 1125(a).* William Freihofer was permitted to 


bo 


Wm. Freihofer label 
William Freihofer Baking Co. 
Allentown, Pa. 
Reg. Penna. Dept. Agr. 
FREIHOFER’S HOLLYWOOD 
® Weight 1 Ib. 
HOLLYWOOD @® Licensed by National Bakers Services, Inc., Chicago 


The Erroneous label 
Freihofer Baking Co. 
Philadelphia, Pa. 
Reg. Penna. Dept. Agr. 
FREIHOFER’S HOLLYWOOD 
@® Weight 1 lb. 
HOLLYWOOD @® Licensed by National Bakers Services, Inc., Chicago 
3. See Finding “1.”, of the opinion of the court below, 154 F.Supp. at p. 827, 114 
USPQ 278, 280 (47 TMR 1373). 
4. Section 43(a) of the Lanham Act provides: 

“Any person who shall affix, apply, or annex, or use in connection with any 
goods or services, or any container or containers for goods, a false designation of 
origin, or any false description or representation, including words or other symbols 
tending falsely to describe or represent the same, and shall cause such goods or 
services to enter into commerce, and. any person who shall with knowledge of the 
falsity of such designation of origin or description or representation cause or pro- 
cure the same to be transported or used in commerce or deliver the same to any 
earrier to be transported or used, shall be liable to a civil action by any person 
doing business in the locality falsely indicated as that of origin or in the region 
in which said locality is situated, or by any person who believes that he is or is 
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intervene as a party defendant pursuant to agreement. Rule 24(b), Fed. 
R. Civ. Proce. 28 U.S.C. National had refused to join in the complaint with 
Parkway and therefore was joined by Parkway as an involuntary party 
plaintiff. Rule 19(a), Fed. R. Civ. Proce. 28 U.S.C. National then entered 
a general appearance in the case and filed claims against Parkway and 
William Freihofer alleging that both baking companies had violated their 
license agreements. National’s claims proceeded on the theory that the 
licenses barred the licensees from making sales within their territories 
knowing that purchasers were buying for resale and distribution within the 
exclusive territory of another licensee. 

The trial court found that Parkway’s license allowed it to make bona 
fide sales and deliveries to an independent purchaser within its exclusive 
territory regardless of its knowledge that some of the bread would be sold 
later by that independent purchaser within the exclusive territory of 
William Freihofer. The court below also found that since William [I rei- 
hofer’s sales in Philadelphia were made through its controlled subsidiary, 
Philadelphia Freihofer, these were not bona fide sales and that therefore 
William Freihofer had violated its license. Accordingly, the trial court 
enjoined William Freihofer from invading the Parkway territory through 
sales to Philadelphia Freihofer for resale within Parkway’s territory. 
The trial court also found that inasmuch as National was not injured by 
such sales and since the license agreements are for the benefit of the exclu- 
sive licensees, that Parkway could recover against William Freihofer 
on the theory that it was a third party beneficiary of the license contract 
between National and William Freihofer. The cause was referred to a 
master for the purpose of ascertaining the damages. The trial court also 
found that there was a technical violation of Section 43(a) of the Lanham 
Act by Philadelphia Freihofer, but found such violation to be de minimis 
and therefore awarded no damages and did not issue an injunction. 154 
F. Supp. 823, 114 USPQ 278 (47 TMR 1373). 

Parkway, at our No. 12,406, appeals from the refusal of the District 
Court to grant Parkway an injunction and an accounting against Phila- 
delphia Freihofer for its alleged violation of Section 43(a) of the Lanham 
Act. National, at our No. 12,405, appeals from the ruling that Parkway 
did not violate its license when it sold to the American Stores. Other 








likely to be damaged by the use of any such false description or representation.” 
The court below correctly stated its jurisdiction as follows: 

“The cause of action, insofar as Parkway and Freihofer is concerned, is for 
trademark infringement and unfair competition and jurisdiction of this Court with 
respect thereto is based upon 15 U.S.C. 1125a, 15 U.S.C. 1121, 28 U.S.C. 1138a, 
28 U.S.C. 1338b and upon diversity of citizenship between Parkway and Freihofer, 
and the fact that the amount in controversy exceeds $3,000 exclusive of interest 
and costs. 

“National’s causes of action against Freihofer, Wm. Freihofer and Parkway 
are for breach of contracts, and jurisdiction of this Court with respect thereto 
is based upon diversity of citizenship between National and Freihofer; Nationa! 
and Wm. Freihofer; and National and Parkway; and the fact that the amounts 
involved in the controversies between these parties in each case exceeds $3,000 
exclusive of interest and costs.” 
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claims, cross claims and counterclaims were asserted. They were dismissed, 
however, and the orders of dismissal have not been appealed from. We 
will not encumber this opinion by setting out these pleadings. 


I. NATIONAL’s COUNTERCLAIM AGAINST PARKWAY 


The question involved in this appeal is whether Parkway’s sales to 
American Stores are in violation of the license which it holds from Na- 
tional, or in brief, whether Parkway is selling its Hollywood bread in 
Allentown. 

As the rights and duties of licensor and licensee are determined by 
the terms of their contract, this question can be resolved only by an 
interpretation of that instrument. As we have said, the contract between 
Parkway and National gave Parkway the right to bake and sell HOLLYWoop 
bread in the Philadelphia area. The writing contains no restriction 
against bona fide sales to an independent vendor within the exclusive ter- 
ritory, even though Parkway has knowledge that the vendee, American 
Stores, will resell the bread within the exclusive territory of another. 
National, however, argues that under Illinois law we would be required 
to read such a restriction into the contract. Parkway contends that we are 
precluded from applying Illinois law because: (1) the contract was en- 
tered into in Pennsylvania; (2) National did not raise the issue of Illinois 
law in the court below which decided the case under the law of Pennsyl- 
vania, and (3) National failed to give any notice of foreign law as is 
required by the Pennsylvania Judicial Notice Act, Act of May 4, 1939, 
P.L. 42, 28 P.S. Pa. § 294. 

At the threshold, therefore, we are faced with the question of which 
law to apply in interpreting the contract. Although there is evidence in 
the record that Medina, National’s Vice-President, signed the Parkway 
license agreement in Philadelphia, the license itself contains the statement 
that it shall be in effect “only upon acceptance by the Company as its 
offices in Chicago, Illinois.” There is also a recital on the agreement that 
National “has caused this agreement to be executed * * * attested * * * and 
its corporate seal affixed at Chicago, Illinois.” So far as the record shows 
it appears that the last act necessary for the formation of the contract 
occurred in Illinois. 

This, therefore, being a case where the litigation is in one state and 
the operative transaction in another it is the duty of the federal court to 
apply the conflict of laws rules of the state where the case is being tried. 
Klaxon Co. v. Stentor Co., 313 U.S. 487, 49 USPQ 515 (1941). The Pennsy]l- 
vania rule in contract cases is that the interpretation of the instrument 
is determined in accordance with the law of the place of contracting, and 
that is the place where the last act necessary for the formation of the 
contract occurred. Field v. Descalzt, 276 Pa. 230, 120 A. 113 (1923) ; Wilson 
v. Homestead Valve Manufacturing Co., 217 F. 2d 792 (3 Cir. 1954); 
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McLouth Steel Corp. v. Mesta Machine Co., 214 F. 2d 608 (3 Cir. 1954). 
In this case, therefore, we must apply the law of Illinois. 

Neither the failure of Parkway to raise the issue of Illinois law below, 
nor its lack of compliance with the Pennsylvania Judicial Notice Act can 
bar our application of Illinois law on this appeal. Parkway’s concern with 
the requirements of the Judicial Notice Act was precisely answered in 
Lamar v. Micou, 114 U.S. 218 (1885), wherein it was stated, p. 223, that, 
“The law of any State of the Union, whether depending upon statutes or 
upon judicial opinions, is a matter of which the courts of the United States 
are bound to take judicial notice, without plea or proof.” See also Hanley 
v. Donoghue, 116 U.S. 1, 6 (1885) ; Gallup v. Caldwell, 120 F. 2d 90 (3 Cir. 
1941) ; Wm. J. Lemp Brewing Co. v. Ems Brewing Co., 164 F. 2d 290, 293, 
75 USPQ 208, 210 (7 Cir. 1947); Mills v. Denver Tramway Corporation, 
155 F. 2d 808 (10 Cir. 1946) ; Wigmore, Evidence § 2573 (3rd ed.) ; 3 Beale, 
The Conflict of Laws § 624.1; 5 Moore, Federal Practice § 43.09. And 
National cannot be considered to have waived its right to have the contract 
interpreted under the proper law by failing to raise the question in the 
District Court. Pecheur Co. v. Nat. Candy Co., 315 U.S. 666, 53 USPQ 11 
(32 TMR 194) (1942) ; United States v. Certain Parcels of Land, etc., 144 
F. 2d 626 (3 Cir. 1944); Faron v. Penn Mutual Life Ins. Co., 176 F. 2d 
290 (3 Cir. 1949) ; Long v. Morris, 128 F. 2d 653 (3 Cir. 1942); Harry L. 
Scheinman Sons v. Scranton Life Ins. Co., 125 F. 2d 442 (3 Cir. 1941). 
It is clear, therefore, that the law of Illinois governs the interpretation 
of this contract. 

In Illinois the intention of the parties to a contract is determined by 
the language of the contract itself, and the courts may not construe into a 
writing provisions that are not there. Ambarann Corp. v. Old Ben Coal 
Corp., 395 Ill. 154, 69 N.E. 2d 835 (1946) ; Donaldson v. Gordon, 397 Il. 
488, 74 N.E. 2d 816 (1947) ; Saddler v. Nat. Bank of Bloomington, 403 II. 
218, 85 N.E. 2d 733 (1949). What is more, contracts which restrict the free 
and unlimited exchange of services or commodities are strictly construed. 
Tarr v. Stearman, 264 Ill. 110, 105 N.E. 957 (1914) ; United Romanian Meat 
Market & Grocery Store v. Abramson, 218 Ill. App. 577 (1920), and the 
restrictions will be extended no further than the language of the contract 
absolutely requires. Wiggins Ferry Co. v. Ohio & M. Ry Co., 72 Ill. 360 
(1874) ; Bentley v. Merchants Matrix Cut Syndicate, 328 Ill. 589, 66 N.E. 
2d 493 (1946). Applying these legal principles to the Parkway contract, 
we cannot construe the terms of that writing so as to add a term preclud- 
ing a sale and delivery of HOLLYWwoop bread to American Stores within 
Parkway’s territory, regardless of any use the American Stores will make 
of the bread after they receive it. 

National, however, attempts to add the restrictive term by way of 
custom and usage. The court below found that the credible evidence offered 
by National as to this point fell far short of establishing a custom or usage 
in the baking trade, and the record supports such finding. A usage or 
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custom to be binding must be so uniform, long-established, and generally 
acquiesced in by those pursuing the particular calling as to induce the 
belief that the parties contracted in reliance upon it. It must be proved by 
instances of actual practice—a succession of individual facts; and not by 
the individual opinions of witnesses as was attempted in this case. Traff 
v. Fabro, 337 Ill. App. 83, 84 N.E. 2d 874 (1949) ; Kelly v. Carroll et al., 
223 Ill. App. 309 (1921); Cleveland, C., C. & St. L. Ry. Co. v. Jenkins, 
174 Ill. 398, 51 N.E. 811 (1898); Bissell v. Ryan, 23 Ill. 566 (1860). 

Finally, National attempts to sustain its position by a line of Illinois 
authorities which purportedly interprets exclusive territory agreements as 
prohibiting sales made within an exclusive territory if the seller knows the 
goods will be resold elsewhere.® None of these cases is apposite. They do 
not deal with an alleged breach of a license agreement by a sale and 
delivery within an exclusive territory for resale into another territory, but 
rather with the failure to pay the commission when a sale is made in 
another’s exclusive territory. What is more, in all but one of the cases 
relied upon by National, delivery of the goods was made directly into the 
restricted area. In the one remaining case, Illinois Terra-Cotta Lumber 
Co. v. Owen, 167 Ill. 360, 47 N.E. 722 (1897), it was held that one could 
not avoid his obligation to pay royalties by making a contract of sale 
outside of his licensed territory if the goods were to be used within his 
territory, when his contract required him to make all efforts reasonable 
to sell his goods within his particular territory. 

We therefore agree with the final determination of the court below 
that Parkway did not violate its license by selling and delivering bread 
to the American Stores knowing that American Stores would resell a sub- 
stantial portion of that bread within Freihofer’s exclusive territory. The 
fact that its determination was posited on Pennsylvania law is inconse- 
quential. Helvering v. Gowran, 302 U.S. 238 at 245 (1937); S.E. C. v. 
Chenery Corp., 318 U.S. 80 at 88 (1942). 


II. ParKkway’s CLaim UNDER THE LANHAM ACT 


In the appeal at our No. 12,406, Parkway argues that the trial court 
erred in refusing to grant an injunction and an accounting for damages 
after having found that Philadelphia Freihofer had technically violated 
Section 43(a) of the Lanham Act, supra, note 4. The court refused to 
grant the sought for relief because the violation was entirely due to a 
mistake which had been corrected, and because Parkway was not harmed 
by the violation. 


5. Goodman v. Motor Products Corp., 9 Ill. App.2d 57, 132 N.E.2d 356 (1956) ; 
Smith Furniture Co. v. Peter & Volz, 205 Ill. App. 379, 1917); Illsley v. Peerless Motor 
Car Co., 195 Ill. App. 572 (1915), modifying 177 Ill. App. 459 (1913); Marshall v. 
Canadian Cordage & Manufacturing Co., Ltd., 160 Ill. App. 114 (1911); and Illinois 
Terra-Cotta Lumber Co. v. Owen, 167 Ill. 360, 47 N.E. 722 (1897). 
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In Section 43(a) Congress has provided a remedy by way of civil 
damages or injunction against anyone who, in connection with goods or 
services in commerce® uses a false designation of origin or any false descrip- 
tion or representation. I Callmann, Unfair Competition and Trademarks 
§18.2(b); L’Aiglon Apparel v. Lana Lobell, Inc., 214 F. 2d 649, 102 
USPQ 94 (3 Cir. 1954). The selling of merchandise under the false rep- 
resentation that it was done under the sponsorship and with the approval 
of a licensor, certainly falls within the broad terminology of Section 43(a), 
ef. American Automobile Association v. Spiegel, 205 F. 2d 771, 98 USPQ 
1 (48 TMR 1071) (2 Cir. 1953), cert. den. 346 U.S. 887, 99 USPQ 490 
(1953). The name Philadelphia Freihofer upon the bread wrapper was a 
false representation that it, Philadelphia Freihofer, was licensed by Na- 
tional to make and sell HOLLYWoop bread in the Philadelphia area. The 
fact that the name appeared on the wrapper because of a mistake is not 
a defense to an action under this section for there is no requirement that 
the falsification occur wilfully and with intent to deceive.’ 

However, a plaintiff in order to make out a cause of action for dam- 
ages under Section 43(a) must show not only that the defendant’s advertise- 
ment is false but also that this falsification actually deceives a portion of 
the buying public. Gold Seal Co. v. Weeks, 129 F. Supp. 928, 940, 105 
USPQ 405, 415 (45 TMR 1075) (D.C.D.C. 1955), aff’d sub nom. in 8. C. 
Johnson & Son v. Gold Seal Co., 230 F. 2d 832, 108 USPQ 400 (D.C. Cir. 
1956), cert. den. 352 U.S. 829, 111 USPQ 467 (1956); Bechtk Products, 
Inc. v. Federal Silk Mills, Inc., 1385 F. Supp. 570, 107 USPQ 218 (D.C. 
Md. 1955). This does not place upon the plaintiff a burden of proving 
detailed individualization of loss of sales. Such proof goes to quantum 
of damages and not to the very right to recover. However, there must be 
a showing of some customer reliance on the false advertisement. 





6. It is clear that the sales made in Philadelphia and other parts of Pennsylvania 
of Freihofer bread which had been transported from Allentown, were not in commerce 
under this section. Swanson-Crane Co. v. Union National Sales, Inc., 87 F.Supp. 218, 
83 USPQ 507 (40 TMR 33) (D.C. Mass. 1949), aff’d 180 F.2d 896, 96 USPQ 454 (1 
Cir. 1950); Application of Bookbinder’s Restaurant, 240 F.2d 365, 112 USPQ 326 
(47 TMR 521) (C.C.P.A. 1957) (3 Cir. 1947). This portion of the case, therefore, 
deals only with those limited sales in Southern New Jersey. 

7. Section 3 of the Act of March 19, 1920, ch. 104, 41 Stat. 533 which was super- 
seded by Section 43(a) of the Act of 1946, required a showing of wilfulness and intent 
to deceive. This proof of wilfulness made enforcement of Section 3 practically impos- 
sible. Parfumerie Roger et Gallet Societe Anonyme v. Godet, Inc., 17 Trademark Rep. 
1, 2 (S.D.N.Y. 1926). Accordingly, in a bill introduced by Senator Ernst in 1928, 
S. 2679, 68th Cong., 2d Sess. § 30 (1925) the requirement of wilfulness and intent to 
deceive had been stricken, and these elements were kept out in the Vestal Bill, H.A. 
6248, 69th Cong., Ist Sess. § 36 (1926) and in the Lanham Bill. 

In the case at bar we need not and do not decide the issue as to whether proof 
of knowledge of the falsity of the description is required in cases where the accused 
person causes or procures materials bearing a false description to be transported or 
used in commerce. It is clear that Philadelphia Freihofer used the false label in con- 
nection with HOLLYWwoop Bread and therefore its acts clearly fall within the provisions 
of the class of offenders apparently categorized in the first clause of Section 43(a). 
This clause does not require proof of specific knowledge of the falsity of the repre- 
sentation. 
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In the case at bar, the false designation was in very small print, 
while the trademark Freihofer’s HOLLYWoop was large and clear. There 
was nothing fallacious as to the trademark. Parkway has introduced no 
evidence that anyone who purchased HOLLYWoop bread with the false 
designation on the wrapper did so because of the false wrapper, nor is 
there any evidence that anyone would have refused to purchase this bread 
had they known of the fallacious label. It seems clear that the customers 
sought a low calorie loaf called HOLLYWoop and that is what they received. 
As was stated in the Gold Seal case, supra, “Section 43(a) was to promote 
fair business dealings. It was not to provide a windfall to an overly eager 
competitor.” 129 F. Supp. at 940, 105 USPQ at 416. 

No one will question that Parkway was injured by a direct diversion 
of sales to William Freihofer during William Freihofer’s retaliatory period 
but that injury, so far as the record shows, does not come by way of false 
description or representation, rather it was caused by William Freihofer’s 
invasion of Parkway’s exclusive sales territory for which Parkway has 
already received judgment. 

In cases of injunction, however, there seems to be no requirement that 
purchasers actually be deceived, but only that the false advertisements have 
a tendency to deceive. This seems to be the result desired by Congress in 
that Section 43(a) confers a right of action upon any person who “believes 
that he is or is likely to be damaged” by defendant’s practices. While it 
would be going too far to read the requirement of customer reliance out of 
this section so far as damages are concerned, we believe that this is a 
recognition that, as with most equitable relief by way of injunction, Section 
43(a) may be asserted upon a showing of likelihood of damage without 
awaiting the actuality. Weil, Protectibility of Trademark Values Against 
False Competitive Advertising, 44 Cal. L. Rev. 527 (1956); Derenberg, 
Federal Unfair Competition Law at the End of the Lanham Act; Prologue 
or Epilogue? 32 N.Y.U.L. Rev. 1029 (1957). 

However, the record is clear that the use of the false label by the 
Freihofer companies had terminated prior to the rendering of judgment 
in the court below. The cases are legion which say that where there has 
been a cessation of the conduct complained of, at any time prior to judg- 
ment, it is a matter for the exercise of the discretion of the court, as to 
whether an injunction should issue. Under the facts of this case we do 
not believe that the court below abused its discretion. 

Accordingly, the judgment of the court below will be affirmed. 
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MORRIS STRUHL, INC. v. RELAXOR 
CUSHION CORPORATION 


D. C., S. D. New York — May 21, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
The mere close similarity of defendants vibrating pillow to that of the plaintiff 
is insufficient to warrant injunctive relief in the absence of patent infringement or 
proof of secondary meaning. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
Couk?rs—J URISDICTION 
A motion for a temporary injunction was denied where it appeared that defen- 
dant slavishly copied the details of plaintiff’s vibrating pillow and the advertise- 
ments used in promoting defendant’s product featured sketches of a female using 
it in various postures, these sketches being nearly identical to those prepared by 
plaintiff. Mere similarity in the products is not enough in the absence of patent 
infringement or secondary meaning. Moreover, no proof was adduced to show that 
the sketches, even if “trademark symbols,’ 
defendant’s product as plaintiff’s. The court further doubted the existence of federal 
jurisdiction for there was neither diversity of citizenship nor a federal statute 


’ 


were calculated to deceive and pass off 


investing the court with jurisdiction. 


Action by Morris Struhl, Inc. v. Relaxor Cushion Corporation for 
unfair competition. Plaintiff moves for preliminary injunction. Motion 
denied. 


Robert D. Spille and John A. Mitchell, of New York, N. Y., for plaintiff. 
Louis G. Greenfield, of New York, N. Y., for defendant. 


SuaGaRMAN, District Judge. 

On March 5, 1958 the plaintiff Morris Struhl, Inc. filed its complaint 
against the defendant Relaxor Cushion Corporation. Both the plaintiff and 
defendant are New York corporations with their principal places of busi- 
ness in New York City. 

The complaint bases jurisdiction “on the Trademark Act of 1946 
known as the Lanham Act, and particularly on 15 U.S.C. §1121 and 
1125(a).” 

It charges that the plaintiff, for many years a manufacturer of health 
and beauty aids, which are sold under its registered trademark cuic has 
established a reputation for the reliability and quality of its products; 
that in the fall of 1957 plaintiff began manufacturing, as the original and 
first manufacturer thereof, a new and distinctive electric massage pillow 
under its trademark cuHic; that it used in connection with that effort dis- 
tinctive and original “trademark symbols.” The complaint then states that 
the plaintiff’s vibrator pillow is scientifically designed, has a therapeutic 
value, is made in a selected shape and of materials tending to please and 
attract the purchasing public and contains a vibrator unit of fine mechan- 
ical and electrical design and manufacture. It is further alleged that the 
plaintiff has extensively advertised its product, its appearance and its 
method of use, to the extent of an annual appropriation of about $400,000 


“ 
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per annum (of which $100,000, according to the moving papers on this 
motion, has been spent to date) with such success that the initial quantities 
produced were quickly exhausted, requiring increased production. It is 
also alleged that an application for a patent, whereof plaintiff is the exclu- 
sive licensee, is pending in the United States Patent Office. It is then 
charged that the defendant, in order to deceive and confuse the purchasing 
public, now manufactures and sells in interstate commerce a vibrating 
pillow which is a slavish copy of the plaintiff’s pillow. It is charged that 
the vibrator unit, the padding, the covering material, the shape, the size 
and the detail of the defendant’s product have substantially the same 
dimensions, configuration and design which were arbitrarily selected by 
the plaintiff for its unit. It is further charged that the defendant in 
advertising its product has imitated the “trademark symbols” used by the 
plaintiff in advertising its pillow or has caused others to do so; all of which 
it is said was intended to falsely represent the source or origin of the goods. 
Finally it is alleged that the defendant was incorporated in January 1958 
for the sole purpose of copying the plaintiff’s device, to the irreparable 
damage of the plaintiff. The complaint then seeks a temporary and per- 
manent injunction, an accounting, punitive damages and a reasonable 
attorney’s fee. 

The defendant answered in substance denying the allegations of the 
complaint and raising certain affirmative defenses. The plaintiff now 
seeks a preliminary injunction. 

On the papers before me and the competing devices offered at the 
argument of the motion, there is little doubt that in almost every detail 
the defendant’s product is an exact copy of the plaintiff’s device except 
that the defendant attaches to its vibrator a 10-foot electric cord with a 
cut-off toggle switch, whereas the plaintiff’s pillow has an 8-foot cord with 
no switch. 

It appears that the “various distinctive and original trademark sym- 
bols,” to which the plaintiff alludes in its complaint, are a number of 
sketches, appearing in advertisements by Stern’s, B. Altman & Co. and 
Bonds in New York newspapers, offering the plaintiff’s device. They depict 
a young woman in various postures using the plaintiff’s pillow for the 
application of the (as claimed in the complaint) “gentle and deep-tone 
* * * pleasant and soothing” massages to various parts of her anatomy, i.e., 
the small of the back, the stomach, the thighs, the hips and the neck. It 
also appears that in the advertising of Gimbels’ in a Milwaukee newspaper, 
and Macy’s in a New York newspaper offering the defendant’s device, the 
sketches are almost identical with those employed by the vendors of plain- 
tiff’s device. 

Stern’s advertisement, offering the plaintiff’s device, identifies it as the 
CHIC ELECTRIC VIBRA-CUSHION & MASSAGER. Bonds’ advertisement, offering 
the plaintiff’s device, identifies it as the CHIC ELECTRIC VIBRA MASSAGE PILLOW. 
Altman’s advertisement, offering the plaintiff’s device, identifies it as an 
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ELECTRIC VIBRA MASSAGE PILLOW * * * by cuic.”’ Gimbels’ advertisement, 
offering the defendant’s product, identifies it as a “new RE-LAXOR electric 
vibrating pillow.” Macy’s advertisement, offering the defendant’s product, 
identifies it as THE RE-LAX-OR ELECTRIC VIBRA CUSHION. 

The cushions pictured in all of the advertisements are alike except 
that the Gimbels’ and Macy’s advertisements clearly show the switch in 
the electric wire of the defendant’s pillow. 

Before plaintiff may succeed in the drastic relief of preliminary in- 
junction which it seeks, it must make a showing of the probability of 
ultimate success.’ This plaintiff has failed to do. 

All that plaintiff shows is that (a) defendant markets a “Chinese 
copy” of its product almost to the final detail and (b) vendors of defen- 
dant’s product employ, in their advertising, sketches illustrating its use 
which are almost identical with those employed by vendors of plaintiff’s 
device for the same purpose. 

The mere close similarity of defendant’s product to that of plaintiff, 
standing alone, is insufficient.2 There is no claim here of patent infringe- 
ment and no proof of secondary meaning. 

The illustrative sketches used by the plaintiff’s retail outlets in demon- 
strating the various uses of its device are not “trademark symbols” as 
claimed in the complaint and even if they were, there is no proof that they 
are calculated to deceive the public and pass off defendant’s goods as 
plaintiff’s.* 

Finally, this court entertains doubt (but not sufficient in the absence 
of more proof to dismiss the complaint sua sponte) that this court has 
jurisdiction of this suit. As pointed out above, the complaint acknowledges 
no diversity. Unless a federal statute gives jurisdiction the claim for 
unfair competition alone cannot vest jurisdiction in this court.* It is 
certainly not free from doubt whether the Lanham Act® upon which plain- 
tiff bases jurisdiction applies to the facts here presented.° 

For the foregoing reasons the plaintiff's motion for a preliminary 
injunction is denied. 

This decision shall serve as the court’s findings and conclusions.’ 

It is so ordered. 








1. Yonkers Raceway, Inc. v. Standardbred Owners Ass’n, 153 F.Supp. 552. 

2. Mastercrafters Clock & Radio Co. v. Vacheron & Constantin-Le Coultre Watches, 
221 F.2d 464, 466, 105 USPQ 160, 162 (45 TMR 702). 

“Absent a design patent or a secondary meaning, of course there would be no action- 

able harm. * * *” Citing Briddell, Inc. v. Alglobe Trading Corp., 194 F.2d 416, 

92 USPQ 100 (42 TMR 207). 

Cf. 87 C.J.8. Trademarks, Trade Names, and Unfair Competition § 118, p. 395. 

3. Judson Dunaway Corp. v. Hygienic Products Co., 178 F.2d 461, 84 USPQ 31 
(40 TMR 113), certiorari denied 339 U.S. 948, 85 USPQ 526. 

4, 28 U.S.C. § 1338(b). 

5. 60 Stat. 441, § 43, 15 U.S.C. § 1125. 

6. Cf. L’Aiglon Apparel, Inc. v. Lana Lobell, 214 F.2d 649, 102 USPQ 94, where 
the defendant used a photograph of plaintiff’s product in selling an inferior product. 

7. F.R.Civ.P. 52(a). 
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SPICE ISLANDS COMPANY v. SPICE LAND 
PRODUCTS, INC. 


No. 15011 —D. C., E. D. New York — May 23, 1958 


REMEDIES—INFRINGEMENT—BaSIS OF RELIEF—SIMILARITY OF GOODS 
COURTS—PRELIMINARY INJUNCTION 
Plaintiff, registrant of SPICE ISLANDS for spices and other food products, using 
SPICE ISLANDS COMPANY as its trade name, is entitled to an injunction restraining 
defendant from the use of SPICE LAND as trademark and trade name for the pack- 
aging and selling of spices. Marks are confusingly similar and plaintiff is entitled 
to protection. 


Action by Spice Islands Company v. Spice Land Products, Inc., for 
trademark infringement. Judgment for plaintiff. 


William G. MacKay, of San Francisco, California, and Richard Blum and 
Mock & Blum, of New York, N.Y., for plaintiff. 
Kermit Gitenstein, of Brooklyn, N.Y., for defendant. 


ABRUzzO, District Judge. 


FINDINGS OF Fact 


1. This is a suit for trademark and trade name infringement brought 
by the Spice Islands Company, a corporation organized under the laws of 
the State of California, against Spice Land Products, Inc., a corporation 
organized under the laws of the State of New York. 


2. The amount in controversy exceeds, exclusive of interest and costs, 
the sum of Three Thousand ($3,000.00) Dollars. 


3. For many years and since as early as 1941, and continuously to 
date, the plaintiff and its predecessor have been in the business of produc- 
ing and marketing spices and other food products, which have been dis- 
tributed and sold throughout the United States under the trademark spice 
ISLANDS and the trade name SPICE ISLANDS COMPANY. 


4. The plaintiff, Spice Islands Company, is the owner of registrations 
No. 395,020, dated May 5, 1942, No. 408,683, dated August 22, 1944, 
No. 548,889, dated September 25, 1951. No. 574,147, dated May 12, 1953, 
No. 587,151, dated March 16, 1954, and No. 654,201, dated November 5, 
1957 in the United States Patent Office. 


5. The products of the plaintiff are marketed and sold throughout 
the United States and in many foreign countries, in department stores, 
fancy food stores, grocery stores, butcher shops, hardware stores, and 
gift shops. 


6. Since 1941 the plaintiff has done a gross business of $13,305,040.55 
and has expended some $818,742.01 for advertising, and its trade name and 
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trademark have been advertised for years by means of newspapers, maga- 
zines, store catalogs, recipe books, folders, price lists and by demonstrations. 


7. That in 1952 the defendant adopted sPicE LAND as a brand and 
SPICE LAND PRODUCTS, INC. as a trade name and engaged in the business of 
packaging and selling spices in New York, New Jersey and Connecticut, 
under the said mark and name. 


8. The products of both parties are sold in the New York metro- 
politan area and both parties solicit to all practical purposes the same stores. 


9. The business of the defendant amounts to approximately $50,000.00 
a year. 


10. The defendant had actual knowledge of the use of the trademark 
and trade name of the plaintiff and received a notice by letter dated May 
16, 1953 from the plaintiff objecting to the use of the confusing mark and 
name, but persisted in continuing with such use after receiving the notice. 


CoNCLUSIONS OF LAW 


1. The Court has jurisdiction of the subject matter and the parties 
hereto. 


2. The plaintiff, Spice Islands Company, is the owner of the trademark 
SPICE ISLANDS, which by reason of extensive advertising and use has ac- 
quired a secondary meaning and is entitled to protection. 


3. This action is brought under Section 1114 of Title 15, U.S.C., which 
provides that any one who shall, in commerce, use, without the consent of 
the registrant, any reproduction, counterfeit, copy or colorable limitation 
of any registered mark in connection with the sale, offering for sale, or 
advertising of goods or service shall be liable to a civil action by the 
registrant. 

The mark and name sPIcE LAND of the defendant is confusingly similar 
to the mark and name SPICE ISLANDs of the plaintiff. 


5. Under the express terms of Section 1116, Title 15, U.S.C., the plain- 
tiff in this action is entitled to an injunction restraining the defendant 
from the use of SPICE LAND as a trademark and as a trade name. 


6. The plaintiff is entitled to court costs incurred in this action. 





AR-TIK SYSTEMS, INC. v. DAIRY QUEEN, INC. 
No. 24258 — D. C., E. D. Pennsylvania — June 9, 1958 


CoMMON LAW TRADEMARKS—LICENSES 
CouRTS—MOTIONS 
In an infringement action brought against a trademark licensee, the licensee 
was held to have no right to intervene, for the action would not be res judicata as 
to it and the grant of such application would unduly delay the trial. 
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Action by Ar-Tik Systems, Inc. v. Dairy Queen, Inc., to enjoin use of 
trade name. On motion by H. A. McCullough and Hugh F. McCullough 
to intervene. Motion denied. 


Mark D. Alspach and Krusen, Evans & Shaw, of Philadelphia, Pennsyl- 
vania, for defendant. 


Michael H. Egnal, of Philadelphia, Pennsylvania, for defendant. 


William W. McAdams, of Philadelphia, Pennsylvania, Owen J. Ooms and 

Ooms & Dominik, of Chicago, Illinois, J. P. McCamic and McCamic 

«& Tinker, of Wheeling, West Virginia, and Abraham Pinsky and 
Pinsky & Mahan, of Wellsburg, West Virginia, for intervenors. 

Kaan, District Judge. 

This action comes before the Court upon an application for interven- 
tion filed by H. A. McCullough and Hugh McCullough. They seek to inter- 
vene as defendants in the above captioned action pursuant to Rule 24 of 
the Federal Rules of Civil Procedure, 28 U.S.C.A. In conjunction with 
their petition to intervene, the applicants have included within their plead- 
ings a counterclaim to be asserted against the plaintiff should their plea 
be successful. 

In order to simplify an extremely complicated set of facts, contracts 
and other circumstances, the Court will only present at this time the fac- 
tors which affect the outcome of this motion. 

Plaintiff, an Indiana corporation, brings this action against the de- 
fendant, a Washington corporation, registered to do and doing business in 
Pennsylvania, requesting inter alia that the latter be enjoined from using 
the name DAIRY QUEEN in its operations as a sub-licensor of soft ice cream 
being sold in various stores in Pennsylvania under that name. Plaintiff 
also seeks an accounting for royalties deriving from the sale of products 
under that name. The expectant intervenors, as licensors of the defendant, 
allege that they alone are the owners of the name DAIRY QUEEN and conse- 
quently dispute the right of the plaintiff to enforce its claim. The various 
rights that are asserted by the parties arise out of a series of cumbersome 
and complicated contracts dating back some twenty years. However, the 
sole issue before the Court at this time relates to the question of the 
McCulloughs’ right to intervene in this action so as to protect their licens- 
ing arrangement with the defendant, as well as to settle the ownership dis- 
pute relating to the name DAIRY QUEEN. 

The applicants base their motion upon section (a) (2) of Rule 24 
which states: 


“Intervention of Right. Upon timely application anyone shall be 
permitted to intervene in an action: * * * (2) when the representa- 
tion of the applicant’s interest by existing parties is or may be inade- 
quate and the applicant is or may be bound by the judgment in the 
atene 
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It is manifest from the rule itself, and so state the authorities inter- 
preting the section,’ that in order to be entitled to intervention as a 
matter of right, the applicants must illustrate to the Court that their inter- 
ests are not being adequately represented and that they may be bound by 
the judgment rendered.’ 

Initially the Court is faced with the problem of whether or not the 
intervenors’ interests will be adequately represented. Although they are 
nominally intervening as parties-defendant, it is obvious that eventually 
the applicants will look to the defendant for the royalties which may be- 
come due to them if they are successful in establishing their ownership to 
the name DAIRY QUEEN. Not only are the applicants’ interests adverse to 
the plaintiff by reason of the dispute over the ownership of the name, but 
so too there can be no representation by the defendant which would ade- 
quately protect the applicants’ position because of the financial conflict 
that exists between them. 

Even though applicants have hurdled the first obstacle, they must next 
meet the test of whether or not they may be “bound” by a judgment ren- 
dered in the case. The word “bound”, as used in Rule 24(a)(2) has been 
given many conflicting interpretations. This is evidenced by the number 
of inconsistent cases reported, both before and after the Supreme Court 
expressed its view in the case of Sutphen Estates v. United States, 342 
U.S. 20 (1951). Some courts have equated that word to mean that the 
intervenor will be “bound” if he may be “materially affected” or may 
suffer a “practical disadvantage” by the outcome of the action. Ford 
Motor Co. v. Bisanz Bros., 249 F. 2d 22 (8th Cir. 1957) ; Clark v. Sandusky, 
205 F. 2d 915 (7th Cir. 1953) ; Mack v. Passaic Nat. Bank & Trust Co., 
150 F. 2d 474 (3rd Cir. 1945). Generally see, Note 63 Yale L. J., 408. 

However, even in view of this Circuit’s interpretation in the Mack 
case, supra (which case preceded Sutphen), we are inclined to follow the 
Supreme Court in holding that an applicant may be “bound” within the 
meaning of Rule 24(a)(2) only when he may be subject to a plea of res 
judicata. See also United States v. Wilhelm Reich Foundation, 17 F.R.D. 
96 (D. Me. 1954), affirmed 221 F. 2d 957 (1st Cir. 1955); Durkin v. Pet 
Milk Co., 14 F.R.D. 474 (W.D. Ark., 1953) ; Innis, Speiden & Co. v. Food 
Machinery Corp., 2 F.R.D. 261, 53 USPQ 330 (D. Del. 1942) ; Johnson v. 
Georgia Power Co., 2 F.R.D. (N.D. Ga. 1942) ; Ocean S. 8S. Co. of Savannah 
v. Allen, 36 F.Supp. 851, affirmed 123 F. 2d 469 (Sth Cir. 1942); Cf. 
Textile Workers Union of America v. Allendale, 226 F. 2d 765 (D. C. Cir. 
1955).* 





1. 4 Moore, Federal Practice, par. 24.08, p. 35, and the cases cited therein. 

2. “On the application for intervention, the well-pleaded allegations will be taken 
as true.” 4 Moore, Federal Practice, par. 24.14, p. 101. 

3. “In conventional litigation, one is bound by a judgment in the action, within 
the meaning of Rule 24(a), when the judgment is res judicata as to him.” at p. 767. 
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It is our opinion that if a court is desirous of permitting a party to 
intervene under a particular circumstance, it should not resort to a 
strained interpretation of the word “bound” in Rule 24(a) (2), but rather 
permit the intervention under the discretionary powers granted in section 
(b) of the Rule. Some of our appellate courts have contributed to the con- 
fusion by failing to delineate between intervention as of right and per- 
missive intervention as they are set out in the rules. Thus, the interpreta- 
tion of the word “bound” has been extended to grant intervention as of 
right in situations where permissive intervention was the real issue. This 
is so because on appeal, the appellate court may not review the lower 
court’s discretionary denial under section (b) but may only consider the 
question of intervention as of right. 63 Yale L. J. 408. 

Availing ourselves of the Supreme Court’s interpretation of “bound” 
in the res judicata sense, it is difficult to perceive how these applicants 
would be entitled to intervention of right. It should be pointed out that 
our denial of their motion will not prohibit the applicants from pursuing 
their cause in another action. Therefore, under all the facts and cirecum- 
stances of this case, we are of the opinion that the applicants do not have 
an absolute right to intervene under Rule 24(a)(2) because a judgment 
rendered herein could not be res judicata as to them. 

Although the applicants do not base their motion upon Rule 24(b) (2), 
we feel constrained, under the above reasoning, to consider this ground for 
intervention. That section reads as follows: 


“Permissive Intervention. Upon timely application anyone may 
be permitted to intervene in an action: (2) when an applicant’s 
claim or defense and the main action have a question of law or fact 
in common, * * * In exercising its discretion the court shall consider 
whether the intervention will unduly delay or prejudice the adjudi- 
cation of the rights of the original parties.” 


Granting of intervention under this section is, by definition, discretionary 
with the trial court. It is entirely feasible that as this case develops, cer- 
tain issues, both of fact and of law, will be identical with those which would 
be raised by the applicants if they were to be successful in their pending 
motion. 

However, the above is not the sole criterion under this section. If the 
intervention will “unduly delay or prejudice the adjudication of the rights 
of the original parties,” then the trial court ean properly deny the motion. 
4 Moore, Federal Practice, par. 24.10 (4), p. 62. It is this Court’s opinion 
that the intervention of the McCulloughs in the instant case would cause 
much delay in the trial of the case. Questions which are different and 
which were not within the contemplation of the original parties would 
thereby be injected. Undoubtedly, once the applicants herein would be 
admitted, the issues of the case would be so broadened as to render the 
original action unrecognizable. This is illustrated by the allegations which 
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appear in the applicants’ answer and counterclaim.‘ See, 4 Moore, Fed- 
eral Practice, par. 24.17, p. 127. For this reason, intervention on a per- 
missive basis must also be denied. The Court is of the opinion that the 
controversies of Ar-Tik and the McCulloughs inter se should be decided 
in a separate proceeding which would be free from the complications that 
beset the parties to the instant case. 

The motion for intervention under Rule 24 is hereby denied. 





CATALINA, INC. v. GEM SWIMWEAR, INC. 
No. 133-220 —D. C., S. D. New York — June 11, 1958 


CouRTS—J URISDICTION 
COMMON LAW TRADEMARKS—NATURE OF RIGHTS 
Plaintiff’s motion to remand action to state court is denied, since federal court 
has jurisdiction of cause of action under Lanham Act, which is substantial federal 
claim related to remaining causes of action framed in terms of common law unfair 


competition. 


Action by Catalina, Inc. v. Gem Swimwear, Inc., for unfair competi- 
tion. Plaintiff moves to remand action to state court. Motion denied. 


David M. Levitan, of New York, N.Y., for plaintiff. 
Smith & Auslander, of New York, N.Y., for defendant. 


EDELSTEIN, District Judge. 

This is a motion by plaintiff under 28 U.S.C. § 1447(c) to remand an 
action removed from the New York Supreme Court, New York County. 
The action is one for injunctive relief, alleging acts of unfair competition 
resulting from the defendant’s manufacturing and selling certain swim- 
suits said to be slavish copies of plaintiff’s products. The petition for 
removal* sets forth that the complaint alleges, among others, a cause of 
action for copyright infringement and another for violation of Section 
43(a) of the Lanham Act, 15 U.S.C. § 1125(a), thereby presenting claims 


4. Illustrative of the applicants’ counterclaim are: 

(a) An injunction against the plaintiff from asserting the rights of ownership in 
the trademark and tradename DAIRY QUEEN, 

(b) Assignment of certain trademark registration numbers which allegedly were 
procured in derogation of certain obligations which inured to the plaintiff, 

(c) An injunction against the plaintiff from violating certain sections of the United 
States Code relating to patents, 

(d) Reeovery of counsel fees from the plaintiff, all of which play no role in the 
controversy between the parties to the original suit. 

It is even questionable that the intervenors would be permitted to counterclaim 
if the theory of their intervention was based on section (b). See, Chandler & Price Co. 
v. Brandtjen & Kluge, Inc., 296 U.S. 53, 27 USPQ 162 (1935); EF. G. Staude v. Berles 
Carton Co., 31 F.Supp. 178, 44 USPQ 204 (E.D. N.Y. 1939) ; United States vy. Columbia 


Gas & Electric Corp., 27 F.Supp. 116 (D. Del. 1939). 
* The original petition for removal was followed, within the statutory period, 28 


U.S.C. § 1446(b), by a “supplementary” petition, which is treated merely as an amend- 
ment of the original petition. 
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within original jurisdiction of this court, 28 U.S.C. §1338(a) and 15 
U.S.C. §1121. There is no diversity of citizenship. 

An examination of the complaint discloses that the plaintiff has not 
pleaded a cause of action for copyright infringement. Reference to a 
copyright is made, but plaintiff does not allege that it is the copyright 
proprietor. In fact the copyright is alleged to be one registered by a third 
party, by whom it was confined for plaintiff’s use, and the reference to it 
is made merely to demonstrate that the product incorporated an original 
fabric pattern and design which contributed to its distinctiveness. Nor 
can the complaint be taken as pleading equitable ownership of the copy- 
right in the plaintiff. See Hoffman v. Santly-Joy, Inc., 51 F. Supp. 778, 
58 USPQ 526. 

But one of the six causes of action does allege a violation of § 43(a) 
of the Lanham Act. The defendant argues that this section creates a 
federal right of action within the original jurisdiction of the federal courts. 
Indeed the plaintiff asserts that it believes, in good faith, that it should be 
accorded relief under the Lanham Act, but that the Court of Appeals for 
this Circuit has not yet ruled on the issue. The Court of Appeals for the 
Third Circuit has held, in L’Aiglon Apparel v. Lana Lobell, Inc. (3 Cir.), 
214 F. 2d 649, 651, 102 USPQ 94, 96, that Section 43(a) of the Lanham 
Act is a provision which “with clarity and precision adequate for judicial 
administration, creates and defines rights and duties and provides for their 
vindication in the federal courts.” Section 39, 15 U.S.C. § 1121 makes it 
unnecessary to show diversity of citizenship or any jurisdictional amount. 
It is true that the Court of Appeals for the Second Circuit has not yet 
passed on the issue, but Chief Judge Clark, concurring in Maternally 
Yours v. Your Maternity Shop (2 Cir.), 234 F. 2d 538, 546, 110 USPQ 
462, 468 (46 TMR 1509), cited the L’Aiglon case with approval and re- 
ferred to “the clear federal jurisdiction arising under the new and quite 
extensive provision covering the false description or representation of 
goods introduced into commerce. Lanham Act, § 43(a), 15 U.S.C. § 1125 
(a).” I would take no exception to this view in the absence of a con- 
trolling precedent to the contrary. 

I hold, accordingly, that this court has jurisdiction of the cause of 
action under the Lanham Act, which is a substantial federal claim related 
to the remaining causes of action framed in terms of common law unfair 
competition, over which this court has pendent jurisdiction. The motion 
to remand is denied. 
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AMBASSADOR EAST, INC. v. ORSATTI, INC. et al. 
No. 12465—C. A. 3—June 26, 1958 


CourRTS—J URISDICTION 
In an infringement and unfair competition action brought in federal court 
based upon diversity of citizenship, the jurisdictional amount is determined by the 
value of the right involved, not by the amount of the injury sustained as a result 
of the defendant’s acts. 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 
The intent of the defendant at the time it adopted the challenged mark is an 
important factor. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
REMEDIES—U NFAIR COMPETITION—SCOPE OF RELIEF—TERRITORIAL LIMITATIONS 
In an action brought ky the proprietor of the famous PUMP ROOM restaurant in 
Chicago against one operating a restaurant in Philadelphia under the same name 
and who also used a similar pump design, the lower court’s ruling permitting the 
defendant to use such name so long as it was preceded by defendant’s surname 
and so long as plaintiff did not open a place of business within ninety miles of 
Philadelphia was reversed, the appellate court holding that plaintiff was entitled 
to an injunction barring all use of the name by defendant. 


Action by Ambassador East, Inc. v. Orsatti, Inc. and Arnold Orsatti 
for unfair competition. Plaintiff appeals from District Court for Eastern 
District of Pennsylvania from judgment for defendants. Reversed. 

Case below reported at 48 TMR 456. 


Abraham L. Freedman, of Philadelphia, Pennsylvania, for plaintiff-appel- 
lant. 

Edward W. Mulliniz, of Philadelphia, Pennsylvania, for defendants- 
appellees. 


Before Maris, Goopricu, and McLAvuGuHuin, Circuit Judges. 


Goopricu, Circuit Judge. 

This is a suit to restrain the defendants from using the trade name 
PUMP ROOM and symbols related to that name in connection with the 
operation of their restaurant business in the City of Philadelphia. The 
case was heard and argued in this district court. Thereafter the trial judge 
had doubts whether the jurisdictional amount was involved, the suit being 
primarily one to obtain an injunction and the case in federal court by 
diversity only. So the judge raised the point with counsel for each side. 
The jurisdiction issue was submitted to the court. The district judge con- 
cluded that he did not have jurisdiction, but went ahead and made findings 
of fact and conclusions of law in case the appellate court thought him 
mistaken on the jurisdiction point, 155 F.Supp. 937, 115 USPQ 172 (48 
TMR 456) (E.D. Pa. 1957). On the merits, he concluded that the plaintiff 
was entitled to relief but not to the extent it believes itself entitled. The 
plaintiff, in this appeal, objects both to the court’s conclusion on the 
matter of jurisdiction and to the limited relief afforded on the merits. 
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The case has been presented to us by each side with unusual com- 
petent thoroughness and the court has been greatly assisted thereby. 

That the judge raised the point of jurisdiction was commendable. It 
is our business in federal courts to make sure that we are entitled to hear 
and decide the cases brought to us. See McNutt v. General Motors Corp., 
298 U.S. 178, 184, 189 (1936); Kaufman v. Liberty Mut. Ins. Co., 245 
F.2d 918 (3d Cir. 1957); Page v. Wright, 116 F.2d 449 (7th Cir. 1940). 
We think, however, the judge was mistaken in the conclusion he reached 
and that there was jurisdiction for him to hear and decide this case. 

The point which makes the most trouble and about which there was 
so much discussion in the argument on appeal involves the test to be used 
in determining the amount in controversy. The defendant says that the 
proper measure in a case of this sort is the injury, past and prospective, 
inflicted upon plaintiff’s trade name and asserts that the plaintiff has not 
shown that the damages incurred therefrom were up to the statutory 
minimum. The plaintiff, in turn, claims that in an injunction suit the 
test is the value of the interest sought to be protected. That interest here, 
it is urged is the ‘good will attached to plaintiff’s name and fame which, 
according to an express finding by the trial court, is worth more than 
$3,000. 

This Court has gone thoroughly into the question of the necessary 
elements for an equity suit based on diversity in the case of John B. Kelly, 
Inc. v. Lehigh Nav. Coal Co., 151 F.2d 748, 746 (3d Cir. 1945), cert. denied, 
327 U.S. 779 (1946). In that case Judge McLaughlin, writing for the 
Court said: 


“Tt is well settled that in an action of this nature, the jurisdic- 
tional amount is to be calculated on the basis of the property right 
which is being injured. If that property right has a value in excess 
of $3,000 the Federal Court has jurisdiction of such a diversity suit 
even though the plaintiff had not suffered $3,000 damages at the time 
suit was instituted.” 


In the course of the opinion Judge McLaughlin discusses and distinguishes 
the Supreme Court cases which were urged upon us by the defendant in 
argument here. He also cites an abundance of authority in support of the 
conclusion reached as to the applicable test. To these we may add a line 
of trade name decisions which, in addition, define the right in terms of 
good will. Seaboard Finance Co. v. Martin, 244 F.2d 329, 331, 113 USPQ 
362, 363-364 (47 TMR 857) (5th Cir. 1957) ; Harvey v. American Coal Co., 
50 F.2d 832, 834, 10 USPQ 26, 27-28 (21 TMR 495) (7th Cir. 1931); 
Beneficial Industrial Loan Corp. v. Kline, 132 F.2d 520, 525, 56 USPQ 89, 
93-94 (33 TMR 135) (8th Cir. 1942); Del Monte Special Food Co. v. 
California Packing Corp., 34 F.2d 774, 776-77, 3 USPQ 15, 18 (19 TMR 
443) (9th Cir. 1929) ; Indian Territory Oil & Gas Co. v. Indian Territory 
Illuminating Oil Co., 95 F.2d 711, 713, 37 USPQ 301, 302 (28 TMR 295) 
(10th Cir. 1938). 
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We turn, therefore, to the merits of the plaintiff’s case. As indicated 
earlier this litigation is in federal court by virtue of diversity only. It 
involves no federal trademark questions but is solely a question of the tort 
law concerning unfair competition. As the Supreme Court of Pennsylvania 
has pointed out, in cases of this sort, the federal decisions are particularly 
valuable. Goebel Brewing Co. v. Esslingers, Inc., 373 Pa. 334, 95 A.2d 523, 
97 USPQ 491 (43 TMR 1040) (1953). Cf. Sears, Roebuck & Co. v. Johnson, 
219 F.2d 590, 592, 104 USPQ 280, 282 (45 TMR 461) (3d Cir. 1955). 

The plaintiff complains of the defendant’s use of the term PUMP ROOM. 
Plaintiff’s PUMP ROOM is a dining room in its hotel in Chicago and has been 
operated as such since 1938. The name is taken from the PUMP ROOM in 
Bath, England, with the consent and approval of the proprietors of that 
establishment. Plaintiff’s room is bizarre, garish and expensive ;! the cuisine 
specializes in dishes served on flaming swords and other exotic items. It is 
a room where quite evidently patrons go to see and be seen. It has been 
advertised nationally and publicized through other media. 

The defendant is a restaurant proprietor in Philadelphia and has been 
since 1942. The name ORSATTI’S PUMP ROOM and the insignia of a pump 
was adopted about 1951. In some cases the word orsaTtTi’s has not been 
used before the term PUMP ROOM. 155 F.Supp. at 939, 115 USPQ at 174. 
ORSATTI'S PUMP ROOM does not specialize in the same kind of things for 
which the plaintiff’s Pump Room has become famous. Its physical appear- 
ance and method of operation are different. It is claimed that Orsatti 
got the idea of the name PUMP ROOM from an elderly caretaker of the 
premises in which the Orsatti restaurant was established. But that is 
not important unless the question of intent at the time of the original 
assumption of the name becomes important and we do not think it does. 
See Ambassador East, Inc. v. Shelton Corners, Inc., 120 F.Supp. 551, 554, 
101 USPQ 180, 182 (44 TMR 828) (S.D.N.Y. 1954) ; 3 Callmann, Unfair 
Competition and Trademarks 1526-27 (2d ed. 1950). But see El Chico, 
Inc. v. El Chico Cafe, 214 F.2d 721, 102 USPQ 267 (44 TMR 1307) (5th 
Cir. 1954). Whether adopted innocently or not in the first place, Orsatti 
became aware of the plaintiff’s objection to the use of the words PUMP ROOM 
and nevertheless continued to use it. See 3 Restatement, Torts 565 (1938). 

The heart of the plaintiff’s claim is that through the years and at 
great expense it has built up about the name PUMP ROOM a distinctive 
reputation. It may not be the kind of reputation which would meet the 
approval of Cromwell’s Puritans or their modern successors if any. But, 
nevertheless, because of it, the name has developed a business value which 
the plaintiff is entitled to have protected. See 3 Restatement, Torts 597-98 
(1938). 


1. Perhaps “expensive” is a word which varies with the individual, but there is a 
finding of fact that the average food check is $5.75 per person, the average beverage 
check is $2.10. 
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Judge Learned Hand has described the controlling principle in words 
which are characteristically apt in a paragraph which has been quoted 
over and over again by courts in this type of case.*, We can do no better 
than to quote it ourselves. He said :* 


“His mark is his authentic seal; by it he vouches for the goods which 
bear it; it carries his name for good or ill. If another uses it, he 
borrows ‘the owner’s reputation, whose quality no longer lies within 
his own control. This is an injury, even though the borrower does not 
tarnish it, or divert any sales by its use; for a reputation, like a face, 
is the symbol of its possessor and creator, and another can use it only 
as a mask. And so it has come to be recognized that unless the bor- 
rower’s use is so foreign to the owner’s as to insure against any identifi- 
cation of the two, it is unlawful.” 


The learned district judge was willing to allow the plaintiff some 
measure of protection. He insisted that the name orsaTTi be put ahead of 
the term PUMP ROOM. It is there now on the outside marquee of Orsatti’s 
in Philadelphia but the photographs in evidence show pretty clearly that 
PUMP ROOM is very prominent and the orsaTTi’s is not. The judge also 
thought that if the plaintiff wanted to establish a restaurant within ninety 
miles of Philadelphia and call it PUMP room that the defendant should then 
be restrained from using the term. Both these contentions too narrowly 
restrict the plaintiff’s protection. It is entitled to have its name protected 
in full, not modified by other people’s qualifying names and, at least on 
the facts before us, not limited by distance. The distance point is expressly 
covered by the cases cited below. See also Callmann, op. cit. supra § 76.3 
(b)(1), particularly at 1204.* 

Interestingly enough, this problem of protection of names of eating i 
places has come up in quite a number of cases involving restaurants whose 
proprietors have claimed to have built up far-reaching reputations for 
themselves. In every instance but one® to which our attention has been 
called the plaintiff has received full protection for the value of his name. 
Stork Restaurant, Inc. v. Sahati, 116 F.2d 348, 76 USPQ 374 (38 TMR 431) 
(9th Cir. 1948); Nagrom Corp. v. Cock ’N Bull, Inc., 149 F.Supp. 217, 
112 USPQ 416 (47 TMR 635) (D.C.D.C. 1957) ; Ambassador East, Inc. v. 
Shelton Corners, Inc., 120 F.Supp. 551, 101 USPQ 180 (44 TMR 828) 
(S.D.N.Y. 1954); Stork Restaurant, Inc. v. Marcus, 36 F.Supp. 90, 48 
USPQ 306 (31 TMR 132) (E.D. Pa. 1941); Brass Rail, Inc. v. Ye Brass 





2. See Ambassador East, Inc. v. Shelton Corners, Inc., 120 F.Supp. 551, 554, 101 i 
USPQ 180, 182 (44 TMR 828) (S.D.N.Y. 1954); Stork Restaurant v. Sahati, 166 F.2d : 
348, 355, 76 USPQ 374, 378-379 (38 TMR 431) (9th Cir. 1948); and cases cited in 
Annot., 148 A.L.R. 12, 55 n. 212 (1944). 

3. Yale Elec. Corp. v. Robertson, 26 F.2d 972, 974 (18 TMR 321) (2d Cir. 1928). 

4. For a general discussion of the territorial scope of trademark and trade name 
protection, see Annot., 148 A.L.R. 12, 92-125 (1944). See also 3 Restatement, Torts § 732 
and com. a (1938). 

5. El Chico, Inc. v. El Chico Cafe, 214 F.2d 721, 102 USPQ 267 (44 TMR 1307) 
(5th Cir. 1954); cf. Faciane v. Starner, 230 F.2d 732, 108 USPQ 392 (46 TMR 553) 
(5th Cir. 1956). 
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Rail of Massachusetts, Inc., 43 F.Supp. 671, 36 USPQ 192 (D. Mass. 1938) ; 
51 West Fifty-First Corp. v. Roland, 139 N.J. Eq. 156, 50 A.2d 369, 
72 USPQ 206 (37 TMR 56) (1946) ; Maison Prunier v. Prunier’s Restaurant 
& Cafe, Inc., 159 Mise. 551, 288 N.Y. Supp. 529 (28 TMR 33) (Sup. Ct. 
1936) ; see Bill’s Gay Nineties, Inc. v. Fisher, 180 Mise. 721, 41 N.Y.S.2d 
234, 60 USPQ 151 (34 TMR 95) (Sup. Ct. 1943); ef. Pike v. Ruby Foo’s 
Den, Inc., 232 F.2d 683, 109 USPQ 78 (46 TMR 602) (D.C. Cir. 1956). 
The judgment of the district court will be reversed and the case 
remanded for further proceedings not inconsistent with this opinion. 





IN RE COOPER 
Appl. No. 6329 —C. C. P. A.—April 14, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant sought to register the coined term TEENY-BIG as a trademark for 
books. The Examiner of Trademarks refused registration on the ground that the 
mark presented is merely the title of a book, and therefore descriptive. The action 
of the Examiner was affirmed by the Assistant Commissioner. The cases have long 
held that a book title may not be registered as a trademark, irrespective of whether 
the mark be arbitrary or not. Since the title of the book is the only way the book 
may be asked for, it necessarily describes the book, and in this respect differs from 
a request for SUNKIST oranges. While it is possible and proper to register the name 
of a series of books, the title of a single book may not be registered. The name 
of a book series does not refer to the contents of the publication, but rather to 
the author, who is the source of the series. The title of a single book, however, 
refers to the specific content or theme of that book. The Constitution (Art. 1, Sec. 8) 
makes no grant of rights to authors. It merely permits Congress to grant such 
rights if it appears desirable. 
CoPpYRIGHTS—IN GENERAL 
A copyright is limited in its term, whereas a registration may be renewed in- 
definitely, and therefore the registration of a book title would be inconsistent with 
the copyright statute. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Property rights in book titles are more properly protectible under the law of 
unfair competition. 


Application for trademark registration by Raymond K. Cooper, Serial 
No. 653,815 filed September 28, 1953. Applicant appeals from decision of 
Commissioner of Patents refusing registration. Affirmed; Worley, Judge, 
dissenting with opinion. 
Case below reported at 46 TMR 1424. 
Marzall, Johnston, Cook & Root and John A. Marzall, of Chicago, Illinois, 
for appellant. 
Clarence W. Moore, for Commissioner of Patents. 


Before JOHNSON, Chief Judge, and O’CoNNELL, WoRLEY, and RicuH, 
Associate Judges. 
Ricu, Judge. 
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The sole question raised by this appeal is whether an arbitrary, that 
is to say coined, term which is the title of a book, and the only designation 
the book has, is registrable as a trademark for books under the Trademark 
Act of 1946, also known as the Lanham Act. 


Facts 


September 28, 1953, appellant applied for the registration of TEENY- 
BIG as a trademark for books, in Class 38, on the Principal Register under 
the Act of July 5, 1946, alleging first use and use in “commerce” on July 1, 
1953. The specimen filed with the application appears to be the jacket 
of a book, the front cover portion bearing at the top the words TEENY-BIG, 
underneath which is a picture and under the picture the statement “By 
R. K. COOPER with Illustrations by Dorothy Ashbrook Hobson.” On the 
portion which would wrap around the back of the book are printed the 
title and author’s name. On the back portion is the usual blurb from which 
one may gather that the work is a juvenile, that is to say a book for chil- 
dren, the principal character in which is a little elf with magic powers of 
self-expansion named TEENY-BIG. It also appears that Raymond K. Cooper, 
the author and appellant here, Yale ’22, is president of four large building 
and supply houses, grandfather of five and took “time out of his busy 
routine to capture within the covers of his new book the elusive spirit of 
childhood.” In sum, the book contains a single story, the name of the 
story is TEENY-BIG, the title of the book is TEENY-Bia and the book has no 
other name, title, subtitle or any other designation except its generic name 
“hook.” 


DECISIONS BELOW 


The Examiner of Trademarks refused registration “on the ground that 
the mark presented herein is merely the title of a book” and because “the 
author or proprietor of a literary work has no property in its name, which 
is merely a term of description which must be used in ealling for the 
goods.” Five decided cases and a text were cited as authorities. 

Assistant Commissioner Leeds affirmed the decision of the examiner 
in an opinion published at 110 USPQ 323 (46 TMR 1424). Her reasons 
for refusing registration were essentially the same as those of the exam- 
iner but she made this concise statement as to her principal reason, 110 
USPQ at 324 (46 TMR at 1425) : 


The name which is the only name by which an article of merchandise 
may be identified—whether a book or any other—is not a trademark 
and is therefore not registrable. Since the subject matter of this 
application is the name and the only name by which the copies of 
applicant’s book can be identified, it is not a trademark and is not 
registrable. 
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APPELLANT’S POINTS 


It has so long been settled that the title of a book cannot be regis- 
tered as a trademark, because it is not a trademark, that there has been 
some question in our minds as to whether the concurring decisions below 
should not be summarily affirmed with mere citation of some of the prin- 
cipal authorities. In re Page Company, 47 App. D.C. 195, alone would 
suffice. However, the apparent sincerity of appellant’s arguments per- 
suades us to a presentation of our views on the principal contentions which 
have been made and an explanation of the reasons why we believe the 
appellant’s arguments to be unsound. 


WRONG QUESTION ASKED 


At the outset appellant misstates the question before us, asserting 
that it is “whether an arbitrary word may be used as a trademark for books 
in the same manner in which the same trademark could be used for ordi- 
nary commodities such as fruits, canned goods, shoe laces, locomotives, 
ete.”” This is not the issue, which is as we have stated it at the beginning 
of this opinion. No one has asserted that a word may not be used as a 
trademark for books or that there cannot be trademarks for books, in the 
form of a word or otherwise, or that trademarks for books cannot be regis- 
tered under the Lanham Act. Appellant appears to assume that TEENY-BIG 
has been used as a trademark for books in asking that it be registered, but 
that is what we have to decide. Nothing we say should be taken as imply- 
ing that no trademark for books can be registered; but before there can 
be registration there must be a trademark and a trademark exists only 
where there has been trademark use. 


STATUTORY PROVISIONS 


Appellant’s first point, as briefed, is that the 1946 Act entitles him to 
registration. It is urged that TEENY-Bia is registrable by the express provi- 
sion of Sec. 2 unless it falls within one of the prohibitions of that section 
and appellant contends that it does not. 

Section 2, relied on by appellant, insofar as here pertinent provides: 


See. 2. Trademarks registrable on the principal register. 

No trademark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the principal register on account of its nature unless it— 

(e) consists of a mark which, (1) when applied to the goods of 
the applicant is merely descriptive or deceptively misdescriptive of 
them, * * *; * * * (15 U.S.C. 1052). 


The introductory clause and the quoted portion of subsection (e) are 
complementary and opposite sides of the same coin to the extent that a 
mark which is “merely descriptive” of the goods to which the applicant 
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has applied it is not being used by him as a trademark for those goods and 
hence, in that use, is not a trademark. The decisions below are obviously 
predicated on Section 2 in holding TEENY-BIG unregistrable on the grounds 
(a) that it is not a trademark and (b) that it is the name of applicant’s 
book. 

To eliminate any possible doubt on the matter, we proceed on the 
understanding that the name of a thing is descriptive of it, for the sense 
in which trademark law uses the term “descriptive” includes the names of 
things as well as qualifying expressions. In lay language the name of a 
thing might be referred to as designative, as in the expression “red rose” 
the name “rose” is designative and the adjective “red” is descriptive, but 
trademark law lumps the names and the qualifying expressions in the 
descriptive category. Thus the names “orange,” “bean” and “book” are 
clearly “descriptive” of oranges, beans and books respectively. Further- 
more, such names are incapable of functioning as trademarks because they 
cannot distinguish the goods of one person from the goods of another. 

Appellant asserts that his mark does not fall within any of the prohibi- 
tions of the Trademark Act, that he has complied with all of its provisions 
and apparently assumes that TEENY-BIG has been used by him as a trade- 
mark. We do not think this is an overstatement for at the beginning of 
the brief it is stated that “evidently the rejection of the application was 
based on the alleged premise that a valid trademark may not be had on 
the use of an arbitrary name as a trademark for books (not in series)” 
and the question is asked “what protection may he have when an arbitrary 
word or name is used as a trademark for his books?” (Emphasis ours.) 

Appellant seems to be arguing that whenever an arbitrary term is 
applied to a commodity of commerce—which a book is, of course—it ipso 
facto becomes a trademark. For example he says: 





The word “Potatoes” may not be protected for potatoes, but zIPPo may 
be a valid trademark for potatoes or cigar lighters. zippo, like TEENY- 
BIG, being an arbitrary word for the goods or commodity by which the 
public designates the product to indicate the origin. 


To this is coupled an argument, the main theme of the brief, as plausible 
as it is fallacious, which will best be understood from the following selected 
passages illustrative of many others: 


The examiner holds that the applicant may not have protection 
on the name or mark of his book, because there is no other way in [sic] 
asking for the book. That same kind of reasoning would be true with 
respect to any other goods, or to commodities such as canned beans, 
oranges, or what not. 

* * * 


To say that there is no other way of asking for a book than by its 
title, does not appear to be sound and logical because the same is true 
of any goods or commodity. If a person should ask for a book—and 
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there are millions of books—the next question would be, ““What book 
do you want?”, and the answer would be, TEENY-BIG. 
* * * 

In the same vein, if somebody asked for an orange or a dozen of 
oranges, the grocer would say, “What kind of oranges do you want?” 
and, if SUNKIST oranges were wanted they would reply, SUNKIST 
oranges. 

If a purchaser would say, “I want some canned beans,” he would 
be asked, ““What kind of canned beans do you want?” He would reply 
by saying, LIBBY’S, HEINZ, or whatever other make he wants. 


* * * 
It does not seem to make any difference whether the goods be 


books, games, golf clubs, riding saddles, oranges, candy, canned goods, 
or any other item. 


But it does make a difference. The purchaser of a book is not asking for 
a “kind” or “make” of book. He is pointing out which one out of millions 
of distinct titles he wants, designating the book by its name. It is just as 
though one walked into a grocery and said “I want some food” and in 
response to the question “What kind of food?” said, “A can of chicken 
noodle soup.” 

The fallacy in appellant’s arguments resides in the comparison of the 
wrong terms. TEENY-BIG must be compared to “oranges” and “canned 
beans” on the facts of this case, and not to SUNKIST, HEINZ, and LIBBY’S. 
Obviously, to support our statement of what terms must be compared, it 
behooves us to show that TEENyY-Bia is a descriptive name like “canned 
beans,” rather than a trademark like SUNKIST as assumed (but not proved) 
by appellant. 

The key to this case is not the word “arbitrary,” which appellant takes 
to be tantamount to a directive to register, but the true nature of the words 
TEENY-BIG. Man is a creative animal. By the labor of his hands he creates 
things and by the labor of his mind he creates thoughts which are woven 
together into the form of essays, reports, speeches, court opinions, stories 
and the like. Man is a verbal animal and each new thing brings into being 
before long a new name—hammer, wheel, wagon, automobile, airplane. 
Things found in nature are also named—oranges, beans. Language evolves 
adjectives like teeny and big and baked and some new things can be named 
without coining new words, for example tank truck. 

Books, as articles of merchandise, have entered the marketplace in 
great quantities. As appellant says, there are millions of them. They 
proliferate in two ways. New copies of old books are constantly manufac- 
tured—“Hamlet,” the “Holy Bible,” “Webster’s Dictionary” and J. K. 
Lasser’s “Your Income Tax.” But, as in the case we are dealing with, 
authors and their publishers are constantly producing new books, the con- 
tents of which are new ideas in different forms—new plays, new yarns, 
new attempts to recapture the elusive spirit of childhood. Each is a new 
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thing, unique, which has to have a name and, speaking generally, its name 
will fall into one of two categories. In the first category is a name like 
“tank truck” suggested above, composed of existing descriptive words or 
names, or other purely descriptive phrases such as “Furniture Repair and 
Refinishing” and “The Life of Abraham Lincoln.” The second category 
contains the new names for new books, the ones appellant calls “arbitrary” 
—“Candide,” “Leviathan,” “Huckleberry Finn,” “Arrowsmith,” “Moby 
Dick,” “Pride and Prejudice,” to pick a few at random, names which give, 
prior to reading it, no indication of what is in the book. Of course there 
are also the intermediate names ranging through all shades of descriptive- 
ness of the book’s contents. But however arbitrary, novel or nondescrip- 
tive of contents the name of a book—its title—may be, it nevertheless 
describes the book. Appellant has nowhere attempted to answer the ques- 
tion, How else would you describe it—what else would you call it? If the 
name or title of a book were not available as a description of it, an effort 
to denote the book would sound like the playing of the game “Twenty 
Questions.” 

Appellant appears to argue that there is an inconsistency in regis- 
tering as a trademark the name for a series of books and in not registering 
the title of a single book. We see no inconsistency. The name for a series, 
at least while it is still being published, has a trademark function in indi- 
eating that each book of the series comes from the same source as the 
others. The name of the series is not descriptive of any one book and 
each book has its individual name or title. A series name is comparable 
to the title of a periodical publication such as a magazine or newspaper. 
While it may be indicative either specifically or by association in the public 
mind, of the general nature of the contents of the publication, it is not 
the name or title of anything contained in it. A book title, on the other 
hand especially one which is coined or arbitrary, identifies a specific 
literary work, of whatever kind it may be, and is not associated in the 
public mind with the publisher, printer or bookseller—the “manufacturer 
or merchant” referred to in the Trademark Act (Sec. 45, definition of 
trademark). If a title is associated with anything, it is with the author 
for it is he who has produced the literary work which is the real subject 
of purchase. 

As TEENY-BIG is no more than the name of a book, its only name, it is 
not a trademark under the statute Section 2. Hence, TEENY-BIG was prop- 
erly refused registration. It is of no avail to point out that it was “arbi- 
trary” because every newly coined name has that characteristic, for 
example “radio,” “woofer,” “tweeter” and “smog,” a fact that tends to be 
forgotten as new nomenclature becomes a part of the language and new 
titles are added to the publishers’ catalogs. 

In saying that TEENY-Bia is the name of a book, we note that in this 
context the term “book” has a dual aspect. First, it is an article of manu- 
facture which can be sold in the marketplace. As such it is not unlike 
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blankbooks or pads of paper. Secondly, it contains, by virtue of the print- 
ing on the paper, an intellectual content which is incorporeal—the story. 
The title of the “book” does not really pertain to the first aspect at all but 
identifies, names or describes the incorporeal literary content, which is 
subject to the laws pertaining to literary property. Publishers, in short, 
are not in the blankbook business. 

There is a compelling reason why the name or title of a book of the 
literary sort cannot be a trademark. The protection accorded the property 
right in a trademark is not limited in time and endures for as long as the 
trademark is used. A book, once published, is protected against copying 
only if it is the subject of a valid copyright registration and then only 
until the registration expires, so eventually all books fall into the public 
domain. The right to copy which the law contemplates includes the right 
to call the copy by the only name it has and the title cannot be withheld 
on any theory of trademark right therein. As was aptly said in In re Page 
Company, 47 App. D.C. 195, when copyright in a protected work expires, 
“the use of the descriptive name becomes publici juris.” The title there 
under consideration was POLLYANNA which appears to be quite as “arbi- 
trary” as TEENY-BIG. Of course it makes no difference whether the work 
whose name is sought to be registered is copyrighted. If it is not, the 
public may copy it at once and would be as clearly entitled to eall it by 
its name. If there were two publishers of POLLYANNA, how could the title 
possibly indicate origin or distinguish the goods of one from the goods 
of the other? 

We have reviewed the opinion of Judge Garrett in Whitman Publish- 
ing Company v. McLoughlin Bros., Inc., 25 C.C.P.A. (Patents) 1298, 38 
USPQ 120, 97 F.2d 608 (28 TMR 367), so extensively quoted by appellant. 
We find it entirely consistent with what we have said in this opinion and 
with the result reached. Other cases which have held that the title of books 
are mere names, and hence not trademarks, are Black et al. v. Ehrich et al., 
44 F. 793 (1891) ; In re Page Company supra; Ex parte Reinhold Publish- 
ing Corporation, 68 USPQ 401 (36 TMR 100) (Com’r. 1946), and Ex parte 
Simmons-Boardman Publishing Corporation, 77 USPQ 660 (Com’r. 1948). 


OTHER ARGUMENTS 


Appellant urges that since the copyright laws do not protect the titles 
of books, if the Patent Office will not grant any protection on the name or 
title “then the applicant is without recourse even under the Constitution 
of the United States, which provides that patentees and authors shall be 
entitled to protection on their respective works.” Elsewhere it is alleged 
that this supposed failure of the law “appears to be a violation of” the 
Constitution. 

Article I, Section 8, eighth clause, of the Constitution, to which we 
are referred, does no more than grant power to Congress to secure certain 
rights to authors and inventors insofar as it elects to do so. The cited 
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clause grants no rights to authors and has nothing to do with the regis- 
tration of trademarks. It is well known that the rights in book titles are 
afforded appropriate protection under the law of unfair competition. See 
Nims, “Unfair Competition and Trademarks,” 4th Ed., Chapt. XVIII, 
especially § 277; Shoemaker, “Trademarks,” Sec. 112 at page 325. 

Appellant says, “The Patent Office does register trademarks for names 
or titles of games, which appears to be inconsistent with its holding that 
names or titles of books are not registrable.”” He then cites a number of 
examples together with the registration numbers and other data. We 
refrain from mentioning any of them so as not to reflect on the validity 
of registrations not before us, it being clear that we have not been supplied 
with sufficient information to enable us to say whether the words regis- 
tered were legally entitled to be considered trademarks or were mere 
descriptive names which could not at the same time be trademarks. Having 
postulated this situation, however, appellant makes much of it in argu- 
ment, one of his typical contentions being, “If games are registrable and 
they are, books also should be registrable.” Of course, neither games nor 
books are registrable but only trademarks. 

The short answer to the last mentioned contention is that the decision 
of this case in accordance with sound law is not governed by possibly 
erroneous past decisions by the Patent Office. Suffice it to say that the 
same principles of law apply to the registration of trademarks for all kinds 
of goods. If appellant were seeking to register TEENY-BIG as a trademark 
for a game the name of which was TEENY-Bia and it had no other possible 
descriptive name, our decision would be the same, and we trust it would 
have been the same in the Patent Office. 

The decision of the Assistant Commissioner is affirmed. 


WorLEY, Judge, dissenting. 

I appreciate the detailed discussion in the majority opinion, but am 
not completely satisfied as to the correctness of the result reached therein. 
True, there is precedent, particularly in the In re Page Company decision 
supporting the conclusion that the instant mark is not registrable, but it is 
also true that this court itself has provided support for the opposite view. 
For example, in Whitman Publishing Company v. McLoughlin Bros., Inc., 
25 C.C.P.A. (Patents) 1298, 38 USPQ 120, 123, 97 F.2d 608 (28 TMR 367), 
this court quoted with approval the following language: 


I can perceive no reason why a trademark may not properly be 
applied to a book, or to a complete collection of books, just as it may 
be applied to a serial publication or to any other article of merchan- 
~~" ** 

* * * T think that trademark ownership in a mark applied to 
books depends upon exactly the same considerations as those by which 
the question of ownership is determined with respect to marks applied 
to any other merchandise. J can find no justification, either in law or 
in reason, for applying a different rule. (Italics supplied. ) 
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I readily concede the precise issue here was not present there, but the 
language is especially significant since it was approved after consideration 
of In re Page. That decision was handed down in 1917, long prior to 
enactment of the Lanham Act, by the Court of Appeals of the District 
of Columbia. I respect the views of that court as “Those of a co-ordinate 
appellate court having, perhaps, approximately the standing” of this court 
in patent and trademark matters, and as such “they are persuasive and 
entitled to deference, but are not authoritatively binding.” ? In my opin- 
ion, the Page case is irreconcilable with the quoted language of the Whit- 
man decision. I prefer to follow the latter, not necessarily because it is 
one of our own decisions, but primarily because it is sound and consistent 
with the provisions of the Lanham Act. 

I agree with the majority that “The sole question raised by this appeal 
is whether an arbitrary, that is to say coined, term which is the title of a 
book, and the only designation the book has, is registrable as a trademark 
for books under the Trademark Act of 1946, also known as the Lanham 
Act.” 

The only provisions of that act germane to the instant issue are: 


See. 2. Trademarks registrable on the principal register 

No trademark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the principal register on account of its nature unless it—(Italics sup- 
plied. ) 


* * * 
(e) consists of a mark which, (1) when applied to the goods of 
the applicant is merely descriptive or deceptively misdescriptive of 
them, * * *; * * * (15 U.S.C. 1052). (Italics supplied.) 


It does not seem to me that a reasonable interpretation of the above 
language would prohibit registration of the instant mark. First it is obvi- 
ous, as the majority concedes, that the mark is an “arbitrary, that is to 
say coined, term * * *.” As such it would seem to fully satisfy the first 
requirement of the Act with respect to its capability of distinguishing 
appellant’s goods from the goods of others. Second, how a mark can be 
considered “arbitrary” and at the same time “merely descriptive” is some- 
thing I am unable to reconcile with the express provisions of subsection (e). 
While it is quite true that a trademark which was originally arbitrary may 
eventually become descriptwe, that is not the case here. 

Our late colleague, Judge Cole, once observed that “Trademarks exist 
in a practical world * * *.”? Broadly speaking, I think that statement 
captures the spirit of the Congressional intent as reflected in the report 
of the Senate Committee on Patents (Senate Report No. 1333, May 14, 
1946) which accompanied the Lanham Act: 


1. Watson v. Allen, App. D.C., 117 USPQ 68, 72. 
2. Burton-Dizie Corp. v. Restonic Corp., 43 C.C.P.A. (Patents) 950, 234 F.2d 668, 
110 USPQ 272, 275 (46 TMR 1367). 
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The purpose of this bill is to place all matters relating to trade- 
marks in one statute and to eliminate judicial obscurity, to simplify 
registration and to make it stronger and more liberal, to dispense 
with mere technical prohibitions and arbitrary provisions, to make 
procedure simple, * * *., 

* * * 


The purpose underlying any trademark statute is twofold. One 
is to protect the public so it may be confident that, in purchasing a 
product bearing a particular trademark which it favorably knows, it 
will get the product which it asks for and wants to get. * * * (Italies 
supplied. ) 


If the test employed in rejecting the instant mark is a proper and 
valid standard, then it should be consistently applied. That such does not 
appear to be the case is best illustrated by reference to but a few registered 
trademarks encountered daily, such as MERCUROCHROME, COCA-COLA (also 
registered as COKE), MENTHOLATUM, PEPTO-BISMOL, BUFFERIN, ANACIN, 
ABSORBINE, JR., and 7 up. Suppose, for example, a buyer wants a bottle 
of 7 up. How can he identify what he wants without calling for it by name 
—the only name it has and the only name he knows? What other name 
did it have at the time of registration? Would not the same also be true 
of a multitude of other popular marks? Then why should a different 
standard govern the instant mark? How can a purchaser identify TEENY 
BIG without asking for it by name—the only name it has and the only 
name he knows? 

In addition to the above, counsel for appellant cites numerous names 
of games which have been registered, among which are PARCHEESI, BINGO, 
INDIAN CHECKERS, GALLOPING DOMINOS, and MONOPOLY. It seems appropriate 
to wonder by what test those marks were passed for registration, and to 
inquire how they, any more than TEENY BIG, can be identified by any other 
name. 

It does not seem consistent to grant trademark protection for the titles 
of periodicals, comic strips, and books in series yet deny protection to the 
arbitrary title of a single book. For example THE SATURDAY EVENING POST 
is a registered trademark, although obviously it is the name and the only 
name by which that periodical can be identified. There, as here, trademark 
registration does not cover the contents, but merely the title. The con- 
tents of the post, if copyrighted, would enter the public domain upon ex- 
piration of the copyright protection; however, the trademark under which 
the contents were published would not be available to the public, but would 
remain with the publisher. Would that not also be true here? In that 
connection, the following language in the majority opinion is interesting: 


There is a compelling reason why the name or title of a book of 
the literary sort cannot be a trademark. The protection accorded the 
property right in a trademark is not limited in time and endures for 
as long as the trademark is used. A book, once published, is protected 
against copying only if it is the subject of a valid copyright registra- 
tion and then only until the registration expires, so eventually all 


{ 
i 
; 


Abana idee! 


AP inthe materi ete Sg 2 


a ea lactase Ab A 


Anes Sae teh at 


iiss tsi hat REN wn 





Ons Al ah te hb TIN ma 


eg en ee 


2 nshvaneten ned 


Oa aie mt ht tah shen 


Vol. 48 T. M. R. MEDICATED PRODUCTS v. ALICE JEWELRY CO. 1265 





books fall into the public domain. The right to copy which the law 
contemplates includes the right to call the copy by the only name 
it has and the title cannot be withheld on any theory of trademark 


right therein. 


I trust I do not do the majority an injustice in construing that lan- 
guage to indicate that they have been influenced, at least to some extent, 
as I think was also true in several of the cases cited below, by the provi- 
sions of the Copyright Act, an act over which this court has no jurisdiction. 

It seems there is an underlying fear on the part of the majority that 
registration of the instant mark would provide permanent protection of 
the contents of the book. However, I do not see that registration of the 
instant title would carry with it any greater degree of protection of the 
contents than is the case with respect to the title of a series of books or 
periodicals. 

It is a matter of common knowledge that millions are spent in an effort 
to educate the public to ask for products by a particular name. I think 
Congress intended to encourage, not retard, those efforts when it enacted 
the Lanham Act. I not only fail to see that registration of the instant mark 
would result in any violence in the trademark world, but, on the contrary, 
feel that its registration would be clearly consistent with the provisions of 
that Act. 





MEDICATED PRODUCTS CO. v. ALICE JEWELRY COMPANY 
Appl. No. 6363 —C. C. P. A.—May 23, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Past decisions on confusing similarity are of little assistance in new fact situa- 
tions wherein entirely different marks and products are involved. 

Trademarks must be considered in their entireties and while it is true that 
BRIDE’S PRIDE and THE BRIDAL PAIR contain the implication of a bride and that the 
second words both begin with the letter “P,” the marks are so different in sound, 
appearance and meaning that their concurrent use, the former for wedding and 
engagement rings and the latter for earrings, necklaces, keyrings, bracelets and 
anklets, is not likely to cause confusion. 


Opposition proceeding by Medicated Products Co. v. Alice Jewelry 
Company, application Serial No. 666,326, filed May 14, 1954. Opposer 
appeals from decision of Commissioner of Patents dismissing opposition. 


Affirmed. 
Case below reported at 47 TMR 405. 


James R. McKnight, of Chicago, Illinois, for opposer-appellant. 
Elliot A. Salter, of Providence, Rhode Island, for applicant-appellee. 


Before JoHNSON, Chief Judge, and O’CoNNELL, WorLEy, and Ricn, 
Associate Judges. 
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Ricu, Judge. 

This appeal is from the decision, 112 USPQ 10, of the Commissioner 
of Patents dismissing an opposition to application serial No. 666,326 to 
register the mark THE BRIDAL PAIR for earrings, necklaces, keyrings, brace- 
lets, and anklets made wholly or in part of precious metal, by the owner 
of registration No. 551,057, issued November 20, 1951, of BRIDE’s PRIDE 
for wedding and engagement rings. Applicant alleges use since January 
10, 1954. 

Neither party took testimony, opposer has submitted on brief and 
the applicant has filed none. 

In affirming the examiner, the Commissioner was of the opinion that 
“likelihood of confusion must be determined by considering the commercial 
impressions created by the marks in their entirety and not by dissecting 
the marks and comparing portions thereof. The marks THE BRIDAL PAIR 
and BRIDE’s PRIDE do not look alike or sound alike, nor do they stimulate 
the same mental association or impressions. Under such circumstances, 
there is no likelihood of confusion or mistake of purchasers.” 

Appellant-opposer’s brief sets forth a hypothetical situation wherein 
a fiancé first buys an engagement or wedding ring, and then, some time 
later, is allegedly confused as to trademarks when he purchases earrings, 
anklets, ete. The brief also cites a number of cases in which the court 
held marks entirely different from those here considered, to be confusingly 
similar. We have repeatedly held that past decisions on confusing similarity 
are of little assistance in new fact situations wherein entirely different 
marks and products are involved. 

Trademarks must be considered in their entireties. While it is true 
in the instant case that both marks contain the implication of a “bride” 
and that the second words both begin with “P,” we believe that the 
involved marks are so different in sound, appearance and meaning that 
their concurrent use is not likely to confuse or deceive. 

Therefore, the decision of the Commissioner of Patents is affirmed. 


WHITEHALL PHARMACAL COMPANY v. 
FRANCES DENNEY 


Appl. No. 6316—C. C. P. A.—May 23, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

In an opposition proceeding involving the mark HOPE used in connection with 
expensive perfumes sold by the applicant’s employees at special counters in large 
department stores, on the one hand, and denture products sold at ordinary drug 
counters on the other hand, the court held, in reversing the Assistant Commissioner, 
that current retail merchandising practices employed by the parties are not con- 
trolling on the question of purchaser confusion, and neither is the probable psycho- 
logical impact of the marks in the surroundings in which the goods are sold, for 
these practices can change at any time. Also, the fact that one product is a luxury 
product whereas the other is a necessity item is not of much importance on the 
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question of confusion, for not only can prices be changed at any time but it is 
common for a single manufacturer to produce both types of goods. The court 
further discounted the fact, heavily relied upon by the Patent Office in finding no 
likelihood of confusion that the opposer, as other large drug houses, manufactured 
a long line of products each of which was sold under a separate trademark. It is 
doubtful that the public is aware of such practices and highly unlikely that its 
collective mind has been conditioned by them. The question of confusion was not 
free of doubt in the court’s mind and since doubt must be resolved against the 
newcomer, the opposition should have been sustained. 

A different question is presented where similar marks are used on identical 
products from that where identical marks are used on similar products. In the 
former situation, purchasers may be so discriminating by foreknowledge of the 
precise brand desired or the high cost of the products as to preclude the likelihood 
of confusing one brand with another. 


Opposition proceeding No. 32,695 by Whitehall Pharmacal Company 
v. Frances Denney, application Serial No. 639,212, filed December 9, 1952. 
Opposer appeals from decision of Commissioner of Patents dismissing 
opposition. Reversed. Worley, Judge, concurring with opinion; Johnson, 
Chief Judge, dissenting with opinion. 

Case below reported at 46 TMR 991. 


Mortimer Altin, of New York, N. Y., for opposer-appellant. 


Mock & Blum, of New York, N. Y. (Asher Blum, of New York, N. Y., and 
Charles R. Allen, Jr., of Washington, D. C., of counsel) for applicant- 
appellee. 


Before JOHNSON, Chief Judge, and O’CONNELL, WoRLEy, and Ricu, Asso- 
ciate Judges. 


Ricu, Judge. 

This appeal is from the decision of the Commissioner of Patents 
dismissing opposition No. 32,695. 

Application serial No. 639,212 was filed December 9, 1952, by Frances 
Denney, a Pennsylvania corporation, seeking to register the mark HOPE 
for perfumes and toilet waters, alleging use since October 7, 1952. 

Registration is opposed by the Whitehall Pharmacal Company by 
virtue of prior use of HOPE by it and its predecessor and registration No. 
311,584, granted March 27, 1934, of HOPE as applied to laxatives and denture 
suction powders. The original registration by Hope, Inc. was renewed in 
1954 by opposed. 

The Whitehall company bought the entire assets of Hope, Inc., and by 
virtue of that acquisition became the owner of the involved registration. 
Both Hope, Inc. and the opposer, Whitehall, have used the mark HOPE 
on denture cleaners' and denture suction powders. From 1929 to 1953 


1. The Examiner of Interferences ruled out consideration of “denture cleanser 
* * * in this proceeding for any purpose” because it was “not among the goods specified 
by opposer in its notice of opposition.” He was in error in this as the notice refers 
to attached exhibits “showing the mark as used by opposer,” one of which is the label 
of opposer’s “Hope Denture Cleanser.” 
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total sales of the denture products amounted to $1,022,010 and advertising 
expenditures since 1939 have amounted to more than $45,000. 

Appellee emphasizes that its products are high priced? cosmetics 
including such items as creams, rouge, lipstick, cologne, toilet water, and 
other perfumed items. The manner of selling these Frances Denney 
products was given great weight in appellee’s brief and by the Commis- 
sioner. It appears that 90 to 95% of the retail sales are made by “Frances 
Denney girls” at “Frances Denney counters,” placed strategically in large 
department stores. This arrangement of Frances Denney girls and sepa- 
rate counters is contrasted with the ordinary drug counters where HOPE 
denture products are merchandised. We are not impressed by the argu- 
ment that current retail store merchandising methods should be controlling 
on the issue of the possibility that purchasers may be confused as to the 
origin of goods. 

The Commissioner said that consideration should be given to the 
“probable psychological impact” of the mark in the surroundings in which 
the goods are sold, and attaches great weight thereto. While it may be a 
factor, we feel it should not be given controlling significance since these 
practices might change at any time. 

Appellee also makes the point that a Frances Denney product is a 
“luxury or gift” item as contrasted to opposer’s “necessity item.” We are 
unable to see how this is a factor of much importance in eliminating the 
possibility of confusion as to origin. Not only may prices be changed at 
the whim of the manufacturer, but it is common for a single maker to sell 
both luxury goods and necessary commodities. 

It appears from the record that certain large drug houses, Whitehall 
among them, follow the general practice of manufacturing a variety of 
products and applying a different trademark to each product. Whitehall 
manufactures and sells drugs, cosmetics and toiletries, such as rouge, 
lipstick, perfumed deodorizers, stick cologne, solid perfume, hand lotions, 
creams, and toothpaste and a different mark appears to be applied to each. 
The record refers to other large drug houses, the products they offer and 
shows that they apply different marks to different items. 

The argument to which the Patent Office apparently attached most 
weight is based on the above practice of certain large drug houses which 
it was thought had probably conditioned the minds of purchasers. Appellee 
urges that this trade practice makes confusion unlikely. We very much 
doubt, however, that the purchasing public is even aware of the practices 
of certain large drug houses and we feel it is highly improbable that its 
collective mind has been conditioned in the respect assumed. 


2. Perfume at $5.00 the quarter ounce, toilet “essence” $2.75 for two ounces. In 
the testimony the following appears: 
“Q. Will you explain * * * the difference between toilet essence and toilet 
water? 
“A, There is none, essentially.” 
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It is our view that prospective purchasers might well assume, upon 
seeing the mark HOPE on perfumes or toilet waters, that the maker of HOPE 
denture products was in some way connected with these items. Identical 
marks in fields as closely related in trade as over-the-counter dental prod- 
ucts, perfumes and toilet water would, we think, be likely to give the im- 
pression of common origin. This is not a case of likelihood of confusion 
between similar marks used on identical goods where a purchaser of per- 
fume, for example, might be made so discriminating by foreknowledge of 
the precise brand desired or by the high cost of the merchandise as to pre- 
clude likelihood of confusing one brand with another. The simple question 
is whether purchasers of HOPE perfume or toilet water (cologne) were being 
marketed by the purveyors of denture products bearing the identical mark. 

On the whole record, we do not see how the question whether pur- 
chasers will be likely to be confused or mistaken as to origin can be free 
from doubt. Any such doubt should be resolved against the newcomer. 
F. Jacobson & Sons, Inc., v. Jaybern Fabrics, Inc., 39 C.C.P.A. (Patents) 
937, 195 F.2d 926, 93 USPQ 304 (42 TMR 560), and cases there cited. 

We believe the opposition should have been sustained and the decision 
of the Commissioner of Patents is reversed. 


WoRLEY, Judge, concurring. 
I coneur with the majority solely on the ground that any reasonable 


doubt should be resolved against the newcomer. 


JOHNSON, Chief Judge, dissenting. 

I respectfully dissent from the decision of the majority. 

At the outset, it is important to note that this case involves the oppo- 
sition of the registration of Hope for perfumes and toilet water by the 
owner of the mark Hope for lazratives, denture suction powders and denture 
cleanser. It is immaterial what other products are manufactured under 
different marks and the statements in the majority opinion about other 
goods have no place in that case. 

The essence of the majority opinion resides in the conclusion that 


* * * prospective purchasers might well assume, upon seeing the mark 
HOPE on perfumes or toilet waters, that the maker of Hope denture 
products was in some way connected with these items. Identical marks 
in fields as closely related in trade as over-the-counter dental products, 
perfumes and toilet water would, we think, be likely to give the 
impression of common origin. * * * 


Unless the majority is of the opinion that denture products on the 
one hand and perfumes and toilet water on the other are so closely related 
in the public mind that the public would think that the manufacturer of 
the former item had expanded his business to cover the latter, it is difficult 
to see how its decision can be justified. The majority, however, in answer 
to the argument that the practice of large drug houses is to apply different 
trademarks to its different products, replied: 














1270 THE TRADEMARK REPORTER 








* * * We very much doubt, however, that the purchasing public is 
even aware of the practices of certain large drug houses and we feel 
it is highly improbable that its collective mind has been conditioned 
in the respect assumed. 


It would seem that this answer would, with equal logic, apply to the essence 
of the majority opinion heretofore set forth. It is highly doubtful that 
the public is aware that large drug houses manufacture both denture 
products and perfumes and toilet waters. The products are so unrelated 
that I am of the opinion that it is highly improbable that the public would 
ever associate these products with a common source. 

There are other considerations which also militate against the conclu- 
sion reached by the majority. The majority noted the different merchan- 
dising methods employed by applicant and opposer (viz—the use of 
“Frances Denney girls” at “Frances Denney counters,” placed strategically 
at large department stores as contrasted with the ordinary drug counter 
sales of opposer) but felt that they “should not be given controlling signifi- 
cance since these practices might change at any time.” It would seem, 
however, from the majority’s characterization of the products of the parties 
as “over-the-counter dental products, perfumes and toilet water” (em- 
phasis added), that the majority has given no weight to the Frances 
Denny trade practices, for its use of the words “over-the-counter” with 
respect to the products of both parties would imply, at least, that all are 
sold in the same manner. I question whether perfumes and toilet water, 
which retail at $5.00 per quarter ounce and $2.75 for two ounces, respec- 
tively, sold in the manner specified above, can properly be characterized 
as “over-the-counter” products in the same sense as that phrase would apply 
to relatively inexpensive products such as laxatives, denture suction 
powders and denture cleanser. I am of the opinion that the differences in 
merchandising are a definite factor to be considered in the determination 
of likelihood of confusion. Trade practices have often been considered by 
this court as bearing on the identical issue. Lauritzen & Co., Inc. v. The 
Borden Co., 44 C.C.P.A. (Patents) 720, 239 F.2d 405, 112 USPQ 60 (47 
TMR 518); Armour and Co. v. Organon Inc., 44 C.C.P.A. (Patents) 1010, 
245 F.2d 495, 114 USPQ 334 (47 TMR 1517). 

Furthermore, it must be borne in mind that expensive perfumes and 
toilet waters such as are here involved are not items which are casually 
purchased. On the contrary, most women exercise the utmost care and 
discrimination in choosing a suitable fragrance. In view of this fact, the 
possibility of confusion is still further minimized. Sleepmaster Products 
Co., Inc. v. American Auto-Felt Corp., 44 C.C.P.A. (Patents) 784, 788, 
241 F.2d 738, 113 USPQ 63 (47 TMR 643). 

The foregoing considerations leave no doubt in my mind that con- 
current use of applicant’s and opposer’s marks with respect to the goods 
here involved would not create a likelihood of confusion. I would affirm. 
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EX PARTE THE CRUSHPROOF TUBING COMPANY 


Commissioner of Patents — June 9, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
I. EGISTRABILITY—TITLE 
Application for registration of composite mark consisting of word CRUSHPROOF 
for flexible corrugated rubber hose with representation of goods is refused, since 
purchaser would consider this combination to be merely informative matter. There 
is nothing in the record to support finding that matter is recognized as mark, dis- 
tinguishing applicant’s goods from those of others. 


Application for trademark registration of The Crushproof Tubing 
Company, Serial No. 1,939 filed February 2, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Schramm & Knowles and Bosworth, Sessions, Herrstrom & Knowles, of 
Cleveland, Ohio, for applicant. 


LEEDS, Assistant Commissioner. 
An application has been filed to register for “corrugated flexible rubber 
hose” the following mark: 





Applicant asserts use of the composite mark since September 20, 1954, 
and of the word CRUSHPROOF since January 11, 1951. 

The Examiner of Trademarks refused registration on the ground that 
the mark is dominated by a picture of the goods and the word CRUSHPROOF 
which is merely descriptive of the goods. 

Applicant has appealed. 

In support of his holding, the examiner stated : 


“The term CRUSHPROOF at once imparts information [from] which 
purchasers would immediately understand and know that the hose was 
constructed with a view that it would withstand injury or permanent 
deformation resulting from being crushed. 

“Tt is believed that the term crUSHPROOF directly describes a 
characteristic of the hose and that purchasers would readily understand 
what the characteristic was.” 


From the above, it would appear that the refusal to register was 
actually based upon a holding that the mark viewed in its entirety is merely 
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descriptive within the meaning of section 2(e) of the statute, there being 
no statutory authority for refusing registration on the ground that a mark 
“is dominated the term CRUSHPROOF which is by the representation of the 
goods and merely descriptive of the goods.”’ 

Applicant contends that the mark itself does not describe anything; 
that some operation of the imagination is required to connect it up with 
the goods; and that the mark is, at most, suggestive of a characteristic of 
the goods. 

The tests for determining descriptiveness are set out in Ee parte 
Heatube Corp., 109 USPQ 423 (46 TMR 1144) (Com’r, 1956). Also see: 
Ex parte Nixdorff-Krein Mfg. Co., 115 USPQ 362 (48 TMR 529) (Com’r, 
1957). 

In applying the various tests, the mark is not considered in a vacuum, 
but with reference to the goods on which it is used. Q-Tips, Inc. v. Johnson 
& Johnson, 95 USPQ 264, 277 (43 TMR 64), D.C. D. N.J., 1952. 

There seems to be little, if any, doubt but that a purchaser of flexible 
corrugated rubber hose would, upon seeing a picture of the hose and the 
word CRUSHPROOF in the simple design portrayed above, consider this com- 
bination to be merely informative matter describing a desirable character- 
istic of the goods with a picture illustrating that characteristic. Further, 
there is nothing in the record to support a finding that the matter for which 
registration is sought has become distinctive, i.e., has been promoted as a 
mark, or is recognized as a mark identifying and distinguishing applicant’s 
goods from the goods of others. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 





EX PARTE MONSANTO CHEMICAL COMPANY 


Commissioner of Patents —June 9, 1958 


REGISTRABILITY— DISCLAIMERS 
Application to register composite mark comprising house mark MONSANTO with 
stylized display on elliptical background of POLYETHYLENE, which is common descrip- 
tive name of goods, may be published under Section 12(a) upon receipt of dis- 
claimer that “applicant claims no exclusive rights in ‘polyethylene’ as the name of 
the goods.” 


Application for trademark registration by Monsanto Chemical Com- 
pany, Serial No. 15,210 filed September 6, 1958. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Modified. 
Stephen Grubb and Sylvester M. Evans, of St. Louis, Missouri, for 

applicant. 


Vol. 48 T. M. R. EX PARTE MONSANTO CHEMICAL CO. 12 


ue 














LEEDS, Assistant Commissioner. 
An application has been filed to register as a trademark for synthetic 
resin materials the following: 
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Use since August 7, 1956 is asserted. 

As originally filed, there was no disclaimer of the word POLYETHYLENE 
which is the common name of the goods. The examiner properly held that 
ordinarily the common descriptive name of the goods forms no part of a 
trademark and should be removed from the drawing; but inasmuch as 
the word POLYETHYLENE is shown in fanciful script within the design, 
a disclaimer of the word should be sufficient. 

Applicant submitted the following amendment : 

“Applicant disclaims exclusive rights in the word ‘polyethylene’ 
apart from the composite mark as shown, without relinquishing its 
rights in said word when displayed in fanciful script styling in the 
association shown.” 


The examiner held that a limited disclaimer such as was set forth is 
unacceptable when the unregistrable matter is the common name of the 
goods. The examiner suggested a disclaimer reading : 


“Applicant makes no claim in or to the word POLYETHYLENE, which 
is the name of the goods.” 


Applicant disagreed with the suggestion of the examiner and offered 
an amendment stating: 


“Applicant disclaims the word POLYETHYLENE except in the asso- 
ciation shown.” 


The examiner held that such a limited disclaimer covering the common 
name of the goods is unacceptable. 

Applicant has appealed. 

There is no dispute about the nature of the components of the mark, 
MONSANTO being a well-known trademark and POLYETHYLENE being the com- 
mon name of the goods written in a stylized manner, both being displayed 
on an elliptical background. 

Applicant’s position seems to be that the composite mark comprising 
its house mark coupled with a stylized display of the name of the goods on 
a dark elliptical background identifies and distinguishes its goods, although 
it claims no exclusive right to the word “polyethylene” as the name of the 
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goods. This appears to be a sound position, and the disclaimer will repre- 
sent applicant’s position if it is phrased as follows: 
“Applicant claims no exclusive rights in ‘polyethylene’ as the name of 
the goods identified herein.” 
Upon receipt of such an amendment, the mark will be published in 
accordance with Section 12(a), and the decision of the Examiner of Trade- 
marks is modified in accordance herewith. 





EX PARTE CLOVER CHEMICAL COMPANY 


Commissioner of Patents— June 12, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—TITLE 
Application to register LIVESTOCK SELF WORMER with illustration of the head 
of a cow for preparation for exterminating worms and other parasites from livestock 
is refused, since it is apt common name and is used as the only common name for 
the product. 


Application for trademark registration by Clover Chemical Company, 
Serial No. 17,341 filed October 12, 1956. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Robert U. Geib, of Washington, D.C., for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register LIVESTOCK SELF WORMER, 
with an illustration of the head of a cow and the head of a sheep, for “a 
preparation for exterminating worms and other parasites from livestock,” 
use since August 6, 1956 being asserted. 

Registration has been refused on the ground that the matter presented 
for registration is merely the name of the goods combined with pictorial 
informational matter and, as such, is incapable of distinguishing applicant’s 
goods. 

Applicant has appealed. 

After the appeal was taken, applicant filed an amendment seeking 
registration on the Supplemental Register, but the examiner adhered to 
his refusal to register, and proceedings on the appeal were resumed. 

In its brief applicant contends that the matter presented is “more than 
merely descriptive of the goods,” and the contention is sound. LIVESTOCK 
SELF WORMER is an apt common name for the product and it is used as the 
only common name of the product. An apt name of a product used as the 
only name of the product is not a trademark identifying and distinguishing 
an applicant’s goods from those of others. LIVESTOCK SELF WORMER is not 
a trademark for a livestock self wormer, and the mark therefore is not 
registrable. 

The refusal of the Examiner of Trademarks to register is affirmed. 








Vol. 48 T. M.R. EX PARTE NICKEL CADMIUM BATTERY CORP. 1275 





EX PARTE NICKEL CADMIUM BATTERY CORPORATION 
(assignor to GOULD-NATIONAL BATTERIES, INC.) 


Commissioner of Patents — June 12, 1958 


I} SGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for registration of NICADYNE for electric batteries. Registration is 

refused on the ground that NICADYNE is confusingly similar to NICA registered 
previously by another for electrical cells, storage batteries, dry and wet cells. Thirty 
existing registrations in the electrical and battery fields contain suffix DYNE indi- 
cating that it is not arbitrary in this connection and that confusion of purchasers 
is likely to result. 

R&GISTRABILITY—ABANDONMENT 

If applicant believes that cited registration has been abandoned and that he is 
damaged by the registration, he has to seek remedy by way of cancellation pro- 
ceedings. 


Application for trademark registration by Nickel Cadmium Battery 
Corporation (assignor to Gould-Nattonal Batteries, Inc.), Serial No. 698,198 
filed November 14, 1955. Applicant appeals from decision of Examiner of 
Trademarks refusing registration. Affirmed. 


Brown & Seward, of New York, N.Y., for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register NICADYNE for electric batteries, 
use since September 16, 1955, being asserted. 

Registration has been refused on the ground of probable confusion or 
mistake or deception of purchasers resulting from the resemblance of 
applicant’s mark to Nica previously registered to another for electrical 
primary and secondary cells and storage batteries, including dry cells and 
wet cells and electrical illuminating and lighting means.’ 

Applicant has appealed. 

The first two syllables of applicant’s and registrant’s mark are iden- 
tical and the goods are in part identical. The sole question presented is 
whether or not the addition of the suffix DyNE by applicant results in a 
mark sufficiently different from registrant’s as to create a different com- 
mercial impression. Applicant contends that its mark is a coined word 
distinctively different from the registered mark. 

Webster’s New International Dictionary defines the word “dyne”’ as 


“The unit of force in the C.G.S. system of physical units. It is 
such a force that under its influence a particle whose mass is one gram 
would experience during each second an acceleration of one centimeter 
per second.” 


The 1921 issue of EMF Electrical Year Book defines “dyne”’ as the 
force which will cause an acceleration of one centimeter per second in a 
gram mass. The Standard Handbook for Electrical Engineers (1941) shows 


1. Reg. No. 546,390, issued Aug. 7, 1951. 
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“dyne” to be the egs unit of force, just as it shows “erg” to be the egs 
unit of energy—or work done when a force of one dyne acts for a distance 
of one centimeter. 

The records of the Patent Office contain more than thirty existing 
registrations of marks in the electrical and battery fields having DYNE as 
the suffix indicating that the word is not arbitrary when used in such fields. 
While the word may not have any familiar significance to the average 
man-on-the-street, there is no indication that the average purchaser of 
applicant’s and registrant’s batteries falls in that category. 

The addition to a registered arbitrary mark of a suffix having a well 
and generally understood meaning, not only in the industrial field in which 
the goods fall but also in the trade in which the goods probably move, is 
ordinarily insufficient to avoid likelihood of confusion, mistake or decep- 
tion of purchasers. On the record here, it is believed that purchaser confu- 
sion is likely. 

Applicant argues, and has submitted incompetent evidence in an 
attempt to show, that the mark of the registration has been abandoned. 
If such mark has been abandoned and applicant believes that it is damaged 
by the registration, its remedy is by way of a cancellation proceeding. 

The decision, of the Examiner of Trademarks is affirmed, and regis- 
tration is refused. 





EX PARTE OHIO KNIFE CO. 


Commissioner of Patents —June 12, 1958 


REGISTRABILITY—COLOR MARKS 
REGISTRATION PROCEDURE—APPLICATION 
Application to register as trademark for cutting knives a green stripe covering 
surface of back edge of knives has been filed. Although, in general color is not 
registrable, there are some industries where application of color to portion of article 
may indicate origin to purchaser. 
Since record is incomplete as to a statement that color identifies and dis- 
tinguishes applicant’s products, appeal is suspended and applicant given leave to 
augment record. 


Application for trademark registration by The Ohio Knife Co., Serial 
No. 15,623 filed September 13, 1956. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Appeal suspended. 


Allen & Allen, of Cincinnati, Ohio, for applicant. 


LeEEps, Assistant Commissioner. 

An application has been filed to register as a trademark for cutting 
knives a green stripe covering the surface of the back edge of the knives, 
use since March 1, 1935 being asserted. 

Registration has been refused on the ground that through the ap- 
plication of the green color to the back edges of the knives, the “mark” is 
determined solely by the configuration of the knives; and color which is 
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not applied in an arbitrarily chosen design but is merely applied to one or 
more surfaces of an article is not regarded as a registrable mark identifying 
an applicant’s goods and distinguishing them from those of others. 

Applicant has appealed. 

As a broad general principle, the examiner’s ground of refusal is 
sound. There are, however, some circumstances in which it—or any other 
broad general statement of principle—is inapplicable. It is not clear from 
the record whether the principle is applicable to the present case or not. 
It may well be that this cutting instrument industry is one in which a 
common means of marking is by the application of a specific color to a 
portion of the instrument. If so, purchasers may, as a result of the practice, 
learn to look to such color markings as indications cf origin. The records 
of the Patent Office indicate that it may be a common marking practice in 
such industry, but those records are not conclusive, and the record here 
is silent. 

It appears that applicant has painted the back edges of its knives 
green for nearly a quarter century, and it seems likely that during that 
time it has called attention of potential purchasers in advertising and 
promotion material to the marking as a mark of origin. The record is 
silent on this point also. 

If the green back edge of applicant’s cutting knives does, in fact, 
identify and distinguish applicant’s products, it would seem to be a rela- 
tively simple matter to submit statements—formal or informal—from cus- 
tomers indicating what, if any, impression the green back edge makes on 
them. 

The record here is incomplete. Applicant is given leave, however, to 
augment the record within sixty days from this date, and the Examiner of 
Trademarks is authorized and instructed to act upon the record so aug- 
mented. 

This appeal is hereby suspended pending action of the Examiner of 
Trademarks on such augmented record as may be submitted. 





EX PARTE SIERRA ENGINEERING CO. 
Commissioner of Patents — June 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register SIERRA-PORTEX for tubing for anaesthetic airways is 
refused on the ground that it is confusingly similar to PoRTEX registered previously 
for similar goods. Registrant is the British manufacturer and applicant does not 
own the mark; he is merely the distributor in the United States, using the British 
manufacturer’s PORTEX in conjunction with its own mark SIERRA. 


Application for trademark registration by Sierra Engineering Co., 
Serial No. 9,186 filed May 28, 1956. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Beehler & Shanahan, of Los Angeles, California, for applicant. 
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LEEps, Assistant Commissioner. 

An application has been filed to register SIERRA-PORTEX for oropharyn- 
geal airways, use since April 5, 1956 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles PORTEX,’ previously registered for 
artificial parts of the human body, tubing for anaesthetic airways, tracheal 
tubes, laryngotomy tubes, and a variety of surgical instruments and appli- 
ances, as to be likely to cause purchaser confusion. 

Applicant has appealed. 

Applicant’s brief contains the following statements: 


“In the present instance, the only purchaser of PORTEX goods for 
the past six years has been the applicant, Sierra Engineering Company, 
which is the exclusive distributor in the United States for said goods. 
Applicant markets its airways, including the poRTEX tubes as a few of 
many items supplied to physicians and hospitals under the house mark 
SIERRA. Physicians and hospitals in the United States are familiar with 
the sIERRA line of goods, but never encounter PORTEX products except 
as part of that line.” 

* * * 

“PORTEX is used for the distributors (the Sierra Engineering Com- 
pany only in this case), whereas SIERRA—PORTEX is used for purchasers 
of Sierra’s airways.” 





“The name SIERRA is associated with a variety of such goods and is 
the important source-indicating part of the mark.” 


The registrant of the registration cited against this application is a 
British company located in London. The statements made by applicant 
in its brief indicate that applicant is the distributor in the United States 
of the British company’s products which are identified by the mark PorTEX. 
PORTEX is the mark of the British manufacturer, and it is no less the 
manufacturer’s mark merely because applicant uses its own mark SIERRA 
in conjunction with it. 

Applicant does not own PoRTEX for the goods identified, and it is there- 
fore not entitled to register it either alone or, as here, compounded with its 
own mark. 

The Examiner of Trademarks properly refused registration on the 
ground that applicant’s mark so resembles a mark previously registered to 
another and not abandoned as to be likely, when applied to its goods, to 
cause confusion of purchasers, and the refusal is affirmed. 


1. Reg. No. 444,703, issued July 15, 1952. 
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EX PARTE SPECIALTY OIL PRODUCTS 


Commissioner of Patents — June 12, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 


REGISTRABILITY—TITLE 
Application to register on Supplemental Register of NH, in a semi-ellipsoidal 


line for anhydrous ammonia used as fertilizer. 
Since NH, is the chemical symbol for the goods it cannot serve to distinguish 


applicant’s goods. 


Application for trademark registration by Specialty Oil Products, 
Serial No. 695,041 filed September 20, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Naylor & Neal, of San Francisco, California, for applicant. 


LEEDs, Assistant Commissioner. 
An application has been filed to register on the Supplemental Register 
as a trademark for anhydrous ammonia used as a fertilizer the following: 


Use since March 31, 1955 is asserted. 

Registration has been refused on the ground that the mark is dominated 
by the chemical symbol for anhydrous ammonia, and the mark is therefore 
incapable of distinguishing applicant’s goods in commerce. 

Applicant states that: 


“* * * the subject mark differs from being merely the chemical 
symbol for the goods in the following particulars: First, the letter ele- 
ments of the mark are merged together, i.e. have a common vertical leg, 
a factor which can be said to be somewhat fanciful; and the central 
portion of the mark is encircled by a semi-ellipsoidal line which is 
indicative of the path of a ball-like marking, the line and the marking 
being suggestive in the light of the goods involved, the identification 
of which is indicated by the descriptive aspect of the central portion 
of the mark, of an orbital electron, or similar particle of matter. 

“Taken all in all, it is submitted that it cannot be fairly concluded 
that the composite mark is merely the chemical symbol for the goods.” 


The specimens submitted with the application are photographs of a 
railway tank car upon which appears AMMO-GRO’ followed by the chemical 
symbol for anhydrous ammonia in the form presented for registration. 


1, AMMO-GRO is applicant’s registered trademark for fertilizer. 
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NH; is the chemical symbol for anhydrous ammonia. The “semiellip- 
soidal line which is indicative of the path of a ball-like marking” displayed 
with the symbol does not make the symbol registrable for anhydrous 
ammonia. 

It is clearly apparent from the record that the predominant part of 
the matter presented for registration is the chemical symbol for the goods, 
and it appears as the name of the goods on the specimens. A chemical 
symbol for a chemical substance cannot, when used as, and in the place of, 
the name of the goods, serve to distinguish an applicant’s goods. 

The refusal of the Examiner of Trademarks to register is affirmed. 





EX PARTE VAN WINKLE 


Commissioner of Patents — June 12, 1958 


ILEGISTRABILITY—CERTIFICATION MARKS 
Application for registration of certification mark MARSDEN for lock-nuts stated 
to be “used by‘persons authorized by applicant to certify the material, mode of 
manufacture, quality, accuracy and effectiveness of the goods.” Application is 
refused on the ground that MARSDEN appears to be name of a type of lock-nut made 
by licensees in accordance with patent owned by applicant but public is not advised 
of patent licensee relationship. 


Application for certification mark registration by Marshall Van 
Winkle, Jr., Serial No. 2,241 filed February 7, 1956. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Brown & Seward, of New York, N.Y., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register MARSDEN as a certification 
mark for lock-nuts, use since 1935 being asserted. The mark is stated to 
be “used by persons authorized by applicant to certify the material, mode 
of manufacture, quality, accuracy and effectiveness of the goods.” 

Registration has been refused on the ground that the record fails to 
show that the word MARSDEN is used to certify or that it performs a cer- 
tifying function. 

Applicant has appealed. 

The specimens filed with the application are (a) shipping tags, and 
(b) box labels. The former show: 


AUTOMATIC PRODUCTS CO. 


Div. of American Spring of Holly, Ine. 
Manufacturers 
Standard & Special Nuts 
1145 W. Grand Blvd.—Detroit 8, Michigan 


MARSDEN LOCK NUTS 
U.S.A. Patent No. 2431627 
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The latter show: 
NATIONAL 
New Marsden Nuts 
U.S. Patent Number 2,431,627 
Manufactured by 
The National Screw & Manufacturing Company 
2440 East 75th Street, Cleveland 4, Ohio 


The record indicates that American Marsden Company obtained a 
patent (No. 1,734,445) for a lock-nut on November 5, 1929, and it licensed 
various manufacturers to operate under the patent and to apply the name 
MARSDEN to the lock-nuts manufactured. The patent expired on November 
5, 1946, and applicant states that he “acquired from the Company all rights 
to said name when the Company was dissolved.” 

On November 25, 1947 Patent No. 2,431,627, covering an improvement 
on the lock-nut of the prior patent, issued to this applicant and he has 
licensed Automatic Products Co., Federal Screw Works, Zimmer Lighbody 
Industries, National Machine Products, National Screw & Mfg. Co., and 
others to manufacture lock-nuts under his patent and to use the name 
MARSDEN thereon. Applicant states that use by these patent licensees is not 
uniform, some applying the name to shipments and others using it in adver- 
tising, invoices, ete. 

Applicant contends that, “Applicant’s licensees use the mark to identify 
genuine MARSDEN nuts, and then customers * * * recognize the mark as cer- 
tifying that the nuts are genuine and will operate as represented because 
of their material, mode of manufacture, quality and accuracy.” There is 
nothing in the record to support the statement. 

In his brief on appeal applicant states : 


“Applicant is an individual person who has owned, successively, 
two patents on lock nuts. He is the successor as to the first of these 
patents (which expired before the second was issued) of the American 
Marsden Company, from which company he also obtained all rights 
to the name MARSDEN. He does not make or sell any lock nuts. He 
licenses all the leading nut manufacturers, both to manufacture under 
the second patent and to use the name MARSDEN on nuts meeting proper 
standards. Each license agreement states: 


‘The company agrees to manufacture the lock nut at all times 
in accordance with the established dimensions and quality as set 
forth by Van Winkle; * * * .’ 

“The licensees are not required to use the MARSDEN mark but some 


of them use it with practically all of the licensed nuts, some with part 
of their production and some use it only occasionally or not at all.” 


The name MARSDEN as used on the specimens appears to be the name 
of a type of lock-nut, and there is nothing in the record which would sup- 
port a finding that it is anything else. The record fails to show that 
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MARSDEN is used as a certification mark or that it certifies either material, 
mode of manufacture, quality, accuracy or effectiveness of the goods. 
The record leads to the conclusion that it is used as the name of a type of 
lock-nut made in accordance with a patent which is, in fact, owned by 
applicant, but knowledge of that fact is not shared with purchasers of the 
goods. 

The examiner’s refusal to register is affirmed. 





EX PARTE GEBRUEDER STEIDINGER, 
KOMMANDITGESELLSCHAFT 


Commissioner of Patents — June 13, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for registration of DUAL for electric shavers accepted for publica- 
tion on the ground that it is not likely to be confused with DUET previously registered 
for the same goods. 


Application for trademark registration by Gebrueder Steidinger, Kom- 
manditgesellschaft, Serial No. 20,799 filed December 10, 1956. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Reversed. 


Joseph Montgomery, of New York, N.Y., for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register DUAL, written in a fancy 
script, for electric shavers. Ownership of German Registration No. 447,408, 
dated July 25, 1932 forms the basis of this application. Applicant also 
asserts ownership of United States Registrations Nos. 640,938 and 641,392, 
dated February 5, 1957 and February 12, 1957, respectively, each of which 
shows the identical mark presented here for electromotors, electrical 
dynamo pocket lamps, electrical phonographs and record changers, and 
electromagnetical recording and reproducing apparatus on the one hand, 
and musical instruments on the other. 

Registration has been refused on the ground that applicant’s mark, 
when applied to the goods identified in the application, so resembles DUET, 
previously registered for electric shavers,’ as to be likely to cause confusion, 
mistake or deception of purchasers. 

Applicant has appealed. 

The differences in sound, appearance, and commercial impression 
which the marks create predominate over the resemblances to such an 
extent that confusion does not, on the present record, appear likely. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a). 





1. Reg. No. 614,775, issued Oct. 25, 1955. 
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EX PARTE MONARCH WINE COMPANY OF GEORGIA 
Commissioner of Patents — June 13, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application to register VINKA used for wines is refused on the ground that 
VINKA is the equivalent of the Polish word “Winka” which is the diminutive of 
“Wino” and as such is an apt name used for wine. 


Application for trademark registration by Monarch Wine Company 
of Georgia, Serial No. 11,022 filed June 26, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Jacobi & Jacobi, of Washington, D.C., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register vinka for wines, use since 
May 24, 1956 being asserted. 

Registration has been refused on the ground that vINKa is the name 
of applicant’s goods, and it is therefore incapable of identifying and distin- 
guishing the goods. The examiner stated that the Polish word wInkKa, 
a diminutive of wINo (or “wine’’), is pronounced viNKA and as the foreign 
equivalent of a merely descriptive word VINKA is not registrable. 

Applicant has appealed. 

The labels submitted with the application show BULL’s HEAD BRAND; 
an illustration of a bull’s head in a circle; an illustration of a basket con- 
taining grapes, an apple, a pear, some strawberries, a peach and a pine- 
apple; and the word vinKa displayed in large white letters on a red band 
running diagonally across the face of the labels. The labels also show 
“American Grape Wine—Alcohol 20% by Volume” and “Delicious with 
tomato, fruit juice or your favorite sparkling beverage.” 

It is noted that the label which was approved under the Federal 
Alcohol Administration Act showed vINo as a kind of shadow in the back- 
ground of VINKA. 

Applicant argues that it “conceived this word from the word ‘vine’ 
upon which grapes are grown and the word ‘vodka’ which is a most 
popular drink at present,” and that “there was no idea of using a mark 
that would have a descriptive meaning.” Why, then, did it show viINo 
in large letters in the background of vinKa on the label submitted to the 
Alcohol and Tobacco Tax Division only a few weeks before this application 
was filed? And why were the labels filed with this application different 
from that approved under the Federal Alcohol Administration Act? 

The record here leads to a conclusion that the word vinKa, being the 
equivalent of WINKA, a diminutive of WINO, is an apt name for, and is 
being used as the name of, applicant’s wine product. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 
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EX PARTE ROSEVEAR 


Commissioner of Patents —June 13, 1958 


REGISTRABILITY—SERVICE MARKS 
Application for registration of PERFUME OF THE MONTH as service mark is 
refused on the ground that applicant may render a service to the merchants with 
its displays but PERFUME OF THE MONTH merely refers to one of several items the 
retailer is selling and does not function as a mark identifying applicant’s services. 


Application for service mark registration by William B. Rosevear, 
Serial No. 700,058 filed December 15, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Munson H. Lane, of Washington, D.C., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register PERFUME OF THE MONTH for 
“sales promotion of goods and services of subscribers to proprietor’s services 
through posters, signs, or circulars for advertising various merchandise,” use 
since November 29, 1955 being asserted. 

Registration has been refused on the ground that the wording for 
which registration is sought is used only as a promotional slogan in point 
of sale displays to further the sales of perfume by merchants, and that 
there is nothing in the record which shows the wording is used to identify 
or distinguish the described services. 

Applicant has appealed. 

The specimens submitted with the application are paper banners which 
are placed across the top of merchandise display racks in retail stores. 
The banners have three sections. The center section shows a display of a 
particular type of toothpaste, the section on the left is entitled BIRTHSTONES 
& FLOWERS and appropriate stones and flowers are listed for each month of 
the year. At the bottom of this panel appears the statement SEE THE 
PERFUME OF THE MONTH. The right panel is entitled WEDDING ANNIVERSARIES, 
listing the materials appropriate to each wedding anniversary (i.e., paper, 
cotton, ete.), and beneath the list there appears the statement SHOP HERE 
FOR GIFTS FOR ALL OCCASIONS. 

Applicant later submitted letterheads which in the upper right hand 
corner show the following: 


Manufacturer 


a 


Point-of-Purchase Service 


* PERFUME OF THE MONTH S.M. 


Toothex Company 
Olag Tooth Paste Reg. T.M. 


* 


Applicant describes the actual service as follows: 


“PERFUME OF THE MONTH is not considered to be a slogan; its pur- 
pose is shown in enclosed photograph of a display rack designed to be 
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furnished to merchants as a service to them. (1) to add to their shelf 
space (see shelf under lettering) (2) base of rack rests under mer- 
chandise which may already be on merchant’s shelf (3) the shelf which 
we thus made available to him provides a place under the applied-for 
service mark where the merchant may display each month a fragrance 
which he considers related to the traditional flower of the month as 
listed at top of rack, thus we have set up a service that will enable 
him to tie in with the demand for gifts, not only perfumes (flowers) 
but other gift items; 

“All of the above is indeed a service to merchants and is in line 
with the trend towards point-of-purchase display of merchandise and 
so-called ‘rack jobber’ distribution methods.” 


From the above, it would appear that applicant may be rendering a 
service in connection with furnishing point of sale displays to merchants; 
but it is also clear that the wording PERFUME OF THE MONTH merely refers 
to one of several items which the retailer is selling, and it does not function 
as a mark to identify and distinguish any services which applicant may 
be rendering. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 





EX PARTE SWIRL, INC. 


Commissioner of Patents — June 13, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application for registration of THE SPECTATOR for women’s and misses’ wrap 
around dresses and aprons accepted for publication. While the word “spectator” is 
used from time to time descriptively in the women’s apparel field, applicant’s mark 
identifies and distinguishes its garments and its registration will in no way interfere 
with the descriptive use of the word “spectator” in that field. 


Application for trademark registration by Swirl, Inc., Serial No. 20,665 
filed December 7, 1956. Applicant appeals from decision of Examiner of 
Trademarks refusing registration. Reversed. 


Harry Langsam, of Philadelphia, Pennsylvania, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register THE SPECTATOR for women’s 
and misses’ wrap around aprons and dresses, use since November 9, 1956 
being asserted. 

Registration has been refused on the ground that “spectator” is used 
in the trade to identify a type of dress, and there is nothing in the record 
to indicate that THE SPECTATOR distinguishes applicant’s goods from those 
of others. 

Applicant has appealed. 

The Examiner of Trademarks referred to a definition of “spectator 
sports clothes” in a book entitled “The Language of Fashion” reading, 
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“General term covering simple, tailored clothes suitable for wear by 
onlookers at sports events.” She also referred to an item in “Women’s 
Wear Daily” reading in part: 


“Black Dresses for Day, Evening ; 
Spectator Look ; Patio Cottons: 


The spectator dress makes a special point in junior ordering 
in white Arnel sharkskin and occasionally Arnel crepe.” 


The specimen submitted with the application is a simple gummed 
paper label with THE SPECTATOR stamped thereon—hardly the type of label 
used in the industry in marking dresses. 

Following the argument on appeal applicant submitted an affidavit 
of one of its officers in support of its right to register. The contents are, 
generally speaking, statements which have no bearing on the matter, except 
that it appears that applicant has “extensively advertised and sold the 
garment SPECTATOR in all the States in the United States, and a sample 
of the garment is attached hereto.” Where and how the garment has been 
advertised and what the affiant considered “extensively” to mean do not 
appear. No advertisements were submitted. Moreover, applicant seeks to 
register THE SPECTATOR and not SPECTATOR as is used throughout the 
affidavit. 

The garment submitted with the affidavit, however, has a neck label 
which clearly displays THE SPECTATOR in a trademark manner. 

While it may be that the word “spectator” is used from time to time 
in a descriptive manner in the women’s apparel field, it does not appear that 
it is in widespread use or that the word has any particular descriptive 
significance to the purchasing public. Since the mark THE SPECTATOR, as 
used by applicant, appears to be used to, and probably does in fact, identify 
its garments and distinguish them from those of others, and since registra- 
tion of the term for women’s and misses’ wrap around aprons and dresses 
will in no way interfere with the use of the word “spectator” in such descrip- 
tive ways as referred to by the examiner, applicant’s mark should be 
published in accordance with Section 12(a). 

On the record before her, the decision of the Examiner of Trademarks 
is affirmed ; but on the record here, the refusal to register is reversed. 





EX PARTE UNITED BISCUIT COMPANY OF AMERICA 


Commissioner of Patents — June 16, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
An application for PETER PAN, used in connection with cookies or cakes, having 

been denied because of conflict with another’s registrations of the same mark for 
bread and for cake and sweet rolls, and the registrant having consented to the 
registration after pointing out that no confusion had developed during almost thirty- 
five years of concurrent use, the application was passed for publication. 
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Application for trademark registration by United Biscuit Company 
of America, Serial No. 13,488 filed August 6, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


Bair, Freeman & Molinare, of Chicago, Illinois, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register PETER PAN for dry bakery 
products, namely, shortbread in the nature of cookies or cakes, use since 
August 9, 1915 being asserted. 

Registration has been refused on the ground that applicant’s mark is 
identical with PETER PAN previously registered to another for bread’ and 
for cake and sweet rolls,? and when used on shortbread, applicant’s mark 
is likely to cause purchaser confusion. 

The registrant has written a letter to the Patent Office stating that 
applicant’s use of PETER PAN dates from 1915 and its own use of PETER PAN 
dates from about 1923; and that: 


“During all the years since our registration of the name we have 
at various points sold our products through the same retail outlets 
that the United Biscuit Company sold theirs. Never, so far as we 
know, during all these years, has there been a single instance of con- 
fusion on the part of the buying public between their products and 
ours. They are both food products, but of a very different type and 
nature, and are not competitive in character.” 


Registrant added that it had no objection to the registration by applicant 
of PETER PAN for crackers and cookies and consented to such registration. 

It is apparent that there has been concurrent use of the mark PETER 
PAN by applicant and registrant on their respective products for more than 
thirty years, and it is beyond question that each has established rights in 
the mark for its respective goods. 

The baked goods industry is divided into two rather well-defined 
categories, namely dry bakery products and perishable bakery products, 
and ordinarily a single bakery does not engage in the baking of both be- 
cause of the differences in equipment required and the differences in dis- 
tribution methods and delivery requirements. It appears that applicant 
is engaged in the production of dry bakery products, and registrant is 
engaged in the production of perishable bakery products. 

The long concurrent use without any confusion having been apparent 
to either user and the specific differences in the products, when coupled 
with the above described practices in the bakery industry, lead to a con- 


1. Reg. No. 190,771, issued Oct. 21, 1924, renewed, published in accordance with 
Sec. 12(c) on Mar. 2, 1948, affidavit under Sec. 8 accepted, and affidavit under Sec. 15 
received. 

2. Reg. No. 267,677, issued Feb. 25, 1930, renewed, published in accordance with 


Sec. 12(c) on Apr. 20, 1948, affidavit under Sec. 8 accepted, and affidavit under Sec. 15 
received. 
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clusion that there is no likelihood of confusion of purchasers within the 
meaning of Section 2(d) of the statute. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a). 





EX PARTE RADIO CORES, INC. 


Commissioner of Patents —June 23, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 

An application for EE for powdered iron cores used in electronic equipment was 
refused where it appeared that applicant had originated a program of standardiza- 
tion of iron cores which it called ECONOMY ENGINEFRING—subsequently shortened to 
EE—and said program was adopted by competitors who also used the term and the 
abbreviation. The record, however, did not support a finding that E was a type 
designation for powdered iron cores although cut cores were so described by the 
trade. 


Application for trademark registration by Radio Cores, Inc., Serial 
No. 8,503 filed May 17, 1956. Applicant appeals from decision of Examiner 
of Trademarks refusing registration. Modified. 


Olson & Trexler, of Chicago, Illinois, for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register “EE” for “iron cores sold in 
the radio and television parts field for use in electronic equipment,” use 
since January 15, 1954 being asserted. 

Registration has been refused on the ground that trade periodicals 
and directories indicate that “E” and “EE” are merely type designations 
in common use in the electronics industry for specific types of cores, and 
“EE” therefore does not distinguish applicant’s goods from those of others. 

Applicant has appealed. 

After the argument on appeal applicant submitted an amendment 
identifying its goods as “powdered iron cores commonly known as tuning 
slugs, sold in the radio and television parts field for use in electronic 
equipment.” The amendment has been entered, since it is a more appro- 
priate identification of the goods being sold under the letters presented 
for registration. 

There are in the electronics industry various types of magnetic mate- 
rials known as cores, namely, cut cores, tape wound cores, bobbin cores, 
molybdenum permalloy cores, and iron powder cores. The cut cores are 
known in the trade as “C” and “E” cut cores, the designations resulting 
from their shapes, that is, they are flat and cut in simulation of the letters. 

The iron powder cores such as applicant identifies by “EE” are 
molded, threaded cores and bear no resemblance to an “E.” 

The record indicates that applicant originally used the term EN- 
GINEERED ECONOMY in connection with its iron cores, and that it pioneered 
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in developing a standardized line of some fourteen types, covering most 
insert and threaded applications. What is presented for registration here 
appears to be the initial letters and an abbreviation of ENGINEERED ECONOMY. 

Letters from manufacturers and parts distributors who purchase 
applicant’s iron cores, when read together, indicate that applicant’s EN- 
GINEERED ECONOMY program for standardizing powdered iron cores has 
given the electronics industry “uniformly high quality, standardization and 
low cost” and that the term “EE,” having been originated by applicant, 
has become synonymous with applicant. 

The 1956-1957 IRE Directory, published by the Institute of Radio 
Engineers, however, contains a full page advertisement of National Moldite 
Company (p. 190) indicating that it manufactures iron cores, ferrites, 
molded coil forms and EE cores; and it contains a double-page advertise- 
ment of Stackpole Carbon Company (pp. 92-93) reading in part as follows: 


““*BRE’ Cores * * * Standardized for Economy Stackpole ‘EE’ 
Cores meet over 80 percent of all engineering requirements with cost 
savings up to 300 percent over conventional cores that require set-up 
charges. More than 18 standard insert and threaded core types are 
stocked for same-day delivery in any quantity. 

“<Custom’ Cores * * * for special requirements * * * in practically 
any desired size, shape, or iron grade and with assured uniformity 
of both electrical and mechanical characteristics.” 


Applicant’s advertisement in the above mentioned IRE Directory 
features, 
“Custom Iron Cores 
to your Specifications” 
and 
“The Original ENGINEERED 
ECONOMY* Iron Cores.” 


An advertisement published by applicant in the late fall of 1957 is 
in the record, and it reads in part as follows: 


“As the originators and creators of ENGINEERED ECONOMY Cores 
* * * leaders in engineering, quality, delivery and supply of samples, 
we are pleased that our tremendous volume enables us to lead in 
lower prices, too. This has been achieved through our efficient pro- 
duction and your acceptance of ‘EE’ cores. We maintain an inventory 
of ‘EE’ cores to eliminate your inventory problems and save you down 
time. Make certain that your ‘EE’ cores come from the originator 
* * * RADIO CORES, INC. We welcome your inquiries 0n CUSTOM EN- 
GINEERED CORES.”’ 


From the foregoing, it appears that applicant originated a program 
of standardization of iron cores which has been adopted, at least in part, 
by competitors, and that the program was called ENGINEERED ECONOMY, 
subsequently shortened to “EE.” It further appears that the results of 
the program, i.e., a standardized line of iron cores covering most insert 
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and threaded applications, have been such that it has been followed by 
others in the industry and that manufacturers other than applicant have 
likewise designated their standardized line of iron cores as “EE” cores. 
Indeed, applicant’s 1957 advertisement seems to admit this to be the fact 
when it states, “Make certain that your ‘EE’ cores come from the originator 
* * * RADIO CORES, INC.” Moreover, it is noteworthy that not one of the 
letters from purchasers contains the suggestion that “EE,” when applied 
to powdered iron cores, identifies applicant’s products and distinguishes 
them from those of others. 

The record leads to the conclusion that “EE,” when applied to powdered 
iron cores, designates a standardized line covering most insert and threaded 
applications. The record does not support a finding that “EE” identifies 
applicant’s powdered iron cores and distinguishes them from those of 
others. 

The refusal of the Examiner of Trademarks to register “EE” is 
affirmed in so far as he held “EE” to be a type designation in common use; 
but the record does not support a finding that “E” is a type designation 
for powdered iron cores, and in so far as he relied upon the common use 
of “E” as a type designation, his decision is reversed. 








